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PART I 


THE GROUPED LETTER TYPE OF TRADE-MARK 
By Abraham S. Greenberg* 


(In an early study by the writer there were collected and analyzed printed decisions relat- 
ing to trade-marks of the initial or abbreviation type. In a second similar article? there was 
provided a table of cases in which the marks and citations were alphabetically arranged regard- 
less of tribunal. The purpose of the present article is two-fold. Later decisions of the same 
type of trade-mark are discussed, and the table of cases is brought up to date in a re-arranged 
more usable form with respect to tribunal and goods involved. A discussion of the Lanham 
Act with respect to grouped letter marks—particularly the radio service marks—is provided.) 
















The extraordinary vitality and magnetic attraction of the letter type of trade- 
mark are amply demonstrated on the radio. Once learned, it is hard to forget ; it is 
ideally suited to the selling task. “LS/MFT, LS/MFT,’” how well radio listeners 
have come to know the significance of these letters. It is said that the late G. W. Hill 
of American Tobacco Co. conceived the idea of repeating these letters until the 
public could not forget them regardless.* A competitor has responded with an 
“ABC’” advertising campaign. 

The radio these days is indeed replete with letter type trade-marks. On one 
night we are told that “USS’* on a steel product is a guarantee of the finest in 
steel. On other nights we listen either to WNBC or WCBS, or to the “GE” girl 
orchestra.’ Litigation dealing with the letter type of trade-mark shows fairly con- 
sistently a tendency to resolve doubts against the newcomer who uses letters grouped 
in such manner as to create the association of established and familiar letter type 
trade-marks. The following recent decisions in cancellation, opposition and 
ex parte matters, illustrate this view. It is interesting to note that in the last two 
years these Patent Office decisions were the only reported decisions found which are 
pertinent to the letter type of trade-mark. 











The Ex Parte Cases 


Ex parte Sperti, Inc.,69 U.S. P. Q. 441, 36 T.-M. Rep. 175 (1946-Comm. ). 
Ex parte Dixie Medicine Corp., 70 U.S. P. Q. 366 (1946-Comm. ). 
Ex parte Commercial Solvents Corp., 71 U.S. P. Q. 106 (1946-Comm. ). 


In the Sperti case the applicant sought to register the letter group “SRF” for 







* Patent Attorney, New York City. 

1. “Initials as Trade-Marks,” 29 Bull. U. S. T.-M. Asso. 191 (1934). 

2. “The Streamlined Trade-Mark,” 34 T.-M. Rep. 107 (1944). 

3. Lucky Strike Means Fine Tobacco. 

3a. In an article entitled “Words Worth Millions—Their Origin and Ancestry” (23 Bull. 
U. S. T.-M. Asso. 185; August, 1928) there is presented a chart of printers’ marks of the 
Middle Ages, the initials of the printer being highly popular. 

4. “Lucky Strike” appears to retain its undisputed position as the country’s leading cigarette 
with an increase of 45.8 percent for 1946 over 1945—Printers’ Ink, Jan. 31, 1947, page 37. 

5. Always Buy Chesterfield. 

6. U. S. Steel. 

7. Section 3 of the Lanham Trade-Mark Act of 1946, effective July 5, 1947, creates the 
service mark, while Section 45 of the same Act defines a “service mark” as including distinctive 
features of radio advertising employed to identify services. The radio service mark of the 
letter type will be discussed more fully at a later point. 























37 T.-M. Rep. 





THE TRADE-MARK BULLETIN 





516 





skin cream and lotion. Relying on a prior registration of the notation “S-K-F” 
for various skin creams, the Examiner refused registration. Conceding that there 
were differences between the marks, it was held by the Examiner that each mark 
was composed of three capital letters with the first and last letters identical. The 
Examiner’s view was sustained by the Commissioner, on the authority of the 
C. C. P. A. holding “S.M.S.” similar to “S.S.S.”* and “T.Z.L.B.” similar to 
“Z.B.T.’* The earlier D. C. Court of Appeals decision”®® that “R.M.C.” was not 
similar to “D.M.C.” was not deemed controlling in view of these later C. C. P. A. 
decisions. It seems clear that these latter decisions represent the present controlling 
viewpoint of the Patent Office on this type of controversy. 

An entirely different set of facts confronted the Commissioner in the Dixie 
Medicine case. Here the letters “DMC” were presented for registration as a trade- 
mark for a vitamin preparation. The Examiner took the position that each letter 
was a vitamin designation. It developed, however, that vitamin M was conjectural. 
The Commissioner permitted registration with “D” and “C” disclaimed. 

In the Commercial Solvents case the trade-mark sought to be registered was 
“Penicillin—C.S.C.,” the letters obviously being the applicant’s initials. Despite 
disclaimer of the descriptive word penicillin, registration was refused. It was felt 
that the disclaimed word was dominant, and the composite mark was not capable 
of registration.” 

The Oppositions 
R. C. Williams & Co., Inc. v. Wyandotte Chemicals Corp., 69 U. S. P. Q. 410, 
36 T.-M. Rep. 171 (1946-Comm.). 
West Disinfecting Co. v. Owens, 36 T.-M. Rep. 179 (1946-Comm. ). 
American Home Products Corp. v. Vitamin Corp. of America, 69 U. S. P. Q. 549 
(1946-Comm. ). 
American Pharmaceutical Co., Inc. v. Vitamin Corp. of America, 74 U.S. P. Q. 

210 (1947-Comm.). 

Florists Telegraph, et al. v. Amling’s, et al., 73 U. S. P. Q. 446 (1946-Comm. ) 
Keystone Lubricating Co. v. Sauer, 73 U. S. P. Q. 447 (1947-Comm. ) 
Minnesota Mining & Mfg. Co. v. The Motloid Co., 74 U. S. P. Q. 235 (1947- 

Comm. ). 

Nehi Corp. v. Pacific Citrus Products Co., 74 U. S. P. Q. 239 (1947-Comm. ). 
Mutual Citrus Products Co. v. Pacific Citrus Products Co., 74 U. S. P. Q. 240 
(1947-Comm. ). 


In the R. C. Williams case there was presented for decision the question whether 
the letter group “B. W. C.” used on an alkaline water softener for bottle washing 
in breweries, dairies and the like was confusingly similar to “R.C.W.” used for 
soaps. The “Z.B.T.” case was virtually determinative of the question, the decision 
stating the following: 


















8. Helen Schy-Man-Ski & Sons v. S. S. S. Co., 73 F. (2) 624. 

9. Crystal Corp. v. Manhattan, et al., 75 F. (2) 506 

10. Dollfus-Mieg, et al. v. Richardson, 4F (2) 302. 

11. It does not appear from the decision that the letters “C. S. C.” were considered as 
being an indication of origin. Query: suppose the mark had been “C. S. C. Penicillin” would 
the decision have been the reverse? 
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Here the marks of the parties have in common the letters “C” and “W,” although in 
transposed relation; and the initial letters “R” and “B” are much alike in appearance. 
I am thus constrained to agree with the Examiner that the concurrent use of these marks 
on goods of the same descriptive properties would be, in the words of the statute, “likely 
to cause confusion or mistake in the mind of the public or to deceive purchasers.”* 


The American Home decision follows the same line of reasoning as used in the 
previous case. The applicant, Vitamin Corporation of America, sought to register 
its initials “VCA” against a pictorial design background. The opposer relied on 
its trade-mark “I.V.C.” for the same goods viz., vitamin preparations. The appli- 
cant cited the Dollfus-Mieg case as authority. However, the First Assistant Com- 
missioner repudiated the citation as follows: 

















Applicant argues that “no one has the right to secure monopoly on letters of the 
alphabet”; and cites Dollfus-Mieg et Cie Societe Anonyme vy. Richardson Silk Co., 55 
App. D. C. 226, 4 F. 2d 302, as supporting authority. In that case the court said that 
“no one has the right, by adopting a combination of figures or letters, to exclude others 
from the adoption and use of different combinations of either,” but added: “Of course, 
the second combination may not so closely approximate the first in subject matter and 
accessories as to lead to confusion.” 

It is my opinion that applicant’s combination of letters does so closely approximate 
opposer’s as to lead to confusion. And in view of the character and substantial identity 
of the goods to which the parties apply their marks, I am unable to distinguish the instant 
case from Crystal Corporation v. Manhattan Chemical Manufacturing Co., 22 C. C. P. A. 
1027, 75 F. 2d 506 (25 U. S. P. Q. 5), where the Court of Customs and Patent Appeals 
held that the trade-mark “T.Z.L.B.” was confusingly similar to a composite mark 
dominated by the letters “Z.B.T.,” both used with talcum powder. 














The American Pharmaceutical case found the Vitamin Corporation of America, 
with its same mark consisting of the letters “VCA” superimposed upon a map of the 
United States which is held in the hands of a grotesque figure, successfully opposed 
by a firm which used the initials (VCA) of its trade-name Vitamin Company of 
America. First Assistant Commissioner Frazer disregarded the elaborate design 
background of applicant’s mark, citing Roddenbery Co. v. Kalich, (C. C. P. A.) 72 
U. S. P. Q. 138, 158 F. 2d 289, to the effect that “the letters are its dominant 
feature.” The applicant raised the novel point that the corporate opposer’s use 
of the letters “VCA” did not constitute trade-mark use, in view of the sale under 
the aforesaid trade-name. This point was held without force, it being ruled that 
opposer had established trade-mark use and ownership of the mark. 

The applicant in the Florists Telegraph case sought to register the letters “FAD” 
against a wing design for natural flowers and plants. The letters signified “Flowers 
Air Delivered.” The opposer, an international association of florists and growers, 
contended that it was customarily identified as “F.T.D.” the initial letters of the 
first three words of its name Florists Telegraph Delivery Association, Inc. The 














12. The writer failed to include in his original studies on this subject a pertinent opposition 
decision which was never published zviz.: Radio Corporation of America v. C. R. Ablett, T.-M. 
Opposition No. 6814; 151 Mss. 749 (Aug. 23, 1927). That decision is very much along the 
lines of the present holding. In the early case one C. R. Ablett had used his initials C. R. A. 
as a trade-mark for incandescent lamps since 1907. After radio became established he used 
“C. R. A.,” against a design, on radio tubes. The opposer relied on its registration of “RCA” 
for radio tubes. Despite the fact that C. R. A. were his initials the application to register 
“C.R.A.” was refused, it being ruled that “C.R.A.” was confusingly similar to “RCA.” 
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Examiner of Interferences sustained the opposition on the theory that “FAD” was 
a substantial appropriation of opposer’s name, citing Radio Corporation of America 
v. Rayon Corp. of America, 139 F. (2) 833, 60 U. S. P. Q. 246. The holding was 
reversed on appeal, the following portion of the decision being quoted: 





It is scarcely accurate to say that applicant’s business and the business of opposer 
are competitive; for applicant sells flowers, and opposer sells service. But their activities 
are of course quite closely related; and were I able to agree with the Examiner that 
applicant’s mark so nearly resembles the abbreviation of opposer’s corporate name as to 
be reasonably likely to be mistaken therefor, I would have no difficulty in affirming his 
decision. After careful consideration, however, I am of the opinion that such is not the 
case. 

Even were applicant’s mark merely the letters “FAD,” it would differ very consider- 
ably from the initials “F.T.D.” The two notations viewed as a whole do not look alike, 
nor do they sound alike when spoken. But “FAD” is not applicant’s mark. The mark 
comprises those letters printed in a “Particular or distinctive manner”; and it is only 
when not so “witten, printed, impressed, or woven” that the name of a corporation is 
forbidden registration by Section 5 of the Trade-Mark Act of 1905. 





In the Keystone case the applicant sought to register “V-O” for motor and 
home oils, while the opposer relied on “Velo” for lubricants. In sustaining the 
opposition it was noted that “V-O” might well be termed a telescopic version of 
“Velo.” In addition, it was held that the two marks may be so pronounced as_ to 
be indistinguishable in sound, and such similarity alone is sufficient to cause con- 
fusion. 

The Minnesota Mining case is of interest for several reasons. It illustrates, for 
example, two interesting ways to derive a group letter type of trade designation or 
mark. The applicant, The Motloid Company, sought to register the letters “MM” 
in diagonal relation in a circle for denture acrylic material. It appeared that the 
firm used the designation “Boldent” to denote its high quality denture base material, 
while it employed “Miracryl” to indicate its low priced group. Desiring a medium 
price and quality designation it devised the mark “MM,” which obviously signified 
a medium between the “M” designations. The opposer based its opposition on its 
registered mark “3-M” for surgical tape. Its mark was obviously derived from the 
fact that its name included three M’s. 

The ruling on the likelihood of confusion in trade is another interesting aspect 
of the case. Despite classification of the respective goods in the same trade-mark 
class, as well as the manufacture and sale by opposer of acrylate emulsions though 
not under the “3-M” mark, the ruling was adverse to opposer. While pointing out 
that the opposer had made wide use of its “3-M” trade-mark and that “the regis- 
tration of a mark such as applicant’s, for use in the same industrial field, would 
doubtless impinge upon opposer’s right,” the decision affirmed dismissal of the 
opposition on the ground that the goods of the parties did not possess the same 
descriptive properties.”® 
The opposer contended, in addition, that the mark “MM” was used as a grade- 






13. Would this type of case turn out differently under the Lanham Act, wherein Section 
2 (d) eliminates reference to “merchandise of the same descriptive properties” and makes likeli- 
hood of confusion, mistake or deception a controlling factor ? 
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mark, and that registration had to be denied in any event. The contention was 
denied, since the mark appeared to serve to indicate origin of the applicant’s.™* 

In both Pacific Citrus oppositions the applicant, Pacific Citrus Products Co., 
sought to register its initials “PCP” which were printed diagonally in a circular 
background, for beverage flavors and syrups. Nehi, one of the opposers had regis- 
tered “PTP” for beverages and syrups therefor. Its mark was derived from one 
of its trade-marks “Par-T-Pak.” Tho opposition was sustained on the ground that 
the derfvation of the respective marks would not be known to most purchasers, but 
that the confusing similarity was clear.” 

In the second opposition the opposer, Mutual Citrus Products Co., relied on 
a registration for similar goods, in which the letters “M.C.P.” dominated. The ap- 
plicant cited cases from various other courts in support of its argument that the 
two groups of letters were not sufficiently similar to be likely to deceive, but ignored 
the rulings of C. C. P. A. which guides the Patent Office. The opposition was 
sustained on the “Z.B.T.” case, where the C. C. P. A. emphasized: 


.... We think the weight of the authorities strengthens the conclusion that appellant 
is entitled to a monopoly of a lettered trade-mark for a baby powder to the extent that 


no newcomer has the right to adopt any lettered trade-mark which, by reason of similarity, 
would produce confusion. ... 


The Cancellations 


West Disinfecting Co. v. Owen, 69 U. S. P. Q. 439, 36 T.-M. Rep. 179 (1946, 
Comm. ). 


Mutual Citrus Products Co. v. Pacific Citrus Products Co., 74 U. S. P. Q. 241 
(1947-Comm. ). 


The petitioner, West Disinfecting Co., in the West case sought to cancel 
the notation “O-N” for cough syrups. Reliance was placed on several registrations 
of the famous “CN” trade-mark for disinfectants, cleaners and deodorants. One 
of the registrations listed “insecticides” as its merchandise. The petition was 
refused on the following reasoning: 


In one of the registrations, however, insecticides are included in the description of 
merchandise. And in Vick Chemical Co. v. Central City Chemical Co., 22 C. C. P. A. 
996, 75 F. 2d 517 [25 T.-M. Rep. 179], the court expressed the opinion that insecticides 
are of the same descriptive properties as medicated cough drops, because “the term 
‘insecticide’ may include medicinal preparations.” But the court concluded that “the goods 
to which the mark ‘Lix’ is applied, while of the same descriptive properties as the goods 
to which the mark ‘Vick’s’ is applied, are so different in character and use that, consider- 
ing the difference in the marks together with the difference in the goods, confusion would 
not be likely to occur.” 

I do not think the notations “O-N” and “CN” bear much greater resemblance than 
do the word “Lix” and “Vick’s.” Nor do I think there is any reasonable likelihood that 
the current sale of “O-N” cough syrup and “CN” insecticide will confuse the public or 


14. It appears well established today that a trade-mark will not be invalidated merely be- 
cause it indicates grade or quality in addition to origin. “The Law of Trade-Marks,” by 
R. Callmann, vol. 2, pages 858 to 863. 


15. The R. C. Williams case discussed above was cited by First Assistant Commissioner 
Frazer. 
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deceive purchasers. Respondent adopted his mark in good faith, and has used it for 
nearly twenty years without evidence of confusion. His mark, like petitioner’s is a valu- 
able busines asset; and its registration should not be lightly cancelled. Upon the record 
presented, it is my opinion that the petition should be dismissed. 


The parties to the Pacific Citrus cancellation proceeding were the same as in the 
opposition discussed above. Here Mutual Citrus sought to cancel a registration 
under the Act of 1920 of a mark consisting of “Quickway” and “PCP” for a citrus 
fruit juice to flavor beverages. The petitioner’s registered mark was “M.C.P.” 
for lime juice. Here, again, First Assistant Commissioner Frazer sustained the 
petitioner, and relied on the “Z.B.T.” case, pointing out that in that case “7.Z.L.B.” 
was held confusingly similar to “Crystal Z.B.T.” The words presumably were not 
sufficiently distinctive per se to indicate origin in any particular manufacturer. 


Confusion-in-Trade Under the Lanham Act of 1946 


So far as cases of the present type are concerned the essential and basic changes 
provided by the Trade-Mark Act of 1946 are found in Sections 2 (d) and 32 (la). 
Under Section 5 of the Act of 1905 the expression “merchandise of the same 
descriptive properties” was the factor which gave rise to impossible hair-splitting 
distinctions in various cases. In the present Lanham Act the query to be answered 
is this: 


Does the later mark (group of letters in this case) so resemble a mark registered in 
the Patent Office, or a mark or trade-name previously used in the United States by 
another, as to be likely when applied to the goods of the later mark to cause confusion 
or mistake or to deceive purchasers? 


Under Section 32 (1) it is provided that: 


Any person who shall, in commerce, (a) use, without the consent of the registrant, 
any reproduction—of any registered mark in connection with the sale, offering for sale, 
or advertising of any goods or services on or in connection with which such use is likely 
to cause confusion or mistake or to deceive purchasers as to the source of origin of such 
goods or services—shall be liable to a civil action by the registrant... . 


It seems abundantly clear that the most advanced principles of present-day 
thinking on unfair trading have gone into the phraseology of this section. The 
grouped letter type of mark, be it a trade-mark or service mark, will be of increasing 
value for, as stated by C. C. P. A. in the “Z.B.T.” case, the very fact that this type 
of mark is more difficult to remember than figures, syllables, words or phrases makes 
confusion between similar marks more likely. 


16. Daphne Robert, in her valuable and most readable “The New Trade-Mark Manual,” 
states (page 59): “Under the new Act, the question of similarity of the marks and likelihood 
of confusion, mistake or deception are the controlling factors.” Walter J. Derenberg, in his 
“blueprint” of the changes created by the Lanham Act entitled “Preparing for the New Trade- 
Mark Law” (Research Institute of America, Inc.) states on page 28: “The Patent Office will 
be in a position to apply broad principles of unfair trading in determining whether the newcomer’s 
trade-mark should be registered. Where it seems that the newcomer is trying to capitalize on 
the first user’s reputation or good-will, registration may be refused on that ground alone if 
the public might conceivably associate the newcomer’s product with the first user’s business.” 
See, also, page 20 stressing the importance of “trade-name” in the section as a partial com- 


pensation for the omission of a prohibition against registration of a prior name of a corporation, 
firm, etc. 
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The Service Mark 


A further basic change in the Lanham Act is found in Section 3 providing that 
“service marks used in commerce shall be registrable” in the same manner and with 
the same effect as are trade-marks. Such service marks are entitled when registered 
to the same protection provided for registered trade-marks. However, the service 
mark must not be used so as to represent falsely that the owner thereof makes and 
sells the goods on which such mark is used. 

Examples of such service marks used in commerce,” emphasis being placed on 
the grouped letter type of mark, include “A & P” used for a chain grocery store 
service, “B & O” used for a railroad service, ““PEPCO” for a public utility service, 
“NBC” for a broadcasting network service, “AAA” for an auto club service, “OK” 
for a transportation and/or baggage service or “WOR?” for a broadcasting station 
providing commercial and sustaining programs and sponsored advertising.”* 


The particular nature of the term “service mark” is defined in Section 45 of 
the Act in the following words: 


The term “service mark” means a mark used in the sale or advertising of services 
to identify the services of one person and distinguish them from the services of others and 
includes without limitation the marks, names, symbols, titles, designations, slogans, charac- 
ter names, and distinctive features of radio or other advertising used in commerce. 


The same section tells us that “for the purposes of this act a mark shall be deemed 
to be used in commerce. .. . (b) on services when it is used or displayed in the 
sale or advertising of services and the services are rendered in commerce.” 

These definitions appear to involve considerable problems, no doubt due to the 
novelty of the concept of a service mark.’® The so-called “radio mark” was espe- 
cially considered at the Congressional hearings as worthy of protection by registra- 
tion under Federal law. Indeed, it was recognized back in 1928” that: 


The radio has given to manufacturers a new means by which to advertise, and their 
use of the air has created the “radio trade-mark”—artistic and original, signifying by 
sound the product, the hour, or the station, taking the place of the pictorial design used 
on the product. 


Commissioner Casper W. Ooms has said of the term “service mark” :* 


. . the definition of the term service mark is so broad in the statute that it ap- 
parently includes the identifying devices of radio commentators, actors, advertising writers, 


17. Commerce, by Section 45, means all commerce which may lawfully be regulated by 
Congress. 

18. Bamberger Broadcasting Service, Inc. v. Orloff (1942), 44 FS 904, wherein the nature 
of the service rendered by a broadcasting station covering a large area of the country along 
the Atlantic Coast is described. 

19. Daphne Robert “The New Trade-Mark Manual,” pages 40-44, discusses the “radio 
mark” and the problems thereof. See, also, “How Lanham Act Will Affect Radio,” by 
Sherman R. Barnett in Broadcasting for April 28, 1947, pages 30, 32, 34. See, also, 37 T.-M. 
Rep. 254 (April, 1947) for reprint of same. 

20. See “Radio Trade-Marks—A New Field,” 23 Bulletin U. S. Trade-Mark Association” 
(July, 1928) pages 143-147; also, “Radio Trade-Mark Problems,” 25 Bulletin U. S. T.-M. Asso. 
(July, 1930), pages 95-98. In the 1928 article there is given an interesting classification of 
radio marks in four classes. With present-day television the visible radio mark is added to 
the classification. 


21. “Good News for Brand Advertisers,” Oct., 1946 T.-M. Rep of U. S. Trade-Mark 
Asso., page 170. 
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airplane operators and many similar and even dissimilar enterprises. The statute ap- 
parently not only recognizes in the category of service marks such devices as may be 
represented by what we call the graphic arts, but “distinctive features of radio or other 
advertising.” I somewhat tremble when I think of what we shall do when somebody 
attempts to register the distinctive cackle of a radio comedian under this provision of 
the law. In all seriousness, it apparently can be done. . 


So far as the grouped letter type of radio service mark is concerned, there are 
the individual broadcast station call letters and the broadcast network designation. 
Thus “KDKA” and “WOR?” are famous broadcast call letters. The “CBS” and 
“NBC” radio networks are known to all across the nation, and abroad, who listen 
to the radio. With respect to the network letter type designation it would seem 
clear that the letters “NBC,” for example, provide a designation used or displayed 
in the sale or advertising of its radio broadcast services which are obviously rendered 
in interstate commerce. Hence, it would appear that the networks should be able 
readily to register their letter designations as service marks under Section 3. 

A more difficult problem arises where broadcast station call letters are involved. 
Some twenty years ago” it was stated: 


The custom of designating each station by call letters is survival of the sea. It was much 
easier for a ship to identify itself, or to call another, by using a combination of three or 
four letters than by spelling out its name. A dozen ships might have the same name, but 
a letter combination belonged to it alone. The same principle applied to the shore sta- 
tions in a lesser degree, and they followed the practice. 

The nations of the world have now divided the alphabet among them. In the partition, 
the United States received all combinations beginning with either N or W, and part of 
these commencing with K, the remainder of the K’s being split between Germany, Danzig, 
and Latvia. For this reason, all stations in this country have combinations beginning 
with one of these letters. In practice, the Department of Commerce has, with few ex- 
ceptions, assigned the letter W to stations east of the Mississippi River and K to those 
west. There is no danger of a shortage of call letters, but it is not always possible to 
give a station the combination it desires. There has grown up a tendency among broad- 
casters to select letters corresponding to the initials of the station owner, signifying 
its location, answering to its slogan, or otherwise typifying the station. WGN, WLS, 
WJAX, and WPG are examples, and there are many others. In broadcasting, call 
letters serve no very useful purpose, though they are convenient as a means of reference 
and for announcements, and become identified with the reputation of the station to such 
an extent as to have real advertising value. One station has been honored by having 
its letters adopted as a brand for candy, and another as the title of a garage, which has 
raised the question as to whether there can be title in letters. Can any man own the 
alphabet or a meaningless arrangement of a part of it? 


The query in the above quotation appears to have been answered by District 
Judge Hurlbert in Bamberger Broadcasting Service, Inc. v. Orloff.” In that case 
the owner of broadcast station “WOR” was granted an injunction restraining the 
printer-defendant Orloff from using the letters “WOR” in his printing business. 
It appeared from the facts that since 1922 the station was operated under the call 
letters “WOR” pursuant to successive licenses issued by the F. C. C. The de- 
cision recited the fact that the radio broadcasts covered a large area of the country 


22. Stephen Davis, “Law of Radio Communications” (1927), pages 11, 12. 
23. 44 FS 904; Feb. 28, 1942—SDNY. 
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along the Atlantic Coast. The service rendered by the station was recited at length. 
It is quoted here, because it would appear to answer any query as to the nature of 
the services rendered by a radio broadcaster : 


The plaintiff broadcasts commercial and sustaining programs, that is, it advertises 
the products of some 200 sponsors and intersperses music and other forms of entertain- 
ment to make its programs interesting and attractive. Each program so broadcast is 
preceded and followed by the announcement of the call-letters WOR; such programs are 
listed under said call-letters in approximately 200 newspapers published in 135 cities 
in the United States. 

Since 1934 plaintiff has been affiliated with the Mutual Broadcasting System, made up 
of 175 broadcasting stations (190 at the time of trial) which broadcast in various com- 
munities throughout the United States under their designated call-letters, and whose 
programs reach large audiences, and many of the plaintiff’s programs are carried over 
these affiliated stations as far as Hawaii and over the Canadian Broadcasting Service into 
Canada. 

Plaintiff has established the policy of not permitting any commercial sponsor to make 
any false or unwarranted claims for any products or to broadcast any advertising matter 
which might prove injurious or prejudicial to public interest. In furtherance of this 
policy, plaintiff makes careful investigation concerning the nature of the product to be 
advertised over its station and requires commercial sponsors to submit copies of all scripts 
prior to each and every broadcast. Commercial sponsors, whose products and advertising 
material are in conformity with the aforementioned policy of plaintiff, advertise and sell 
a large variety of articles and merchandise over the facilities of Station WOR, including 
products of the same descriptive character as those sold by the defendant. Such com- 


mercial sponsors, in many instances, widely advertise forthcoming broadcasts over 
Station WOR. 


The defendant urged that the plaintiff broadcaster as a licensee had no proprietary 
interest in the letters “WOR.” The Court rejected this defense as wholly without 
merit. Said the Court: 


Of course, if the plaintiff’s license should be terminated, or even suspended, its good- 
will in the letters WOR might become worthless, but that is so with respect to any 
business operated under a license. So long as the licensee conducts any business his 
property rights are entitled to protection, and I think the presumption is in favor of the 
plaintiff that it will continue its business so long as it conforms to the requirements of 
the licensor, and when it has committed a breach it has impaired the value of its good- 
will by its own act. 


It would, therefore, appear that a radio broadcast station capable of complying 
with the service mark requirements of the Lanham Act should be able to register its 
call letters as a service mark. It is, of course, clear that the first letter ““W” or “K” 
is without origin significance, since it is a territorial indicator.” 


24. There are more than 1,750 standard (AM) broadcast stations licensed. In addition, 
in excess of 850 FM broadcast licenses have been granted, while spectrum space for two 
or three thousand FM stations is available. The FCC does not, it is understood, grant licenses 
to identical call letters. 
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INDEX TO THE RULES OF PRACTICE IN TRADE-MARK CASES* 
By William E. Anderson} 
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ABSTRACT OF TITLE—See TITLE REPORT 
ACKNOWLEDGMENT OF RECEIPT OF AFFIDAVIT UNDER SECTION 8.... 32.3 


Se Be 6 609: 5.656i.b. 9 bhai iy cikdd sss ocn se akaadhedackcdiesbetaanabane 12 
ADDING TO INTERFERENCE: 
BREE eG cuaca ier dcaee ds dandsbdekewandesaieien chat eees eek 19.7 
PE EE ok cbGR seks aadinarnbasewsabhekis baehisedewecxeabeeeaeianeteeeasaben 19.8 
PEI CSch cs. caked ee eacan add dims teas hese’ meee eee ae ee onan 19.7 
ADVERTISING: 
ee I NE 60s dik: dd Wek wh adns wHOK ease Chews be eaeateekiaed 4.4 
AFFIDAVITS: 
Bi SrA iis ceed atande Gai aamamineeieksoaandetereannadeneeed bee 32 
Ee re ee eRe ier eee een te ee eR eT A Pee EP 30 
ee er ee ee ey mere ern ey eee ae 33 
Se en a OU ND Os ogo cewidedenicaneus cubed gkdatsaadauseubeeacaeed 33.2 
Ce Gene RIN Bal oo oe bi cs wed ccwcidecdedemiaiakoeiesnwudeeenl 33.2 
Se CI Chie be aen tad ess Kebih bedded cenekenndsbend bees daserenasaaaeeedd 32 
AGENT—See RESIDENT AGENT 
AGENTS—See ATTORNEYS AND AGENTS 
ALLEGATION OF DATE OF USE: 
ee tt CD iis i ce Kekddaees unde sevad naked el esaaaeeeceeusanel 23.7 
Fe GT FRE IIS ick seeded neciacescacacueutsesdeeeaseuesccioas 15 
AMENDMENT: 
EE «hi cd a cdk dina duaw end aaaeda bees taebMdmn dhe ks an laiedomesmadian 13 
Of application or registration involved in contested proceeding..............00ee0005 24.5 
i oie. d <a wish dv accdawe need ae ean natin beens cieaeeenisa eaten 34 
EE hela Kees dn HhbSeecadeud eee Rees eeenech eh bac kanes idedasaeenieneae 39 
To convert to Act of 1946, applications pending on July 5, 1947............. 0.200000: 41 
APPEAL: 
To Commissioner : 
RE Ee ee Ee TE EET ee 
EE ihn eda kehs WER RAAR NRA a vitae seek eae 26.3 
Bry: TR CRA RN aa igo n eecickeeieticcsancescesedscses 19.5, 23.8 
SE nidécantsccecccusadapiandsWiurecesatetesabewed Abeer 26.3 
Cg mE eee Ter Teer Sere ee 26.3 
OD aide Wh Raw dee edd andes eeu eee heebadesiaeas donnie 26.1 
Wee 88S ih BT wT Coe K ed Canteen a beac he bucasaen an caeee eae 26.2 
EE Wii chs chs od heN OEE RENE ALN iees sen Aes age Reasebabereneke een 26.2 
i ee ee nt ET ee ee eT ee 26.2 
SNE nc ce iatud acnkhawadiedehsbebehagwndeesenae aa ueukseaeeian 26.1 
Upon refusal to accept affidavit under Section 8 ............ 0. cece eee eee ceeees 26.1 
ee ee OE PO BD ok 0 os dnb vcs ai ccactonucenbassaiesisaenes 26.1 


* Copyright, 1947, by William E. Anderson. 
+ Member of the Illinois Bar. 
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BO Cae Mat Be ROE CEE oak oo oo kak ceca Keckneciediicecscveen 13.5 
Ry eT eT er Pere Beep A ey eee aE eee 13.2 
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RT | a een ae roe ce ee ee ee Cree PTC Re MTC errs tate etek mere rn y eee 8.5 
ee ee rT eet ee ee RT Pry 8.4 
NN iS iat as i Sona cea aa uae meee READ eed ORR eee aeeEnen 8.2 
a er reer ree ere 6.7 
UE nt UII IED kkk dec ncandecaucun eis ce ted escvieceesieaasmlaseees 6.5 
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ES nn ener errs ote ae 8.1 
PE: cides Cie ERRA CARR Re KA eaweRkn eed eee eRSeRbEod £6 eRe akeen Eee kanes sa asen ee 9.1 
TTT SOTO TET TOT RE OE TRE TT Ty re rere ee 9.4 
ere oe ere TE ee eee ee eT ey ee re ey ye 9.4 
Se a NE I i ete nds cacwdwetns pe tasivcaueeedebasredacng  eeaUeKeees 9.5 
NNN ods OSE iS sina sislecr ce VOU eel ndalen se Oe eee We OR oe eae aon 9.2 
he ee ee ne een CTT er ey Pee ere e see ew 9.4 
Transfer from abandoned application to new application ..............0000eeeeeee 6.6 
en Gi NE EOD vi: Kade ie icesdeceeeyewskeeiskebuseteesetameaneaes 9.3 
ee Oe re ee EG SPER NT OME RPE Teen ST eee rere meee 12 
TE CRE eT RTT COTE Pere ree et ore 10 
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Foreign applicant : 
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en OE I-Ie FD nso d ave diviegnivcds vacnecauseniecacdeeesacceudsetins 7.9 
I  cccc ci wis ddcanayedavensdiaracdendaneeeenees Laneereeneesewes 7.1 
OLE PE EEE PRT TEETER ETE ETE TT Pree eT ky rte n eee 6.2 
ee ee ID os cc cncvencacwaw cena duddce eu Rueskeieasie es kecearene 6 
ear Gk WS SINE GIO noc. isc kcheccaiecnccncncessescsdadvosedl tess 12.6 
a Ee eee er Mere re ee ree 7.7 
NO I itis t div eeduneade dass cdadeenesesasuduessnetieeensdios 78 
ee ee ee hee ee eT ee ey ree er ere 8.6 
I ic decir ienddeéas SeawAkns SHER USES RWSS 6 ERR LA RN ran heaton 7.9 
Pe SI, SID. ov citer k tends ceccididewdcheecereske eet iends 7.6 
I OE io ik keds ness csccdcnedsccdbveded canned ebinneds dadeeteseens 78 
PE, ochre ethiede odnddnssadaesd yen ded eee eeveenieWasi ae eehate tens 7.3 
I OE I I nis es cence cened cde xk ckewhenes Riera eee 12.6 
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Pe eee ee Peres GON FFE SO, FO kc vieckcnieeccccntewensdcccedaveasas 41 
ASSIGNEE: 
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ne rE ee ee ee PE eT Te ee ere re TT Terr: ree rT 36 
PRIN So he Swerve tie Cacetecewds daw hgarss aes we RecRe eRe eaeecoueueeaas 36.1 
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ee ED <4: v9:5d deb Srnsses Rane Sadeteansda sae easanbe cauaeamennaeexes 3.3 
Ce Si ne INDE aa Naunawes Ueke anes Ginna se eenatnetnnatqae aust eades 3.3 
Prima facie evidence of execution ..............02000: ov aayeceeweeenawaeet a 36.1 
SY GOD 6 i's i as dcde nd acissvecatadarseisdsiceebingiansaneeenssaetees 36.1 
ER TOs” CRT CERO io 5.0 bo kc ee sca ce cca vabnweddot ca cwecdeweenecctateaxcniee een 
Peg Bg Teen Tere Te ere eee ee 4 
PROGNEUIO IO S50 507 a Moaws ie Teak ne eaeRlal Rema Pha ar etna eee 4.4 
PN Sie naternnd Gas ee Reed ewes ala Cilaeua tad BRT e oe Ae ea ee eee tee 4.7 
PUPEENOE. GE cdeicceciccdivcisess eT Tee Tee Cre reece 4.7 
SY hk Wddebwddaade didn aes canis wadhnnsaueeecadedbeneeeenneuueenaeente 4.5 
Cr reR NOE WEE di dates Qdewidictuccicawaddeusscneduess ele mnes wens oeteae ieee 48 
SE PE NINES <a. k. no crdeA dees dwamedsccdaedeatdna eed eencsenbhaskeseaunen 4.4, 4.6 
BE Se SE acca nkdchvkss' sn dadeccesdnndewevenseaesteceenereeen 4.7 
UCR COMMEND 5 hsb o's Bw died wid zcnedeweamdwwees dunk Ce URS ENR Hees eae 4.3 
eee ti SOIUIEE SO GRIN oie sods si iacenxalenr cleus inedeiianownaca dace oanees 4.2, 4.4 
NIORTAI CIO eh iioi ee rncdass Ole ewhdtaworeCenes ou dveaaenswsareees 4.2 
ee ie EE GE SII a vidio. oc sne ea recandbsdccgesttaadeesssioene keen 49 
NOT 2 lcci i ala wda ee cid akatwk hw Ke wba SAN e Ree ee eae hae ae ee 4.5 
Ne eee Aer ere eT te Peery rire he ee tree rey 4.4 
CE RUCOMERIN 5 ira ovina we SOR Kd waln ee ee RURS Tae Ow ee Fee atew ee Ewe eR eames 4.2 
SITIES Col CANNON v cwidd: ca divadie bee RUae Satie Sue we ee aw eee eacaeunueueeaan sade: 4.3 
ROI hea a Gardena na Bad Haters wae m ee OUCh EU MaR ete wees eee cee eee eee 4.7 
ED. RS bneN vd acwsdnnied dxatsanctavenscdacetawksshsads ceceusansetesnaeueneel 4.6 
ED IN oo. hain vksiaeuveusenvec duke eee s Beusederkwebeekedaueeusenes 4.4 
AUTHORIZATION : 
Ce UIEN 65s. dias cknvvdedewedeuwid baicuee sens eee ahaa Gaeta aes See cuabeaae ee 47 
B 
BRIEFS: 
On appeal to Commissioner : 
Rie CRA CONE» 6 x biisi oe ksi wie Wie vided sain Ra ae Sela eee wed ad akbe wedeneeanotees 26.3 
FE ris nes indie cb tsen iesdedensenavesnteaperesiestiakianisieusadatanseabns 26.2 
re ee ee Teen Pare eee er a ee 24.1 
Oe errr re rrr rT rrr Tre re rr er err re ree 23.8 
ee ee OC IDS og cnt dinvcndcuscccusdaweseneuiednsscudanstisseeaeseaedes, ee 
BURDEN OF PROOF: 
SE eT eT eee eT eee Ee ery Te Trey ee rer TT ree 19.6 
MNT GINOND) cin co Se diwkwig ce Riki Rowan ean Vacate te Cee eee eee 19.6 
Determined by Exansiner of [eterSeremees ois i.c cic cs iccicccesseccnaceedccedees 19.6 
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RO DOE N65. ous 5 Sos wads enaulep paleane cee ea mea aeete ee eee 19.6 
BUSINESS WITH PATENT OFFICE TRANSACTED IN WRITING ............. 1.2 
C 
SUSE | vveNtcidincectannencedergeseuewnessaeeetaaee deste 21 
ee eee ee To eT re re eT re 21.3 
SUE RON INE 55 Boise ees SRW EN sleek s Ase arse ems wets amnesia sia Besa 21.3 
By Commissioner for failure to file affidavit under Section 8 ...............0ccceeeee 32 
ee ee ee ee ee OC ee et ee ee Tey 21.2 
PROMO MINERS OW 5.5625 asa Ss Gin! a 1aa:d Ww inntea lala Sas ia RRR ei IRE Be RES Ie ela re oes ae SE ZZ 
I II oii is 4 x55 ewes twe ees ckbdsndeteberdseehenvkematioes 21.2 
SEE occ etches er akacbasadinaavesk es cudeee unis tesyeasdwaeenndeabanneee 21.1, 21.2 
ee eT ee Rr TEN ee een ee 21.3 
| OEE TET ETO TT EET EE ETE POPC LET re ee 
Temeeeeebed Go Timeealaer OE TONIC aac ac asin cc ccwecsvesseiasserevevecewes 21.3 
OMNI ai cch oes cic sa ay a wid ds laicat aS ala RIS IaTSs Sido ai Se LER ORE NSE TN ew See RS 212 
IE OI 5 5b. fc cdhk sens caciareddcacaupessekase isin 
CRB Pe Dre, BENE oi ckcccdcccaccandeusdvebenddudévensaaons 38 
CERTIFICATE: 
IN cis cavatnarenicitetaened se eas ase chawudece ete tee 4.5 
SIE © i uikcnd caear eine eeee dae ccbknd ith baShcs ek ee he merkcuaeeenane® 34.4, 34.5 
Se I it reuuiidneniheecenames seas eee a ale een Ree NAWES OORae aoe 29 
Re Te eer eee ree Te eee ee ELT ae ee ee 29.1 
READ) PANEER Soe eds ake WSS Sea ARR ORE ee oe ee 34.1, 36.3 
ens as he eC a ekki aks OwREe eee Ree eee eenaD wes 8.5 
CERTIFIED COPIES AVAILABLE: 
I I rs Sinn ad Wrned ke Kab edda ex bekeuk Sue eeadseaineleeeeionne 3.4 


I oid os Us inion baw un ee daw ake akan Ree ANNE Rem ena 3.4 


ey te IE OUI ih. i sinned ccnasesnndxeGaus eanewuaeseredensieanaas 34.3 
tes cs cnwd need esudn saws ded se eu tieeeegheeretnenes uawees 21 
CEATAE GP Gere UUM SEO, ES OE) nook sass ibs ceewbides catwevawes 30 
Ce ee ee FR II ho bs wicca c vwicnesxeseducsnundeanedds epeees 7.3, 16 
ee I SI RID SIND iin cinksvansndccnncdendssdevsdudsdeswssssnbeas 16 
ne IE a denenidts npwie scan ccunscncexansonnteres decseds 16.4 
Single certificate based on combined applications ..............cccceecccecccccececees 16.4 
Ee er er re et ee ee ere en er eT ee 16.4 
TE, SC hksG SAV ARCAK nhs candkidee eeeePa Rue Gavnkdd de eacde dems wees 8.4 


COMMUNICATIONS ADDRESSED TO COMMISSIONER ...................... 1.1 


COMPLAINTS AGAINST PATENT OFFICE PERSONNEL ...................... 1.3 
Se I oi Vaircdncccecewsrcucsdcaresedisedesseunivenewuniesees 6 
ES ib cc kecawdacdawe osaxiy eee end dweeReaneeeeeiosasmepeca ae 
a Ee ne ee eT eer err 8.2, 22 
OTE i 6 iiaiitvtnivenkdinciadenssennksebesythaeethcadeaseunoneeen 22.1 
EE ee Eee eT eee eee rere eT eT Ee erry rere 22.1 
ee a ee ED cctncdcnsaaliceds sunxesabandssdsnaedeouscubucesda sees 4 
CONFIDENTIAL STATUS OF PENDING APPLICATION ..................005: 6.7 
CONSENT: 
I ETE TT CITT er eT eT Pty ee 24.7 
ee Se a i. Kein creeds anenc deceit rcransnniiécncaeiascds 24.7 
CONTESTED OR INTER PARTES PROCEEDINGS. ....ccccccicccccccccccscccs 18-24 
CONVERSION OF PENDING APPLICATIONSS TO ACT OF 1946 .............. 41 
CXPe eee COP PATI. GWU IS oes views ceecseccvecesevscceccdsceaks 3, 6.5 


CORRECTION OF REGISTRATION 
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Eo ccc vavseaasckds bs bene waneieleadssiadsinened tees 48 
Gren: aE PII ood id's odio a alert lS mccain Sag Fi Hole AE 1 

COURTESY AND DECORUM IN DEALING WITH PATENT OFFICE .......... 1.3 
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EEE, “Gul rid nadudnsedWanabedekwdscceedacdeneen eee tdasebabesd tadenmeeeens 74 
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DECORUM AND COURTESY IN DEALING WITH PATENT OFFICE .......... 1.3 
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DESCRIPTION OF GOODS: 

NP 8 ise Aareednlat man cares Be TKK Ean dae ete SAL Re ee wea Awaneel 34.3 
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CARE Te eee Or SII 5.05 cis Cas hed sco Recess ceGawd ret eeuntewaeqel 34.3 
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Transfer from abandoned application to new application ................0cecceeeeeees 6.6 
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re RUC ROU. IDOI oi: 6.60 Sold cies 4, Gds wore Saree nae euiome me ea eee ma teee 4.4, 4.6 
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Ee EEE ET Te ee TT Tere eee eee eer re rrr 10 

ee IEE. 6 6.556666 bieieccs dedencavencedaccdshiaiaectien 24.4 
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FILING DATE OF: 
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See RESIDENT AGENT 
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GAZETTE—See OFFICIAL GAZETTE 
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NE. 5 hs Skane wednceuwednnduw nnd cchaneenuukaee eeenneeewastessscasecsaun 7.3 

H 

OO OE eT Pree tne eee hye me er ae rere 24.2 

I 

IDENTIFICATION : 

III 6.6565 isi 42 408 haem ieee neie eae mae aan 1.5 
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THE PROTECTION OF THE PATRONYMIC NAME AS TRADE-MARK 
IN FRANCE 


By Andre Armengaud* 


Many firms begin humbly. As trade-names they take the names of their founder. 
As success grows, trade increases. The founder’s name (which is his trade-name) 
becomes, for the customer, its symbol, the distinguishing sign of the articles manu- 
factured and sold. When the firm increases in volume it becomes mostly a joint 
stock company, the trade-name of which remains the name of its creator. Very 
often, it applies this name as a trade-mark to its products for distinguishing them 
from others. 

The success of a similar enterprise, of course, results in competition. And often, 
this competition takes the more or less unfair shape of newly established firms for the 
management of which a person is purposely chosen whose patronymic name is 
identical with that of the reputed firm to be competed with. Henceforth, the latter 
will have to fight against these competitors whose trade-name or trade-marks include 
a patronymic name identical with his. Such competitors will avail themselves, of 
course, of such endeavors as made by the original enterprise for promoting their 
goods under its name and this competition will often result in a degrading, by said 
competition, of the prices and of the quality of the products. The consequence 
thereof will be a decrease of the fame connected with the original creator. 

Which protection can be obtained from French law against this exploitation, by 
third parties bearing same names, of the success of a well-established firm? 

A distinction line should be drawn first between the utilization of a patronymic 
name as element of a trade-name and the use of such a name in a trade-mark. 

With reference to the utilization of a patronymic name in a trade-name, the first 
question arising is to determine the rights of the homonyms third parties: 

Is the taking of possession of the name by the first user thereof, exclusive and 
should it forbid the homonyms from using commercially their own name at least 
for trading in the same articles? 

The French Supreme Court (Court de Cassation) took on this subject a posi- 
tion which definitely settles the question. In a decision issued in 1935 it came to 
the conclusion that : 


While the tribunals are concerned with the repression of any abuse made of the right 
which any individual possesses of using his name for his trade, whenever the use of this 
name tends, by means of a fraudulous confusion, to usurp the credit privileges and the 
fame gained by a third party already known under the same name, the judge’s power 
being in this respect as wide as it may be, cannot nevertheless reach the point in which 
a tradesman could be deprived of the privilege of using the name which is his property 
in the matters and deeds of his trade by an absolute deprivation which would constitute a 
violation of his right to property. ... (Supreme Court, decision of July 2, 1935.) 


The practical consequence resulting from this sentence was that any homonym 
can use his name in any honest and fair business, leaving it to the Tribunals for 


* Trade-mark attorney, Paris, France. 
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ruling the extension of this use in a way which prevent any confusion with the firm 
which was the first to use this name for its trade or in its industry. Many legal 
decisions were issued following the above decision in order to define the rule enforced 
upon several homonyms. The latter were generally compelled to add their surname 
to their patronymic name with sometimes mention as: “Established .. . .” or 
“Established in... .” Moreover, all such additional signs or words were ordered 
inseparable from the patronymic name, and as apparent as. same. 

Such decisions applied strictly the principles set forth in the above stated sentence 
issued by the Supreme Court, 1.e., reasonable rules were imposed to loyal competi- 
tors who were not knowingly trying to avail themselves of the chance afforded by 
their namesakes. But the courts are more and more confronted with cases wherein 
a competitor whose name has nothing to do with the trade-name of a reputed and 
established firm would engage in the managing staff of his firm a man whose name 
was same as or similar to that of the first firm, with the only view of acquiring 
rights on this name. 

The decisions of the Court have in such cases been very different. They granted 
or not the right of using the contested patronymic name to the newly formed com- 
panies, according the effective or the fictitious character of the partnership with the 
holder of the name involved. Firms thus created tried, of course, to impart an ap- 
pearance of truth to their partnership with the homonym so that the latter could 
not be accused of playing the role of a “name lender” as the law defines such 
homonyms. These firms were thus compelled to introduce the person whose name 
they wanted to use in the very management of the company by intrusting this per- 
son with the duties and obligations of a real partner. Through this subterfuge it 
has been, in many cases, possible to waive the spirit of the Supreme Court’s juris- 
prudence, which had endeavored to protect the first user of a name in a particular 
trade or industry, while preserving the rights of good faith of third parties, but theirs 
only. 

The consequence of this situation will be pointed out hereinafter. 

A similar situation has been developed in relation to the use of the patronymic 
name as a trade-mark, i.¢., as a discriminating means not only with respect to the 
manufacturer or vendor but regarding the goods manufactured or sold by him. 
The French law of 23 June, 1857, paragraph 2, lists the signs and names liable to 
be protected as trade-marks ; as regards the patronymic names they cannot be pro- 
tected as trade-marks except “under a distinctive form.” 

This distinctive form is, preferably for example, a particular appearance of the 
patronymic name (signature, particular shape of the types used, etc. . . .) or the 
addition of another word to this name so that both will form a unit, this comple- 
mentary word being, as defined by the jurisprudence, an adjective, a surname, a 
common and descriptive word, and so on. 

This restriction in the use of a proper name as a trade-mark has for its object 
to avoid the monopolization of a product for the benefit of a manufacturer taken 
as a physical person when this product is known to the public only under the name 
of this manufacturer. It may be said that this restriction was enacted with a view 
of protecting the consumer’s interest. 














37 T.-M. Rep. THE PATRONYMIC NAME 541 

Unfortunately, this prohibition applies even when no monopoly is feared, that 
is, when the name serves only to designate, to the eyes of the public, one particular 
manufacturer of a product well known per se. It would be, therefore, logical in 
most cases, that the patronymic name of the first manufacturer of a given product 
should become his own property under the same conditions as regarding a trade- 
mark resulting from a fancy denomination. 

On the contrary, the consequence of the French Trade-Mark Law is that the 
first manufacturer or vendor using his patronymic name under a particular distinc- 
tive form as a trade-mark of a given product will be soon conflicting with those who, 
holding the same name, are entitled to use it in order to give the same products a 
peculiar distinction, on condition that they use it under a particular distinctive form 
other than that employed by the first manufacturer who applied it and which form 
sets a limit to its exclusivity as a trade-mark. The conflict thus appears in conditions 
which are similar to that of the case of a trade-name formerly contemplated. 
Usually, homonyms having some legal experience cautiously add their surname or 
the name of their partner as a distinctive sign, to their patronymic name. 

Nevertheless this last restriction ensures the first manufacurer but a very rela- 
tive protection. Particularly, it is a bad protection against the “verbal” infringement, 
i.e., the method consisting, for the vendor having the products from the first manu- 
facturer and those of his homonym in his shop, in remitting the product of the 
homonym to the customer wishing to acquire that of the first manufacturer. 

In fact, practice has shown that both bad recollection and lack of attention from 
the customer’s part often led him, when expressing his requirement, to utter only 
the patronymic name, thus omitting the precisions on the distinctive part of the 
trade-name or trade-mark of the producer whose products he desires. 

By pretending not to injure the rights of subsequent homonyms, the law thus 
favored the latter by prejudicing the first users or creators, notwithstanding the 
regulation applied by the latter to the use of their name. 

If we admit the jurisprudence of the Supreme Court according to which nobody 
can be prevented from trading under his own patronymic name by including the 
latter in the name of his firm, maybe a different solution might be found in relation 
to the use of the name as a trade-mark. In fact, in this case, the manufacturer or 
tradesman is by no means compelled to employ his patronymic name for designat- 
ing his products. It would be desirable that the jurisprudence should review its old 
ways in connection with the matter of trade-marks and thereby confer upon the first 
user the exclusive right with respect to the mark thus created. On the other hand 
a new French bill, already examined before the war and to be soon re-discussed 
provides that patronymic names will be liable to form, without any restriction, valid 
trade-marks, whatever may be the applicant, a person or a company. 

It should be pointed out, in this respect, the actual limitation of the patronymic 
name as a trade-mark applies only in case it is the applicant’s own name. On the 
contrary, the name of a third person (of course if the latter is not carrying on the 
same trade) is assimilated to a fancy name and may constitute a trade-mark without 
any restriction. 

We have yet to consider to which extent the present jurisprudence applies to the 
protection in France of patronymic names owned by foreign firms. As to the use 
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of trade-names, the law appears to be the same for both French and foreign firms. 
This is however, different if we consider the use of such names as trade-marks by 
foreigners who may be entitled, according to the laws of their own country, to obtain 
an exclusive right of property regarding their name as trade-marks. 

The Union Convention, in its last statement (London Agreements of 1934), 
stipulates in fact, in its article 6 paragraph 1, that: 


Any trade-mark regularly filed in the original country will be admitted for filing and 
protected, as it is, in the other countries of the Union. 


The terms of this article have been strictly applied by French jurisprudence. 
However, paradoxical as it might appear, it follows that foreign concerns, or citizens, 
whenever the internal law of their country admits the validity of patronymic names 
as trade-marks, will be protected in France while the French home law will not 
grant as large advantages to French citizens. This will be notably the case for 
the Americans when the Lanham Act will be in force. Nevertheless, it might be 
feared that this ownership of a name as a trade-mark will remain practically limited 
on account of the previously stated considerations. Our judges, inspired by the 
1935 decision of the Supreme Court and the jurisprudence resulting therefrom, will 
be inclined, in fact, to admit that a homonym cannot be deprived of his right of 
using his name not only in his commercial style but also for constituting a trade- 
mark, and will just limit this use by means of the above mentioned regulation. 

Considering the difficulties encountered by many French companies employing 
a patronymic name as a trade-mark or trade-name, we deem it necessary to attract 
the attention of foreigners on the position. If they file their patronymic name as a 
trade-mark in France by virtue of the Union Convention, and the national law of 
their country, they should watch very closely any activity from the part of homonyms 
which are discovered, in order to obtain either deprivation of rights if they are dis- 
honest and play the role of name-lender, or the application of the regulation if they 
carry on personally their trade in good faith. And this means surveying closely the 
French trade-mark journal and the market. 

In case these first holders of a patronymic name were long to cause this regula- 
tion to be applied, they would run the risk, after a certain lapse of time, of seeing 
their homonyms oppose any regulation by maintainng that, due to its very com- 
mercial fame, the patronymic name involved has become more or less common for 
the product designated thereby. This position even if it is not in the lines of the 
law, and of the jurisprudence which requires very specific conditions, might seem 
exorbitant but has prevailed, in some cases, due to a too long tolerance of the first 


holder of the name; thus determining a shameless and hardly repressible competi- 
tion. 
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WHAT TO DO ABOUT NEW TRADE-MARK LAW* 


TRADE-MARK OWNERS SHOULD TAKE STEPs To Comp_ty WitH New Act AND 
TO SeEcurE Its Appep BENEFITS 


By Charles A. Holcomb} 


The Lanham Act? Oh, sure! Everybody but everybody knows about the 
Lanham Act? Didn’t the President sign the bill last July to take effect a year later? 
Hasn’t it been widely publicized ever since in books and periodicals? Don’t the 
boys agree it’s a great thing for advertisers? Overhauled all the stuffy old laws 
and put trade-marks into a neat streamlined job tuned up to the modern way of 
doing business. Infringement headaches gone. No more tangles with the legal 
department which used to insist on lousing up the layout with “Trade-Mark Regis- 
tered U. S. Patent Office” or reasonably abbreviation thereof. Lots of new benefits, 
too. Yes, it’s a great improvement, this Lanham Act. 

But it is not automatic. As a trade-mark owner there are certain things you 
must do to comply with the new regulations. There are other steps you must take 
to benefit by the increased protection offered advertisers. These things should 
be done, these steps should be taken now. The Lanham Act became the law of the 
land on the fifth of this month. Too many trade-mark owners are in the same fix as 
the Negro, whom from his cell wrote the Governor, “Dear Marse Guvner, dey’s 
fixing to hang me Thursday and here it am Tuesday.” 

For you who have delved into the situation and have your trade-mark program 
already under way, this article is not. In what follows there is nothing new for you. 
But if you have put off doing anything about it, if you’ve left it up to your advertis- 
ing agency or tossed it into the lap of your attorneys it would be well to see just what 
has to be done immediately and what you should be planning for tomorrow. The 
technicalities, as always, belong to the lawyers. But the trade-mark belongs 
to you, and it’s the foundation of your business. You cannot afford not to know 
where and how to protect it and how to take full advantage of the new and broader 
advertising features of the new law. 

First is some mandatory business to work out with your legal staff. Make up 
a list of all trade-marks you have registered under the Acts of 1881, 1905, 1920. 
Certain steps have to be taken to bring them under the Lanham Act. 

Then, list all trade-marks you have not used for the last two years. Do you 
wish to continue your right to them? One of the important new features of the 
Lanham Act is that a mark is considered abandoned when its use is discontinued 
with intent not to resume. Such intent may be inferred by circumstances. But 
non-use for two consecutive years is considered prima facie abandonment. 

Finally, make a list of any marks which have been refused registration in the 
past. Some of them may now be registrable. 


* Reprinted with permission from the July, 1947 issue of Advertising and Selling. 
+ Vice-President, Alley & Richards, Inc. 
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New Features of the Act 


So much for your past and present trade-marks. Now let’s take a look at some 
of the new features which are very definitely going to condition your advertising 
thinking from now on. Most revoluntionary perhaps, is the opportunity to register 
all kinds of visual and auditory advertising features that distinguish your goods or 
services from a competitor’s. Trade-marks are now registered under the Lanham 
Act on a “Principal Register.’”’ But the framers of the law have taken into account 
other features which are just as distinctive as the trade-mark, and have made it 
possible to protect these features by registering them on a “Supplemental Register.” 
The Act refers to such a distinctive feature as a mark and defines it as, “any trade- 
mark, symbol, label, package, configuration of goods, name, word, slogan, phrase, 
surname, geographical name, numeral, or device or any combination of the foregoing, 
but such mark must be capable of distinguishing the applicant’s goods or services.” 

Well, there you have it! If that isn’t double talk it’s an out-and-out invitation 
to wrap your sales message into a package that no competitor can, shall we say, 
borrow? Do you have an odd-shaped bottle? It’s yours, all yours. Is there a 
butterfly on the label? Register it! Does your radio comedian say, “Oh, golly!” 
often enough to identify it with your program? Protect it! Surnames, places numbers 
all can now be registered provided they meet the condition of being distinctive with 
the user. This new feature apparently means almost unlimited opportunities for 
brand penetration in radio as well as printed advertising. We say “apparently” 
because the Act is new and subject to interpretation. But it seems fairly obvious 
that fertile imaginations will be tilled as never before and trade-mark attorneys will 
be busier than ever. 

As a starter, it is suggested that you get all your containers, cartons, wrappers 
and labels together, also samples of your advertising, and stationery to see how 
much can be registered on the supplemental register. 

Last, but certainly not least, make sure you are doing everything possible to 
prevent your trade-mark from becoming the common descriptive name of the product 
itself. The Lanham Act does not change the basic considerations which make a 
trade-mark protectable. The legal aspect is even more important than before. A 
trade-mark has one great purpose: to identify the source. If this identification is 
lost, the chances are the trade-mark will be lost. So when using your present trade- 
marks, or dreaming up new ones, keep PROTECTION in mind. Here is a check 
list that may help: 

Avoid any descriptive name that may become generic. When a trade-mark 
comes to stand for a THING rather than a SOURCE it becomes vulnerable. Under 
the Lanham Act this is cause for cancellation. 

Use the trade-mark as a handle for the product—not the product itself. If the 
item is a new type of product, then invent a name for it and couple it with the trade- 
mark. Why this is important is illustrated by the well-known case of “cellophane.” 
This trade-mark was lost because the public and trade knew no other name for the 
product. If the trade-mark had been used as a handle and coupled with a generic 
word such as “Cellophane Cellulose Film,” the chances are du Pont would still 
have the exclusive rights to it. Shredded wheat, aspirin, linoleum, menthol, and 
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many other words now in the common language once were valuable and exclusive 
trade-marks. The products they identified were first in their fields. A large de- 
mand was built up for them during the protected life of their patents. But when the 
patents ran out there was no word other than the trade-mark to use for the product. 
This was held by the courts to be unfair to other manufacturers who were now 
ready to supply similar articles, so the trade-marks became common property. 

Never let your trade-mark be used as a common word. If you cannot stop 
others from so using it, you can at least build up a file of written protests that some 
day may be valuable evidence that you have done everything possible to protect your 
property. 

Always print the official notice of registration where your trade-mark is used in 
advertising. The Lanham Act provides for this by specifying an “R” in a circle, 
similar to copyright notice. This need not be conspicuous enough to detract from the 
layout or design. Whether the former “Reg. U. S. Pat. Off.” is additional pro- 
tection that should appear on packages, wrappers, labels, etc., is something for your 
attorney to decide. In many cases the word “brand” helps identify the trade-mark 
to trade and consumer. 

Your trade-mark is a symbol of your reputation. It may well be the greatest 
asset of your business. Certainly it is far too valuable to jeopardize by any further 
delay in observing the provisions of the Lanham Act. Do it now!—“Here it am 
Tuesday.” 


EXTENSION OF TIME FOR RENEWING TRADE-MARK 
REGISTRATIONS: SWITZERLAND 


By the President of the United States of America 


A PROCLAMATION 


Wuereas by the Act of Congress approved July 17, 1946, 60 Stat. 568, the 
President is authorized, under the conditions prescribed in that Act, to grant an ex- 
tension of time for the fulfillment of the conditions and formalities for the renewal 
of trade-mark registrations prescribed by Section 12 of the Act authorizing the 
registration of trade-marks used in commerce with foreign nations or among the 
several States or with Indian tribes, and to protect the same, approved February 
20, 1905, as amended (15 U. S. C. 92), by nationals of countries which accord 
substantially equal treatment in this respect to citizens of the United States of 
America : 

Now, THEREFORE, I, Harry S. TRUMAN, President of the United States of 
America, under and by virtue of the authority vested in me by the aforesaid Act 
of July 17, 1946, do find and proclaim that with respect to trade-marks of nationals 
of Switzerland registered in the United States Patent Office which have been sub- 
ject to renewal on or after September 3, 1939, there has existed during several 
years since that date, because of conditions growing out of World War II, such 
disruption or suspension of facilities essential to compliance with the conditions and 
formalities prescribed with respect to renewal of such registrations by Section 12 
of the aforesaid Act of February 20, 1905, as amended, as to bring such registra- 
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tions within the terms of the aforesaid Act of July 17, 1946; that Switzerland ac- 
cords substantially equal treatment in this respect to trade-mark proprietors who 
are citizens of the United States, and that accordingly the time within which com- 
pliance with conditions and formalities prescribed with respect to renewal of regis- 
trations under Section 12 of the aforesaid Act of February 20, 1905, as amended, 
may take place is hereby extended with respect to such registrations which expired 
after September 3, 1939, and before June 30, 1947, untit and including June 30, 
1948. 

In Witness WHeEREoF, I have hereunto set my hand and caused the seal of 
the United States of America to be affixed. 

Done at the City of Washington this sixth day of August, in the year of our 
Lord nineteen hundred and forty-seven and of the Independence of the United States 
of America the one hundred and seventy-second. 


Harry S. TRUMAN. 


EXTENSION OF TIME FOR RENEWING TRADE-MARK REGISTRA- 
TIONS: UNITED KINGDOM OF GREAT BRITAIN AND 
NORTHERN IRELAND 


By the President of the United States of America 


A. PROCLAMATION 


Wuereas by the Act of Congress approved July 17, 1946, 60 Stat. 568, the 
President is authorized, under the conditions prescribed in that Act, to grant an ex- 
tension of time for the fulfillment of the conditions and formalities for the renewal 
of trade-mark registrations prescribed by Section 13 of the Act authorizing the 
registration of trade-marks used in commerce with foreign nations or among the 
several States or with Indian tribes, and to protect the same, approved February 
20, 1905, as amended (15 U. S. C. 92), by nationals of countries which accord 
substantially equal treatment in this respect to citizens of the United States of 
America : 

Now, THEREFORE, I, Harry S. TRUMAN, President of the United States of 
America, under and by virtue of the authority vested in me by the aforesaid Act 
of July 17, 1946, do find and proclaim that with respect to trade-marks of nationals 
of the United Kingdom of Great Britain and Northern Ireland registered in the 
United States Patent Office, which have been subject to renewal on or after Septem- 
ber 3, 1939, there has existed during several years since that date, because of condi- 
tions growing out of World War II, such disruption or suspension of facilities 
essential to compliance with the conditions and formalities prescribed with respect 
to renewal of such registrations by Section 12 of the aforesaid Act of February 
20, 1905, as amended, as to bring such registrations within the terms of the afore- 
said Act of July 17, 1946; that the United Kingdom of Great Britain and Northern 
Ireland accords substantially equal treatment in this respect to trade-mark proprie- 
tors who are citizens of the United States, and that accordingly the time within 
which compliance with conditions and formalities prescribed with respect to re- 
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newal of registrations under Section 12 of the aforesaid Act of February 20, 1905, 
as amended, may take place is hereby extended with respect to such registrations 
which expired after September 3, 1939, and before June 30, 1947, until and includ- 
ing July 17, 1948. 

In WitNess WHEREOF, I have hereunto set my hand and caused the seal of 
the United States of America to be affixed. 

Done at the City of Washington this sixth day of August, in the year of our 
Lord nineteen hundred and forty-seven and of the Independence of the United States 
of America the one hundred and seventy-second. 


Harry S. TRUMAN. 





FEDERAL TRADE COMMISSION TRADE-MARK RULES 


The Federal Trade Commission has amended its rules, effective August 12, 
1947 (12 Federal Register 5443-5454). 

Section 7.13 Trade-Mark Procedure. (a) The Trade-Mark Act of 1946 author- 
izes the Commission to institute proceedings before the Commissioner of Patents in 
certain circumstances for cancellation of the registration of marks which do not 
conform to the requirements enumerated in the Act. The functions delegated to 
the Commission by this Act are administered in and prosecuted by the Office of 
the General Counsel through the Trade-Mark Division. 

(b) Applications to the Commission for the institution of proceedings for the 
cancellation of registration of trade, service, or certification marks should be in 
writing, signed by or in behalf of the applicant, and should contain a short and simple 
statement of the facts constituting the alleged basis for cancellation, the name and 
address of the applicant and the party complained of, together with all relevant and 
available information. No forms or formal procedure are required in making such 
an application. Such investigation as is required to secure the facts necessary for 
determining whether cancellation proceedings should be instituted will be made 
in appropriate cases. : 

(c) Application from members of the public and Governmental agencies seek- 
ing the intervention of the Commission under this Act, and the results of any investi- 
gation made, are referred to the Office of the General Counsel, Trade-Mark Division, 
for consideration and report to the Commission, with recommendation. If, after 
consideration of the matter, the Commission concludes that it should apply for can- 
cellation of the mark as provided in the Act, it directs the Office of the General 
Counsel, Trade-Mark Division, to institute proceedings for cancellation of the 
registration. 

(d) Proceedings instituted by the Commission for cancellation of registration 
before the Commissioner of Patents are subject to the rules and regulations of that 
agency. 
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PRACTISING LAW INSTITUTE OFFERS COURSE ON TRADE-MARKS 


CoursE COMMENCES OcTOBER 16, 1947 
Class Schedule—Thursdays, 7:30-9:30 p.m. 
12 Sessions—Fee : $25 
Place: Freedom House, 20 West 40th St., New York, N. Y. 


The Practising Law Institute has organized a comprehensive lecture program 
to furnish practitioners with a practical knowledge of trade-mark law and practice 
as affected by the Lanham Act. In a series of twelve two-hour intensive lectures, 
the course will deal with such subjects as registrability ; registration procedures; 
amendments ; appeals ; renewals; supplemental register ; multiple ownership of and 
qualified secondary meaning and distinctiveness ; service, collective and certification 
marks; use in commerce; affixation; incontestability ; cancellation proceedings ; un- 
fair competition; preservation of trade-marks and their protection against generic 
use; remedies for false representation, description or designation of origin; trade- 
mark infringement ; the owner’s remedies ; defenses thereto; trade-marks in foreign 
trade; the owner’s objectives, techniques and problems in developing and carrying 
out a trade-mark policy ; the impact of the anti-trust laws. 

The lecturers will be outstanding experts with years of intensive specialized 
experience in trade-mark work. Business aspects and matters such as the relation- 
ship of trade-marks to current practices and problems of advertisers and merchan- 
disers will be considered in order to make the instruction as practical as possible. 


Schedule of Classes 


Chairman: 
William J. Navin, Patent Attorney, Western Electric Company, Incorporated. 


OCTOBER 16—REGISTRABILITY UNDER THE LANHAM ACT 
Lecturer: 

Walter J. Derenberg, Trade-Mark Counsel to the United States Patent Office; Assistant 
Professor of Law, New York University; author of ‘“Trade-Mark Protection and Unfair 
Trading”; Contributing Editor, Trade-Mark Reporter. 

Distinctiveness; service marks; collective marks; certification marks; supplemental register 


(packages, configurations of goods, etc.), slogans, advertising. Ownership and use; what is 
use in commerce; “affixation.” 


OCTOBER 23—PROBLEMS IN REGISTRATION PROCEDURE 
Lecturers: 


Walter J. Derenberg. 
John H. Merchant, Head of Trade-Mark Operations, United States Patent Office; Editor- 
in-Chief of the Journal of the Patent Office Society. 
Conversion of old trade-marks to the new Act, elimination and additional goods, streamlining 
of trade-marks; mutilation; renewal problems; new classifications. Amending pending applica- 
tions and then preparation; applications on appeal; equitable defenses. 


OCTOBER 30—-TRADE-MARKS FROM THE ADVERTISER’S POINT OF VIEW 
Lecturers: 

Henry E. Abt, President, Brand Names Foundation Incorporated. 

Walter J. Derenberg, Trade-Mark Counsel to the Patent Office. 

Eric Haase, Assistant to the President, Association of National Advertisers. 
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Frederick Moeller, Export Sales Manager, Lehn & Fink Products Corporation, Director of 
the United States Trade-Mark Association. 

Sigrid H. Pedersen, House Counsel, J. Walter Thompson Company. 

Harold A. Smith, Director of Public Relations and Publicity, Young & Rubicam, Inc. 


A panel discussion of the practical and legal problems of utilizing trade-marks for marketing 
and advertising products. 


NOVEMBER 6—TRADE-MARKS FROM MANUFACTURERS’ AND RETAILERS’ 
POINTS OF VIEW 
Lecturer: 
Sylvester J. Liddy; Munn, Liddy & Glaccum; Member of the Lawyers’ Advisory Committee 
of the United States Trade-Mark Association. 
Objectives, techniques and problems in developing and carrying out a trade-mark policy. 


NOVEMBER 13—STATUTORY NEW CONCEPTS OF TRADE-MARK OWNERSHIP 
Lecturer: 

Leslie D. Taggart; Clandler & Taggart; Member of the Lawyers’ Advisory Committee of 

the United States Trade-Mark Association. 
Related Companies; secondary meaning and distinctiveness; purpose of incontestability pro- 
visions. 
NOVEMBER 20—UNFAIR COMPETITION 

Lecturer: 

Harry D. Nims; Nims, Verdi & Martin; Author of “Unfair Competition and Trade-Marks.” 
The common law of trade-marks and unfair competition; its development and present usefulness. 


DECEMBER 4—GEOGRAPHY OF TRADE-MARKS 
Lecturer: 

Walter J. Halliday ; Nims, Verdi & Martin; Associate Editor of The Trade-Mark Reporter. 
Multiple ownership of and qualified rights in trade-marks; problems of concurrent use and 
registration; intrastate and interstate use; establishing concurrent lawful use; conditions and 
limitations of concurrent registration. 


DECEMBER 11—NEW CONCEPTS OF UNFAIR COMPETITION UNDER THE 
LANHAM ACT 
Lecturer: 

Edward S. Rogers; Rogers, Hoge & Hills; Chairman of the Board of Sterling Drug Com- 
pany; Member of the Lawyers’ Advisory Committee of the United States Trade-Mark 
Association. 

Remedies for false representation, description or designation or origin under Section 43; proper 
parties plaintiff and defendant; implementation by Section 44 of the rights under the conven- 
tion of both foreign and American trade-mark owners. 


DECEMBER 18—TRADE-MARKS AND FOREIGN TRADE 
Lecturer: 

Stephen P. Ladas; Langner, Parry, Card & Langner; author of “International Protection 
of Literary and Artistic Property” ; Chairman of the International Trade-mark Committee 
of the United States Trade-Mark Association. 

Registration abroad; foreign trade-marks in the United States, rights under the conventions 
and their statutory implementation. 


JANUARY 8—TRADE-MARKS AND THE ANTI-TRUST LAWS 
Lecturer: 


Milton Handler; Professor of Law, Columbia University; Contributing Editor, The Trade- 
Mark Reporter. 
The relation of trade-marks to the monopoly problem; analysis of pertinent provisions of the 


Lanham Act; restrictive use of trade-marks; reconciliation of policies underlying our trade- 
mark and anti-trust legislation. 
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JANUARY 15—TRADE-MARKS INFRINGEMENT 


Lecturer: 


James F. Hoge; Rogers, Hoge & Hills; Member of the Lawyers’ Advisory Committee of 
the United States Trade-Mark Association. 
What constitutes infringement; remedies at common law and under the Acts of 1905 and 1946. 
Their scope and prerequisites for enforcement; contesting validity of trade-marks; defenses; 
procedural questions and problems of proof. 


JANUARY 22—CURRENT DEVELOPMENTS AND PROBLEMS UNDER THE 
LANHAM ACT 


Lecturers: 
Walter J. Derenberg. 
Wallace H. Martin; Nims, Verdi & Martin; Member of the Lawyers’ Advisory Committee 
of the United States Trade-Mark Association. 
George E. Middleton; Pennie, Edmonds, Morton & Barrows; Member of the Lawyers’ Ad- 
visory Committee of the United States Trade-Mark Association. 
A panel discussion of administrative practices and regulations, and of trends in judicial inter- 
pretations. 


In cooperation with the Committee on Copyright of the Association of the Bar 
of the City of New York, the Practising Law Institute will also conduct a course 
on Literary Property and Copyright Law on Monday evenings from 7 :30 to 9:30 
p.m. beginning October 6. The formalities of copyright will be discussed in detail. 
The lectures will deal also with the preparation and trial of law suits involving 
copyrights ; contractual relations with authors; authors’ associations; international 
rights ; property rights in ideas and their protection; commercial prints and labels ; 
and the special problems of copyright, including commercial practices in connec- 
tion with books, magazines, periodicals, music, motion pictures, radio and television. 

The lectures will be given by the U. S. District Court Judge Vincent L. Leibell, 
Register of Copyrights Sam B. Warner, Bruce Bromley, Robert J. Burton, Walter 
J. Derenberg, Isaac W. Diggs, Arthur E. Farmer, Sidney R. Fleisher, Joseph A. 
McDonald, James S. Polk, Edward A. Sargoy and Charles S. Rosenschein, who 
will also serve as chairman of the course. 

Detailed descriptions of these two courses appear in the fall semester catalogue 
of the Practising Law Institute which has offices at 57 William Street, New York 5. 





TRADE SLOGAN 


We publish below a trade slogan in use by one of our members with a view to 
placing on record our member’s claim thereto. This service is rendered without 
charge to all members of the Association. 


re Cre” TO OE IEE 6 oki knees buna eseensissendsdarseeasian Marshall Field & Co. 
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PART II 


CANADIAN CASE NOTE AND ANNOTATIONS RE: LIME COLA COM- 
PANY v. THE COCA-COLA COMPANY OF CANADA, LIMITED 


By Harold G. Fox, K.C. 


A decision of some interest to practitioners in the United States was recently 
handed down by the Exchequer Court of Canada in Lime Cola Company v. The 
Coca-Cola Company of Canada, Limited (1947) 6 Fox Pat. C. 30 (Ex. Ct.—1947). 
The Petitioner applied for registration of the words “Lime Cola” as a word mark 
for use in connection with the sale of non-alcoholic beverages and syrups for the 
manufacture thereof. The words were not registrable in the ordinary way because 
they are descriptive within the meaning of Section 26 (1) (c) of the Unfair Com- 
petition Act, 1932. An application was, therefore, made to the Court under Section 
29 of the Act, alleging that, by virtue of continuous use in the United States since 
1915, and making known in Canada since 1940 and use in Canada continuously from 
the last-mentioned date, the word mark had acquired a distinctive and secondary 
meaning. The application was opposed by the objecting party. 

Counsel concurred in stating for the opinion of the Court the following question. 

“Whether for the purpose of a declaration under Section 29 of The Unfair Com- 
petition Act, 1932, the use of the trade-mark required to be proved must be a use in 
Canada.” 

This question the Court, per Thorson, P., answered in the affirmative. Second- 
ary meaning of a descriptive or geographical word or of a surname can, therefore, 
only be acquired by use in Canada. 


Annotations 


This judgment is of considerable importance not only in that it settles a novel 
point of much importance with regard to the question of acquisition of secondary 
meaning but also because of the concise manner in which the learned President has 
summarized and re-stated a number of the cardinal principles of trade-mark law. 
These may be shortly stated as follows: 


(a) To be registrable under Section 29 the proposed mark must be a “trade-mark” 
within the definition of Section 2 (m), 1.e., it must be distinctive. 

(b) Distinctiveness is not necessarily innate in a mark; it is a quality that may be 
acquired by it. 

(c) Distinctiveness and registrability are not the same. The right to registration is 
not inherent in a trade-mark. Distinctiveness is necessary to its existence, but its regis- 
trability depends on the terms of the registration act. 

(d) Distinctiveness and descriptiveness as applied to words are not mutually exclu- 
sive terms. 

(e) Words originally descriptive, and hence unregistrable under the general section, 
may acquire through their use in association with wares a secondary meaning that is 
distinctive. 

(f) Notwithstanding the acquisition of such secondary and distinctive meaning through 
use, the words have not lost their descriptive character and can only be registered in 
accordance with the procedure provided by Section 29. 
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(g) In order to obtain the benefit of Section 29 an applicant must comply with the 
requirements of the section. 


(h) The use of the trade-mark required to be proved by Section 29 must be use in 
Canada. 


(i) If secondary and distinctive meaning is proved throughout Canada, the registra- 
tion should extend to the whole of Canada, but if not, then it should be limited to the 
territorial area in Canada where such meaning has been proved. 

(j) Recognition of secondary and distinctive meaning must flow ffom the use of a 
trade-mark, not from the making of it known. Making a trade-mark known in Canada, 
by advertisements or the like without proof of its use in Canada, would not warrant the 
making of a favourable declaration under Section 29. 

(k) Section 28 (1) (d) which permits registration in Canada of trade-marks regis- 
tered in a Convention country without use in Canada applies only to trade-marks regis- 
tered in such country. The benefit of the section cannot be extended to cover trade-marks 
which have been used in such country but not registered therein. 


For the convenience of subscribers, the decision is also reported in full: 


LIME COLA COMPANY v. THE COCA-COLA COMPANY OF CANADA, 
LIMITED 


No. 19940—Exchequer Ct. Canada—March 4, 1947 


TuHorson, P.: 


The Petitioner is incorporated under the laws of Georgia and has its head office 
in Montgomery, Alabama. It seeks registration under The Unfair Competition Act, 
1932, Statutes of Canada, 1932, chap. 38, of the words “Lime Cola” as a word mark 
for use in association with the sale of non-alcoholic beverages and syrups for the 
manufacture thereof. The application is by way of a petition for the necessary 
declaration of *he Court under Section 29 of the Act for the reason that the words 
are not registrable in the ordinary way because they are descriptive within the mean- 
ing of Section 26(1)(c). The petition alleges, inter alia, that the word trade-mark, 
“Lime Cola,” was first used during September, 1915, in the United States of Amer- 
ica, by the petitioner’s predecessor in title and has been continuously used there 
since that date by the petitioner and its predecessors in title; that the petitioner 
first made it known in Canada on or before January 1, 1940, and has continuously 
made it known in Canada since that date; that it has also been used by the petitioner 
and/or its predecessors in title in other countries ; that the petitioner and its prede- 
cessors in title have spent considerable money in making it known to the purchasing 
public in such countries and have advertised it extensively throughout Canada; 
and that it has been used across Canada and will be used in each Province in Canada. 
Then there are other allegations that the requirements for a declaration under Sec- 
tion 29 have been complied with. 

The objecting party is incorporated under the laws of Canada and has its head 
office in Toronto, Ontario. It is the owner of the registered trade-marks, “Coca- 
Cola” and “Coke,” each applied to beverages and syrups for manufacturing the 
same. It objects to the registration sought by the petitioner on the grounds set out in 
its statement of objections. We are not, for the moment, concerned with these objec- 
tions except the statement “that the said words ‘Lime Cola’ have not been so used in 
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Canada as to become generally recognized by dealers in or users of non-alcoholic bev- 
erages and syrups for the manufacture thereof as indicating that the petitioner assumes 
responsibility for their character or quality” and the allegation that the facts recited 
in the petition do not establish the jurisdiction of this Court under Section 29. 
Under these circumstances, counsel for the parties, under Rule 150 of the Gen- 
eral Rules and Orders of this Court, concurred in stating a question of law for the 
opinion of the Court and it was ordered that the following question be settled prior 
to the hearing of the action: 





Whether for the purpose of a declaration under Section 29 of The Unfair Competition 
Act, 1932 the use of the trade-mark required to be proved must be a use in Canada. 


Section 29 of The Unfair Competition Act, 1932, provides as follows: 


29. (1) Notwithstanding that a trade-mark is not registrable under any other pro- 
vision of this Act it may be registered if, in any action of proceeding in the Exchequer Court 
of Canada, the court by its judgment declares that it has been proved to its satisfaction 
that the mark has been so used by any person as to become generally recognized by 
dealers in and/or users of the class of wares in association with which it has been used, 
as indicating that such person assumes responsibility for their character or quality, for 
the conditions under which or the class of person by whom they have been produced or 
for their place of origin. 

(2) Any such declaration shall define the class of wares with respect to which proof 
has been adduced as aforesaid and shall specify whether, having regard to the evidence 
adduced, the registration should extend to the whole of Canada or should be limited to a 
defined territorial area in Canada. 

(3) No declaration under this section shall authorize the registration pursuant thereto 
of any mark identical with or similar to a mark already registered for use in association 
with similar wares by any person who was not a party to the action or proceeding in 
which the declaration was made. 





The section is an exceptional one; it provides for the registration of certain trade- 
marks that would otherwise remain unregistrable under the Act; trade-marks that 
can be registered under some other section fall outside its ambit. The first thing 
to be noted is that to be registrable under the section the proposed mark must be 
a “trade-mark” within the definition in Section 2 (m) as a “symbol which has 
become adapted to distinguish” the wares of one person from the similar wares of 
another person, that is to say, it must be distinctive, for distinctiveness is an essential 
requirement of every trade-mark: Fisher v. British Columbia Packers, Ltd. But 
distinctiveness is not necessarily innate in a mark; it is a quality that may be acquired 
by it. This is implied in the definition of a trade-mark as a symbol which has 
“become” adapted to distinguish. The next important thing to note is that the dis- 
tinctiveness of a trade-mark does not per se make it registrable. Distinctiveness 
and registrability are not the same. The right to registration is not inherent in a 
trade-mark. Distinctiveness is necessary to its existence, but its registrability de- 
pends on the terms of the registration Act. Section 26 is an illustration of what is 
meant. Subject as otherwise provided, it provides for the registrability of a word 
mark if it falls outside the prohibitions of the paragraphs of Subsection (1) and, 
by implication, it bars its registration if it falls within any such prohibitions. For 







1. (1945) Ex. C. R. 128 at 132. 
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example, a word mark is not registrable if it is descriptive of the character or quality 
of the wares in connection with which it is proposed to be used, within the meaning 
of Section 26(1) (c). It is not because of its lack of distinctiveness that its regis- 
tration is barred, for it may possess that attribute in full measure, but because of 
its descriptiveness. Distinctiveness and descriptiveness as applied to words are 
not mutually exclusive terms. This was fully dealt with by Fletcher Moulton, L. J. 
in Joseph Crosfield’s & Sons Ld’s Application’ Words originally only descriptive, 
and not distinctive may acquire through their use in association with wares a 
secondary meaning that is distinctive, and thus “become” adapted to distinguish 
such wares as those of a particular person and of no one else and qualify as trade- 
marks. Yet, notwithstanding the acquisition of such secondary and distinctive mean- 
ing through use, the words have not lost their descriptive character and Section 
26(1) (c) still stands in the way of their registrability as a word mark. This is 
an illustration of the kind of trade-mark for which Section 29 was designed. It pro- 
vides for a declaration of the Court, upon proper proof before it, pursuant to which 
such a trade-mark may be lifted out of the class of non-registrable trade-marks in 
which, but for the section, it would continue to remain. There is no need to deter- 
mine the whole class of trade-marks that might come within the scope of registra- 
bility pursuant to a declaration of the Court under the section, for we are here con- 
cerned only with those which by reason of their descriptiveness are not registrable 
because of Section 26(1) (c). According to the petition itself the words “Lime 
Cola” came within that class. 

In order that the petitioner may obtain the declaration of the Court pursuant to 
which the words “Lime Cola” may be registered as a word mark, notwithstanding 
their descriptiveness, it must comply with the requirements of the section. It must 
prove to the satisfaction of the Court that there is a general recognition by dealers 
in and/or users of non-alcoholic beverages and the syrups for the manufacture 
thereof that the words “Lime Cola” when used in association with such wares indi- 
cate that the petitioner assumes responsibility for them, that is to say, for their 
character, or quality, for the conditions under which or the class of person by whom 
they have been produced or for their place of origin; in other words, it must be 
shown that in the minds of such dealers and/or users the words have acquired a 
secondary meaning and, therefore, a distinctive one, distinguishing the wares as 
those of the petitioner and of no one else. Unless the proof goes thus far, there is 
no justification for according the words the exceptional treatment provided by 
Section 29. But it is not enough for the petitioner to show merely that there is a 
general recognition of such secondary and distinctive meaning in the minds of dealers 
in and/or users of the wares; it must also show that such general recognition is the 
result of the use of the words in association with the wares by the petitioner or his 
predecessors in title. This follows from the requirement of the section that proof 
must be given that “the mark has been so used .. . . as to have become generally 
recognized by dealers in and/or users of the class of wares ... . as indicating... .” 
The general recognition of the acquisition by the words of a secondary and distinc- 
tive meaning, as indicating the petitioner’s wares, must be the result of their use in 


2. (1909) 26 R. P. C. 837. 
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association wth such wares. And the question of law before the Court is whether 
the use required to be proved must be use in Canada. 

The question is a novel one. Section 29 does not specify where the trade-mark 
must be used and counsel for the petitioner contended that the evidence of use in 
any Convention country might be given and that it was not limited to evidence of 
use in Canada. Counsel for the objecting party, on the other hand, took the posi- 
tion that the use that must be proved is use in Canada. 

I have come to the conclusion that the more reasonable construction of Section 
29 is that the use of the trade-mark there referred to means use in Canada. There 
is strong support for this view in Subsection (2). It requires the Court to specify 
whether, having regard to the evidence adduced, the registration should extend to 
the whole of Canada or be limited to a defined territorial area in Canada. The evi- 
dence adduced must relate to the recognition by dealers in and/or users of the wares 
of a secondary and distinctive meaning of the words resulting from their use in asso- 
ciation with wares. If such recognition is throughout Canada, then the registra- 
tion should extend to the whole of Canada, but if not, then it should be limited to the 
territorial area in Canada in which the recognition exists. The section thus con- 
templates the possibility of the acquisition of a secondary and distinctive meaning in 
only an area in Canada. When Section 29 requires proof to be made of a general 
recognition by dealers in and/or users of the class of wares in association with 
which the trade-mark has been used that it has acquired a secondary and distinctive 
meaning, this must, I think, mean a general recognition by dealers and/or users in 
Canada, for otherwise there would be no rational basis for Subsection (2), and 
since the recognition must flow from use I think it follows that the use must be in 
Canada. It is difficult to see how there could be a recognition in the minds of per- 
sons in Canada of the acquisition by words of a secondary and distinctive meaning 
resulting from their use in association with wares, and not otherwise, if such use 
were not in Canada. The Court must, I think, deal with the matter from the point 
of view of the situation as it exists in Canada, and ascertain the meaning which the 
trade-mark has acquired in the minds of dealers and/or users in Canada as a result 
of its use in Canada. If the recognition of the secondary and distinctive meaning 
of the trade-mark must be in the minds of persons in Canada, and such recognition 
must flow from its use in association with wares, then it must follow that such use 
must be use in Canada. This view is in accord with the decision on a somewhat 
similar question in F. Reddaway & Co. Ld’s Application. There the Court had 
to consider the meaning of the words “adapted to distinguish’ in Section 9 (5) 
of the Trade-Mark Act, 1905, of the United Kingdom, and the acquisition of dis- 
tinctiveness through user. Viscount Dunedein, speaking for the House of Lords, 
which reversed the judgment of the Court of Appeal and restored that of Tomlin, J. 
and the decision of the Registrar, said at page 37: 


I think Mr. Justice Tomlin was right when he said: “I think, first, that ‘adapted to 
distinguish’ means ‘adapted to distinguish in this country’ having regard to the practice 
and conditions of the trade here.” 


3. (1927) 44 R. P. C. 27. 
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and later: 


I agree with Mr. Justice Tomlin, who said: “Though evidence of user in another 
country may be some evidence of an inherent quality of distinctiveness, it cannot be evi- 
dence that the mark is adapted to distinguish in the market of this country.” 


While the judgment is not a direct authority on the question before the Court, I 
think a similar view would be reasonably applicable to. it, particularly since the 
purpose of the section under review in that case was in many respects similar to 
that of Section 29. The conclusion that the use required to be proved must be use 
in Canada is a reasonable and normal one; it is consistent with the purpose of the 
section and meets the needs of the situation in Canada; moreover, it gives full effect 
to Subsection (2) and, in addition, it does not lead to any anomalous or absurd 
results. 

This cannot be said of the construction advanced on behalf of the petitioner. If 
it were sufficient to prove the acquisition by descriptive words of a secondary and 
distinctive meaning as a result of their use in association with wares in a country 
other than Canada and on the strength thereof the registration of such words as a 
trade-mark could be obtained in Canada, that might lead to the result that words 
which have a secondary and distinctive meaning in the country in which they have been 
so used would be registrable in Canada, even although in Canada such words had only 
a descriptive character and had no secondary or distinctive meaning at all; that 
would mean the registration in Canada as a trade-mark of words that have not the 
essential requirement of a trade-mark within the meaning of the definition in Sec- 
tion 2 (m). Such an anomalous result could not, in my opinion, have been intended 
by Parliament. It would be unreasonable and counter to the purpose of the section. 
Moreover, it would render Subsection (2) meaningless, for the evidence of use 
elsewhere than in Canada could not afford the Court any basis for deciding whether 
there should be a territorial limitation to the registration or not. A construction 
leading to such consequences ought to be rejected unless there are other circum- 
stances compelling its adoption. 

Counsel for the petitioner sought support for his contention in a number of 
other sections of the Act. He urged that the Act gave wider protection to the pro- 
prietors of trade-marks in use in any country of the Union other than Canada, 
such Union being the Union for the Protection of Industrial Property as defined 
in Section 2(b), than it did to the proprietors of trade-marks in use in Canada; that 
all he had to do was to show that the words “Lime Cola” were in use as a trade- 
mark in the United States, one of the countries of the Union; that distinctiveness 
in the country of origin was sufficient for the purposes of the Act; and that if distinc- 
tiveness was acquired by the words by their use in the United States, the petitioner 
would be entitled to the benefit of such distinctiveness in an application under Sec- 
tion 29. I am unable to accept these views. I do not think that the reference to 
other sections of the Act or to any preferential treatment given to the proprietors 
of trade-marks in countries of the Union other than Canada can affect the particu- 
lar and exceptional place of Section 29 in the scheme of the Act. 

Section 3 was one of the sections referred to. It is true that the section gives 
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greater protection in the case of a trade-mark in use in a country of the Union other 
than Canada than it does in the case of a trade-mark in use in Canada, in that the 
prohibition against the knowing adoption for use in Canada of a mark already in 
use in a country of the Union other than Canada applies even when it is not used 
or registered in Canada, if it is known there in the manner indicated, whereas in 
the case of a trade-mark in use in Canada there must be both use and registration 
before the prohibition applies. But it does not follow from the fact that there is a 
prohibition against the knowing adoption of a trade-mark in use in a country other 
than Canada, that there is also entitlement to registration of such a mark under 
the exceptional provisions of Section 29 without proof of use in Canada. Section 3 
does not touch the question of the registration or registrability of a trade-mark in 
Canada at all. 

Nor am I able to see what bearing Section 4, with its reference to the rights 
of the person who, in association with wares, “first uses or makes known in Canada” 
a trade-mark, can have on the construction of Section 29. It requires proof that 
the trade-mark has been so “used” as to have resulted in the recognition of its 
secondary and distinctive meaning. There is no mention of making the trade-mark 
known in Canada. The recognition of a secondary and distinctive meaning in the 
minds of the dealers and/or users must flow from the use of the trade-mark, not 
from the making of it known. Proof of making the trade-mark known in Canada, 
by advertisement or the like without proof of its use in Canada, within the meaning 
of Section 6, would not, in my judgment, warrant the making of a favourable decla- 
ration under Section 29. 

Reference was also made to Section 28 (1) (d) and the fact that under it a 
foreign trade-mark may be registered in Canada without any requirement of use of 
it in Canada. The reason is plain. Section 28 (1) (d) carries out the intent of 
Article 6 of the Convention of the Union of Paris for the Protection of Industrial 
Property, as defined in Section 2 (a), which provided that every trade-mark duly 
registered in the country of origin should be admitted for registration and protected 
in the form originally registered in other countries of the Union under the reserva- 
tions indicated. The entitlement to registration of the foreign trade under Section 
28 (1) (d) is because of its due and valid registration in the country of origin of 
such registration and it would not have been in accord with the intent of Article 6 
if, in addition to its registration in the country of its origin, use of it in Canada 
had also been required as a condition of its registration. But the petitioner’s ap- 
plication for registration of the words “Lime Cola” as a trade-mark is not based 
upon registration in the United States, and there is no allegation of any such regis- 
tration; if it were, then it might be made under Section 28 (1) (d), in which case 
use of the words in Canada would not have to be proved; but in such event, the 
application would fall outside the scope of Section 29 altogether. Here the applica- 
tion is made on the basis of the use of the words as a trade-mark and it is sought 
to rely upon use in the United States as proof of entitlement to registration in 
Canada under Section 29, because it is admittedly not otherwise registrable because 
of Section 6 (1) (c). What counsel for the petitioner seeks, in effect, to do is to 
extend the obligation of Article 6 of the Convention, as implemented by Section 
28 (1) (d), of granting registration to a foreign trade-mark in Canada because 
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of its due and valid registration in the country of its origin to granting registration 
to such a trade-mark because of its use without registration in the country of its 
origin. There is no warrant or justification for any such extension, and it ought 
not to be granted. If it were granted, the result might follow that a trade-mark 
would be registrable in Canada because of its use in another country, even although 
it was not registrable in such other country. It was certainly never the intention 
of Parliament that such a result would be possible under Section 29. 

Section 29 deals with a subject matter not affected by any convention obligation 
and should be construed independently of the article of the Convention or the other 
sections of the Act; it is designed to meet the needs of exceptional situations as 
they may arise in Canada, so that where trade-marks in use in Canada have acquired 
a secondary and distinctive meaning in Canada they may, under the supervision of 
the Court, be granted registration, notwithstanding their non-registrability under 
any other section of the Act. 

Under the circumstances, I am clearly of the opinion that the use required to be 
proved in an application under Section 29 of The Unfair Competition Act must be 
use in Canada. The question of law is therefore answered in the affirmative. The 
costs will be costs in the cause. 

Judgment accordingly. 


CALIFORNIA APPAREL CREATORS, ET AL. v. WIEDER OF CALIFOR- 
NIA, INC., CALIFORNIA SPORTSWEAR, INC. AND CORTLEY 
SHIRT COMPANY, INC. 


C.C.A.2 July 30, 1947 


CourRTS—PLEADING AND PracticE—Spurious Crass Sulit. 

Rule 23 (a) (3) of the Rules of Civil Procedure permits joinder of membership 
corporation, composed of seventeen associations of wearing apparel manufacturers, alleged 
to aggregate hundreds, and seventy-five individuals, partnerships, and corporations as plain- 
tiffs, asserting individual wrongs and claiming to represent all California manufacturers 
similarly affected, because of the existence of common questions of law or fact; but it does 
not grant authority to adjudicate finally rights of non-appearing parties, nor confer any addi- 
tional substantive rights upon plaintiffs; thus the rights of forty-five hundred potential plain- 
tiffs cannot be settled in this suit. 

TRADE-MARKS—SECONDARY MEANING—GENERAL. 

“California” and “Californian,” being geographical terms, may not be exclusively ap- 
propriated as trade-marks; but such terms may acquire a secondary significance which will 
support an action for unfair competition. 

The doctrine of secondary meaning is built around the presupposition that whatever is 
asserted to carry the secondary meaning has come to signify origin from a single source. 

UNFAIR COMPETITION—GEOGRAPHICAL TERMS—GENERAL. 

Actions have been held maintainable for misrepresentation through use of geographical 
names where, through some combination of circumstances, such name has come to mean 
products of the soil or other natural advantages of certain localities or products of a single 
quality generally recognized as resulting from producers of a particular region using patented 
or other special processes. 

Group of manufacturers and dealers, located in California, who make or deal in hetero- 
geneous goods, in the wearing apparel field, with no definite standards of quality or 
grading, may not prevent manufacturers and dealers in New York from using “California” 
or “Californian,” in connection with their businesses. 
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In absence of proof of secondary meaning of geographical term, plaintiff must show 
false use and individualized injury such as factual loss of customers resulting from such 
use to be entitled to relief. 


CourRTS—PLEADING AND PRACTICE—GENERAL. 


Summary judgment denying preliminary injunction motion and dismissing complaint, 
except as to claim of one plaintiff against two defendants for alleged similarity of trade- 


names and labels, held appealable and affirmed; judgment preserving such claims for trial is 
not final and appeal is dismissed. 


Appeal from the District Court for the Southern District of New York. 

Suit by California Apparel Creators, a California membership corporation, 
and seventy-five of its members, having their places of business in California, 
against Wieder of California, Inc., California Sportswear, Inc., and Cortley 
Shirt Company, Inc., all corporations having their places of business in New York, 
for damages for, and injunction against, unfair competition, in which defendants 
counterclaimed for declaratory judgment. Plaintiffs’ appeal from summary judg- 
ment denying plaintiffs’ motion for preliminary injunction, partially dismissing the 
complaint, and granting a partial declaratory judgment for defendants (D. C., 
S. D. N. Y. 68 F. Supp. 499). Affirmed in part and appeal dismissed in part. 


Max Feingold of Los Angeles, Calif., (Ezra Grossman of New York City and Nathan 
L. Schoichet of Los Angeles, Calif., on the brief), for plaintiffs-appellants. 

Katz & Heimowitz of New York City (Simon Katz of New York City of counsel), 
for defendant-appellee Wieder of California, Inc. 

Leon Lauterstein of New York City (Lauterstein, Spiller & Brown and Lincoln W. 
Lauterstein, all of New York City, on the brief), for defendant appellee Cortley 
Shirt Company, Inc. 

Fred N. Howser, Attorney-General of California, Hartwell H. Linney, Chief Assist- 
ant Attorney-General, and W. R. Augustine, Deputy Attorney-General, all of 
San Francisco, Calif., amicus curiae in support of plaintiff-appellants. 

Haight, Trippet & Syverston and Lyle C. Newcomer, all of Los Angeles, Calif., at- 


torneys for Los Angeles Chamber of Commerce, amicus curiae in support of 
plaintiffs-appellants. 


Before L. HAND, SWAN and Crark, Circuit Judges. 


Crane, ©. 3.3 


In this appeal we must decide whether or not a group of manufacturers and 
dealers in wearing apparel located in the State of California may prevent manufac- 
turers and dealers in wearing apparel located in New York from using the names 
“California” or “Californian” in connection with their businesses. There are 
seventy-six plaintiffs, comprising an incorporated trade association and seventy-five 
of its members. The defendants are three corporations of New York City—Wieder of 
California, Inc., California Sportswear, Inc., and Cortley Shirt Company, Inc. 
Defendant Cortley does not use any variant of the word “California” in its trade- 
name, but it does use the term “Californian” as a brand name for a line of its sports- 
wear and on the labels affixed to such sportswear. Purporting to act not only for 
themselves, but also for all California manufacturers of wearing apparel, plaintiffs 
joined together to bring this action for unfair competition against defendants. In 
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it they demanded damages, an accocunting for profits, and an order enpoining the de- 
fendants from using the word “California” or any variation of it in their trade-names 
or in describing their products. Defendants in their answers counter-claimed for 
declaratory judgments. Defendants Wieder and Sportswear sought declarations of 
their rights to continue to use their trade-names, and defendant Cortley sought a 
declaration of its right to use its label and brand name. Plaintiffs moved for a 
preliminary injunction, and all defendants moved for summary judgment dismiss- 
ing the complaint and on their counter-claims. The District Court denied plaintiffs’ 
motion and granted defendants’ motions—Wieder’s in toto, and those of the other 
defendants in part. The District Court excepted from its order and preserved for 
future trial the claim of one of the plaintiffs, California Sportswear Co., against 
the defendant Sportswear because of similarity of their trade-names, and against 
defendant Cortley because of similarities in their labels (D. C., S. D. N. Y., 68 F. 
Supp. 499). From this judgment plaintiffs have appealed. 

In their complaint and later affidavits submitted to the District Court, appellants 
maintained that California-made wearing apparel was generally superior in quality 
and design to that made in all other sections of the country. They argued further 
that California apparel manufacturers had spent large sums of money advertising 
their wares and had succeeded in getting this idea accepted by the buying public. 
The answer and answering affidavits of the defendants challenged these claims and 
asserted the contrary. As was perhaps inevitable from the nature of the case, the 
statements on both sides tended in general to be opinions or conclusions of the 
affants, rather than basic facts, however vigorously the respective views were 
advanced or asserted. Defendants claim, however, that whatever weight be given 
to the assertions on behalf of the plaintiffs, they show no right to relief in the 
premises, and the District Court was of this view, except for those cases of asserted 
direct injury to a specific plaintiff by the use of clearly similar names, which it re- 
served for trial. 

It is obvious that this presents an interesting and an important issue. The 
manufacturers of California have so considered it, as shown by the large numbers 
who have grouped together to enforce these claims as against business at so great 
a distance and seemingly not of nationwide scope. This is shown, also, by the 
support given the plaintiffs’ plea by briefs amici curiae by the Attorney-General of 
California and the Los Angeles Chamber of Commerce. On the other hand, the 
rather far-reaching scope of the plaintiffs’ claims is emphasized by the defendants, 
who suggest the numerous instances of well-known products, such as Manhattan 
shirts, Palm Beach suits and Paris garters, which do not come from the localities 
indicated. The extent of the change in business practice which a plaintiffs’ judgment 
might forecast may be suggested by an examination of any city directory showing 
the widely prevalent usage of state and city names by business houses. Thus New 
York City telephone directory has seemingly countless such cases, including 40 
or more involving California.” So far as the consumer is concerned, he is not 


1. Here, too, may be noted the widely scattered “New York” or “Boston” stores; there 
appears to be even a “Boston Store of Chicago” on Sixth Avenue, New York City. Thus, in 
New Haven, we find shoe repairing with a Hartford label, furs, furniture aud junk, smoked 
fish, and tailoring labeled “New York,” and an inn from Waterbury. Seemingly, the taboo 
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dependent upon the private remedial actions brought by competitors; for the reme- 
dies under the Federal Trade Commission Act, at least as amended in 1938 (15 U.S. 
C. A., Section 45), are now extensive, and are employed by the commission to pre- 
vent misleading of the public as to the origin of an article sold at retail. Here, there- 
fore, we are concerned only with the remedial rights of individual businesses and 
whether or not such businesses have been damaged by the unfair competition of the 
defendants. 

First we should note the character and capacity of the plaintiffs and the effect of 
their declaration that they sue on behalf of other California manufacturers similarly 
affected. Plaintiff California Apparel Creators is a non-profit organization, organ- 
ized some three months before the institution of this suit which includes as members 
17 associations of wearing apparel manufacturers and their respective members, 
composed in the aggregate of “hundreds of firms manufacturing wearing apparel 
within the metropolitan area of the County of Los Angeles, California.” It asserts 
that it has spent and is spending many thousands of dollars in advertising to create 
consumer demand for California wearing apparel manufactured and styled by plain- 
tiffs, but it shows no direct interest in itself, such as A. S. C. A. P. had in the royai- 
ties of composers as appeared in Gibbs v. Buck (307 U.S. 66). There also appear 
as plaintiffs 28 individuals, 36 co-partnerships and 11 corporations, or a total of 
75 named parties who assert individual wrongs. These plaintiffs claim not only to 
represent themselves as manufacturers of various types of men’s, women’s and chil- 
dren’s wearing apparel, with their factories and places of business within the State 
of California, but also to represent all other California manufacturers who would 
be similarly affected and as to whom there is a common question of law and fact 
affecting their rights in the same manner as the rights of the named plaintiffs. 
Defendants assert there are upwards of 4,500 such manufacturers in California; 
and this is not only not denied, but appears to be accepted as fact by the plaintiffs. 
In other words, the named plaintiffs represent less than 2 percent of the potential 
number. There is no showing of the relative value of their investments; the large 
number of unincorporated businesses among the plaintiffs, considered in the light 
of American business practice generally, suggests certainly no greater proportion- 
ate investment than do the numbers. 

So far as these plaintiffs assume to represent others, they can do so only by 
virtue of subdivision (3) of Rule 23 (a), F. R. C. P., which has been commonly 
referred to as granting authority for the so-called “spurious” class suit. None of 
the requirements of Subdivisions (1) and (2) are fulfilled; and the basis of repre- 
sentation is only, as indeed plaintiffs themselves assert, the existence of common 
questions of law or fact affecting the several rights. But this is merely a device of 
permissive joinder of plaintiffs, found unnecessary under state procedures and only 


claimed by the plaintiffs would extend to a statement of origin of the business man himself, 
as distinguished from his products; here defendant Wieder of California, Inc., was organized 
by Samuel Wieder and his wife, as principals; and they had been in the garment business in 
California until they came to New York in 1944. 

2. See, e.g., Houbigant, Inc. v. F. T. C., 2 Cir., 139 F. 2d 1019, certiorari denied 323 U. S. 
763; Etablissements Rigaud, Inc. v. F. T. C., 2 Cir., 125 F. 2d 590; El Moro Cigar Co. v. 
F. T. C., 4 Cir., 107 F. 2d 429; H. N. Heusner & Son v. F. T. C., 3 Cir., 106 F. 2d 596; 
Fioret Sales Co. v. F. T. C., 2 Cir., 100 F. 2d 358; see also F. T. C. v. Algoma Lumber Co., 
291 U. S. 67; F. T. C. v. Klesner, 280 U. S. 19, 68 A. L. R. 838. 
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helpful in the facilitation of the broad disposition of suits within the confines of 
federal jurisdiction. It does not grant authority to adjudicate finally rights as to 
non-appearing parties or to confer any additional substantive rights upon the plain. 
tiffs suing (Oppenheimer v. F. J. Young & Co., 2 Cir. 144 F. 2d 387; 2 Mooore’s 
Federal Practice, 2235-2245, 2291; 46 Col. L. Rev. 818; 55 Yale L. J. 831; cases 
cited in Clark on Code Pleading, 2d ed., 1947, 405, 407).*° Hence, the rights of the 
rest of the 4,500 potential plaintiffs are actually not to be settled here, and we cannot 
give judgment as though they were. We stress this point because at times there 
appear to be suggestions that the representative character of a suit may aid in re. 
covery.* Of course, where there is a true class suit, as in Gibbs v. Buck ( supra), 
the consequences are otherwise; but in this situation there is no safety in potentially 
greater numbers of property claimants. Indeed, it but serves to accentuate the 
fundamental weakness of plaintiffs’ claim here that the rights claimed are so diffused 
and attenuated that they do not show convincing reality as to any particular per- 
sons. 

Turning, therefore, to the merits of the claim for unfair competition, we find 
it, of course, settled that a geographical name, indicative of the place of manufacture, 
cannot be appropriated as a trade-mark (Columbia Mill Co. v. Alcorn, 150 U.S. 
460, 464; Canal Co. v. Clark, 80 U. S. 311, 13 Wall. 311; LaTouraine Coffee Co. 
v. Lorraine Coffee Co., 2 Cir. 157 F. 2d, 115, certiorari denied Lorraine Coffee 
Co. v. LaTouraine Coffee Co., 329 U. S. 771).° But, as plaintiffs contend, a 
geographical name may acquire a secondary significance which will support an action 
for unfair competition. Our case concerns that question; we have to see whether 
or not plaintiffs have such rights in the name of their state that defendants’ use 
thereof is deceptive to their potential customers and causes them injury and loss. 

In the development of this branch of the law the name or trade-mark acquired 
its secondary or actionable significance as identification of the source of manufac- 
ture of the goods, and hence as showing the origin of the goods. Hence we find 
the rule, so often stated, that to establish such a secondary meaning, while it is not 
necessary to show that the public has become conscious of the personal identity of 
the manufacturer, yet it must be shown that whatever is asserted to carry the 
secondary meaning has come to signify origin from a single, though anonymous, 
source (Crescent Tool Co. v. Kilburn & Bishop Co., 2 Cir., 247 F. 299; Coty, Inc. 
v. Le Blume Import Co., D. C., S. D. N. Y., 292 F. 264, aff’d 2 Cir., 293 F. 344; 
Shredded Wheat Co. v. Humphrey Cornell Co., 2 Cir., 250 F. 960; Coca-Cola Co. 


3. So, too, plaintiffs cannot aggregate their claims for the purposes of federal jurisdiction, 
ibid.; Sturgeon v. Great Lakes Steel Corp’n, 6 Cir., 143 F. 2d 819, certiorari denied 323 U. S. 
779; Central Mexico Light & Power Co. v. Munch, 2 Cir., 116 F. 2d 85, a point which would 
become of importance here in the event of trial, in view of the defendants’ denial of plaintiffs 
allegations of jurisdiction. 

4. Cf. 2 Callmann, The Law of Unfair Competition and Trade-Marks 1945, 1415. The state- 
ment in 4 Restatement, Torts 1939, Section 761, comment a, is appropriately more guarded, in 
terms of facility of proof only, viz.: “When only an injunction is sought, the difficulties 0! 
proof may be reduced by a joinder of all the actor’s competitors as parties plaintiff.” 

5. While “most of the issues in the case involve questions of common law,” we feel we 
should say, with Justice Brandeis in a similar situation, Kellogg Co. v. National Biscuit C0. 
305 U. S. 111, 113, n. 1: But no claim has been made that the local law is any different from 
the general law on the subject, and both parties have relied almost entirely on federal precedents. 
Compare discussion by the writer of this opinion in 55 Yale L. J. 267, 282-284. 
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y. Koke Co. of America, 254 U. S. 143, 146; cases collected 150 A. L. R. 1092, 
1093; 3 Restatement, Torts 1938, Section 715 comment b, Section 727 comment a, 
Section 730 comment a). “Indeed,” as Judge Learned Hand put it in Bayer Co. 
y. United Drug Co. (D. C., S. D. N. Y., 272 F. 505, 509), “the whole law of 
‘secondary meaning’ is built upon that presupposition.” The same idea was ex- 
pressed recently by the Supreme Court in Kellogg Co. v. National Biscuit Co. 
(305 U. S. 111, 118, when Justice Brandeis said: “It must be shown that the 
primary significance of the term in the minds of the consuming public is not the 
product but the producer. To the same effect are Elgin Nat. Watch Co. v. Illinois 
Watch Case Co. (179 U. S. 665, 674) and Armstrong Paint & Varnish Works 
y. Nu-Enamel Corp’n (305 U. S. 315, 336). 

With the development of more far-flung business enterprises and the wider 
uses of advertising it must now be recognized that newer forms of trade deceit 
may be developed where the literal language of the “single source’’ rule may not ade- 
quately reflect the precedents. This seems particularly the case with reference to 
certain geographical names where, through some combination of circumstances, such 
a name may come to mean in the public mind not a single source, but a number, even 
though limited, of independent manufacturers or producers. Thus, actions have 
been held maintainable for misrepresentation by appropriation of geographical 
names where products of the soil of certain localities were, because of climatic or 
other natural advantages, superior to similar products of other localities (Califor- 
nia Fruit Canners’ Ass’n v. Myer, C. C., D. Md., 104 F. 82; Harvey v. Am. Coal 
Co., 7 Cir., 50 F. 2d 832, certiorari denied 284 U. S. 669), or where producers 
of a particular region, using a peculiar patent or other special process, have produced 
a product of a single quality whose superiority is generally recognized (Pillsbury- 
Washburn Flour Mills Co. v. Eagle, 7 Cir., 86 F. 608, 41 L. R. A. 162, certiorari 
denied 173 U. S. 703; Grand Rapids Furniture Co. v. Grand Rapids Furniture 
Co., 7 Cir., 127 F. 2d 245, 138 F. 2d 212, certiorari denied 321 U. S. 771; Douglas 
v. Newark Cheese Co., 153 Misc. 85, 274 N. Y. S. 406; Schweizerishe Kaeseunion 
Bern v. Saul Starck, Inc., 162 Misc. 485, 293 N. Y. S. 816; Douglas v. Mod-Urn 
Cheese Packing Co., 161 Misc. 21, 290 N. Y. S. 368). It is but natural that plain- 
tiff should seize upon such cases as the Grand Rapids Furniture Co. case® and con- 
tend that its logic should carry as far as all the apparel manufacturers of a large 
state. But before we discuss the rationale further we should note that none of the 
cases at all approach the breadth of remedy claimed by plaintiffs. Here there is 
first the sheer weight of numbers involved as claimants. In addition, there is the 
combination of factors involving goods having no apparent or obvious connection 
with the locality and manufacturers of all different forms of apparel for both men and 
women from jewelry through under and outer garments, to hats,’ coupled with 
the conceded facts that they have no definite standards of quality or grading. More- 


















6. This case probably goes as far as plaintiff interprets it, though secondary significance 
was assumed, rather than discussed, and the first-named plaintiff was in any event entitled to ; 
relief against appropriation of its entire trade-name by defendant. 

_ /. Differences in the products of plaintiffs and defendants were held to justify denial or 

limitation of relief in S. C. Johnson & Son v. Johnson, 2 Cir., 116 F. 2d 427; Durable Toy & 

Novelty Corp’n v. J. Chein & Co., 2 Cir., 133 F. 2d 853, certiorari denied 320 U. S. 211; Arrow 

Distilleries v. Globe Brewing Co., 4 Cir., 117 F. 2d 347. 
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over, it appears that the semi-finished materials and goods which go into the finished 
products come from other parts of the country, including New York; and this seems 
to be true, with respect to some of the manufacturers, at least, even as to the articles 
themselves—as defendants assert and plaintiffs can hardly deny in the absence of 
any adequate policing of their various businesses. Further, the plaintiffs can lay 
no claim to long enjoyment of the public’s good-will. As they concede, their exten- 
sive advertising is only a matter of recent development, with their trade associa- 
tion organized only just before the bringing of this action. 

It is true that on the basis of the cited cases some text writers have asserted a 
general expansion of the law, though others have pointed out the dangers of mo- 
nopoly inherent in the expansion of property concepts in names beyond the deceit 
of the public and the public interests advanced by free competition.* Discussion 
has centered about the meaning and continued vitality of two early and leading 
cases. In New York & R. Cement Co. v. Coplay Cement Co. (C. C., E. D. Pa, 
44 F. 277,10 L. R. A. 833, rehearing with memorandum 45 F. 212), the plaintiff 
was one of several cement manufacturers located at Rosendale, New York, who mar- 
keted their products under the name of “Rosendale Cement.” The defendant manu- 
factured cement elsewhere and sold it as Rosendale cement. Mr. Justice Bradley, 
sitting on circuit, applied the single-source rule strictly to defeat the plaintiff's claim 
of unfair competition. This case was cited with approval and even pressed further 
in American Washboard Co. v. Saginaw Mfg. Co., 6 Cir., 103 F. 281, 50 L. R. A. 
609), distinguished by the high authority of the Bench then sitting, with Day, J., 
writing the opinion with the concurrence of Judges Taft and Lurton. Here the court 
refused to enjoin defendant from representing its zinc washboards as “Aluminum” 
at the suit of plaintiff, the sole manufacturer of washboards with aluminum rubbing 
surfaces, holding that plaintiff had not established its use of the name prior to defend- 
ant’s, could not sue merely for deceit of the public, and failed because it did not 
show direct loss of customers or direct injury to itself. 

These cases, of course, are authorities against the plaintiffs’ claims; but we need 
not go so far or decide to what extent they still represent the law.° For we have 
precedents more direct and more apt from this circuit and from the Supreme Court. 


8. See of the former type: 1 Callmann, The Law of Unfair Competition and Trade-Marks 
1945, 243; Callmann, He Who Reaps Where He Has Not Sown: Unjust Enrichment in the Law 
of Unfair Competition, 55 Harv. L. Rev. 595; Derenberg, Trade-Mark Protection and Unfair 
Trading 1936, 81-85, 94-96; Nims, the Law of Unfair Competition and Trade-Marks, 3d ed., 1929, 
289; but compare Zlinkoff, Monopoly versus Competition: Significant Trends in Patent, Anti- 
Trust, Trade-Mark, and Unfair Competition Suits, 53 Yale L. J. 514, 529; Eastern Wine Corp 
v. Winslow-Warren, Lim., 2 Cir., 137 F. 2d 955, 957, certiorari denied 320 U. S. 758; S.C. 
Johnson & Son v. Johnson, 2 Cir., 116 F. 2d 427, 429; and acute discussion by Chafee, Unfair 
Competition, 53 Harv. L. Rev. 1289, 1305, 1312, 1317-1321. The discussion by Handler, False 
and Misleading Advertising, 39 Yale L. J. 22 is referred to below; and see, also, Handler, Unfair 
Competition, 21 Jowa L. Rev. 175; Grismore, Are Unfair Methods of Competition Actionable at 
the Suit of a Competitor, 33 Mich. L. Rev. 321 ; 

9. In addition to the criticisms cited in Note 8, supra, reference may be made to the Reporter s 
Explanatory Note to Sestatement, Torts, Proposed Final Draft No. 2, 1939, 178-181, and cf. 
City of Carlsbad v. Tibbetts, C. C. D., Mass. 51 F. 852, 856. But the text writers accept these 
cases as not overruled and as law, with such modification as is suggested by Mosler Safe Co. 
v. Ely-Norris Safe Co., 273 U. S. 132, discussed below. Derenberg, Trade-Mark Production 
and Unfair Trading, 1936, 94; 1 Callmann, The Law of Unfair Competition and Trade-Marks, 
1945, 243, 245; Callmann, What Is Unfair Competition? 28 Gec. L. J. 535; and see, also, Hall v. 
Duart Sales Co., D. C., N. D. Ill, 28 F. Supp. 838. 
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In Ely-Norris Safe Co. v. Mosler Safe Co. (2 Cir., 7 F. 2d 603) Judge L. Hand, 
in discussing the Coplay Cement case, pointed out that it did not appear that the 
plaintiffs were the only persons making cement at Rosendale. He continued: 
“There was no reason, therefore, to assume that a customer of the defendant, de- 
ceived as to the place of origin of the defendant’s cement, and desiring to buy only 
such cement, would have bought of the plaintiffs. It resulted that the plaintiffs 
did not show any necessary loss of trade through the defendant’s fraud upon its 
own customers.” *” Further, he stated the issue as follows: “While a competitor 
may, generally speaking, take away all the customers of another that he can, there 
are means which he must not use. One of these deceit. The false use of another’s 
name as maker or source of his own goods is deceit, of which the false use of 
geographical or descriptive terms is only one example. But we conceive that in 
the end the questions which arise ade always two: Has the plaintiff in fact lost 
customers? And has he lost them by means which the law forbids? The false 
use of the plaintiff’s name is only an instance in which each element is clearly shown” 
(7 F. 2d 603, 604). Finding that the plaintiff had alleged a monopoly from which 
the inference of loss of customers followed, he reversed the dismissal below. 

While this decision was in turn reversed by the Supreme Court (Mosler Safe 
Co. v. Ely-Norris Safe Co., 273 U. S. 132), it was done on the ground that in this 
case, also, no exclusive right was shown by the plaintiff. The plaintiff had a patent 
on an explosion chamber in a safe as a protection against robbery. But as Justice 
Holmes points out, it was consistent with every allegation in the bill that there 
were other safes with explosion chambers besides that for which the plaintiff had 
a patent. Hence, there appeared nothing to prevent the defendant from making a 
representation that its safes had an explosion chamber if the representation was true. 
He continued: “If on the other hand the representation was false as it is alleged 
sometimes to have been, there is nothing to show that customers had they known 
the facts would have gone to the plaintiff rather than to other competitors in the 
market, or to lay a foundation for the claim for a loss of sales” (273 U. S. 132, 134). 

This decision and the implication from the two opinions, construed together, 
have been widely accepted as prevailing law." They constitute significant emphasis 
upon the need of individualizing the injury asserted, and thus point to the weak ele- 
ment of the plaintiffs’ case here. To recover damages or to receive protective relief 
against the actions of these defendants, plaintiffs must therefore show not only a 
representation by defendants which is false and deceitful in the sense of luring cus- 
tomers to their doors wrongfully, but also a representation that plaintiffs have lost 
their own rightful custom thereby. This is a grant of summary judgment, and 
hence we must accept as facts those which the plaintiffs show they intend in good 


10. He made the point yet clearer by pointing out that the American Washboard case was 
not thus to be distinguished, for there the plaintiff had a monopoly of the metal for the articles 
in question and it was “a fair inference” that any customer of the defendant, deceived by the 
latter, was a presumptive customer of the plaintiff. 

ll. Authorities are cited in Notes 8 and 9, supra. Particularly important is Professor 
Handler’s analysis in Yale L. J. 22, 41, pointing out that the court impliedly rejected the view 
that “a tradesman is entitled to injunctive relief where the misrepresentations are calculated to 
injure the good-will of the trade and to discredit the product.” Mr. Handler also suggests a 
Possible fourth view, also not accepted by the court, namely, that of “vicarious avenger of the 
public,” which is now the role of the F. T. C., Note 2, supra. 
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faith to prove. They must, however, disclose in their affidavits what they do intend 
to rely upon (Engl v. Aetna Life Ins. Co., 2 Cir., 139 F. 2d 469). In this case the 
affidavits even suggest certain difficulties as to proof of the deceitful character of 
the representations here made.” Thus there may well be substantial doubt as to 
the tendency to deceive of “California shirts” made by a New York manufacturer, 
Nevertheless, in view of the countervailing claims, we agree that this is a matter 
not properly disposed of on summary judgment. But the question of injury to the 
plaintiffs is now important. And the fact of injury seems to us clearly not shown, 
and, indeed, incapable of being shown, in view of the other circumstances in this case 
of the thousands of other California manufacturers and of the absence of any general 
and definite standards of quality applied to the plaintiffs and their local competitors 
or shown to be infringed by these three local New York concerns. 

It is nowhere claimed that there is, or will be, available any proof of specific cus- 
tomers diverted from specific plaintiffs through the actions of these defendants, 
The only possible suggestion of injury is by a strained process of inference, as by 
the suggested conclusion that the general effect of defendants’ actions must have 
diverted customers from the plaintiffs. Here we are met with the direct difficulty 
found insurmountable by Justice Holmes in the Ely-Norris Safe Co. case, that there 
is no reason to assume that defendants’ customers, deceived as to the place of origin, 
would otherwise have bought of these plaintiffs. Not only are these plaintiffs a small 
portion of the total California manufacturers, but they do not even appear to be large 
manufacturers themselves or to control any considerable portion of the California 
business. The reasons which led the supreme Court to dismiss the bill in that case 
on its allegations are therefore more pertinent here, where the limited extent of the 
plaintiffs’ share of the total business definitely appears, and is not merely a matter 
of inference, as there. 

True, the complaint here contains, in addition to the general allegations of 
superiority of the California clothes, certain general allegations that the inferior 
character of the defendants’ clothes injures the reputation of California clothes. 
But an attempt is made to support these conclusory statements in the affidavits, and 
it is clear that they cannot be. Some of the various affiants do make the general 





12. The Act of 1920 gave a remedy in favor of persons of the locality against any person 
who wilfully or with intent to deceive affixed to any article “a false designation of origin.” 15 
U. S. C. A. Section 123. This is said to have been a dead letter because of the difficulties of 
proof; at any rate, the Lanham Trade-Mark Act of July 5, 1946, makes two important changes, 
in that it omits the requirement of willfullness or intent to deceive and extends the liability 
“to a civil action” by “any person who believes that he is or or is likely to be damaged by the use 
of any such false description or representation” (Section 43 (a), 15 U. S. C. A., Section 1125 (a), 
which is not applicable here, since the act did not become effective until July 5, 1947, after the 
argument of this appeal, and does not apply to pending cases, Section 46 (a), set forth in note to 
15 U. S.C. A. Section 1051). The amendment is expected to produce a more effective remedy 
(Robert, The New Trade-Mark Manual, 1947, 186-188; Callmann, The New Trade-Mark Act 
of July 5, 1946, 46 Col. L. Rev. 929, 931), although Mr. Derenberg states it perhaps more 
judiciously as codifying the doctrine of the Grand Rapids case. Derenberg, Preparing for the New 
Trade-Mark Law, Analysis 50 Research Inst. of America, 1947, 6. As applied to a situation such 
as here disclosed, there is, of course, the necessity of proving that the apparel labels do designate 
the origin of the goods to the buyers, and there is the further problem as to the rather curious 
and ambiguous wording of the statute creating liability fo an action (query: Does this mean 
judgment, and if so, for what) in favor of a quite indefinite number of volunteer plaintiffs. 
eo far this may change the effect of the Ely-Norris Safe Co. case must therefore await further 
eludication. 
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claims of superiority of manufacture of the California goods which we have noted, 
but they also show the absence of definite standards of quality and assert only a 
group pressure to produce goods of high quality. By the very form of their state- 
ments they show that there are necessarily deviations in quality in their own group 
which are more natural sources of injury to the other manufacturers in California 
than this distant and only potential New York competition. Were such injury by 
deleterious quality directly charged by specific and comparative facts, we would still 
be thrown back, however, on the question of lack of showing of loss to these par- 
ticular plaintiffs, out of all the California manufacturers who conceivably might be 
injured. In other words, the difficulty found in the Ely-Norris case* still exists 
in much more pointed fashion than it did there. 

The grant of the summary judgment was therefore appropriate to the extent 
ordered by the court. The claim that the plaintiffs were not given enough time to 
gather and submit affidavits was properly denied in the discretion of the court. 
They had had reasonably full opportunity to produce affidavits, and it was clear that 
the further ones sought were merely cumulative. Indeed, the affidavits do not reach 
the really crucial issues as disclosed by the Ely-Norris case. 

In so far as the judgment appealed from finally adjudicates claims of all the plain- 
tiffs except the California Sportswear Co., it is a final and appealable judgment. 
In so far as it preserves the claims of that plaintiff against Cortley and Sportswear, 
it is not final, and hence not appealable. But, as we have seen, the claims of each of 
the plaintiffs against each of the defendants were separate claims which could be 
litigated together only because of the permissible joinder provisions of the new rules 
(see Rules 20-a, 23-a, 3 F. R. C. P.). The retention of some for trial, therefore, in 
no way affects the appealability of a judgment disposing of others (Rule 54-b, 
F.R.C. P..P, Reeves v. Beardall, 316 U. S. 283). 

Judgment affirmed except as to those portions preserving for trial the claims 
of California Sportswear Co. against Cortley Shirt Co., Inc., and California Sports- 
wear, Inc. As to those portions, appeal dismissed. 

L. Hand, Circuit Judge (dissenting)—As I understand my brothers, they do 
not dissent from the doctrine which we laid down in Ely-Norris Safe Co. v. Mosler 
Safe Co.,* and which the Supreme Court did not disturb upon the appeal, though 
they disagreed with our reading of the bill of complaint.’* That doctrine is that 
itis untrue to say that a person aggrieved can never have protection against a com- 
petitor’s’s false attribution of geographical origin to his goods, or his false descrip- 
tion of their quality or character. We held that such false advertising will always 
be an actionable wrong if the plaintiff can show that it has in fact diverted customers 
from him. The plaintiffs’ difficulty in the case at bar, if it ever came to trial, would 
be to show that the defendants’ attribution to their goods of a false geographical 
origin did divert customers from them. That would be indeed difficult to prove, 
so difficult that, if it were necessary in addition to prove how much any one of them 
had lost in dollars and cents, I think I should go along with the decision we are 


13. See Note 11, supra. 
14. 7 Fed. (2d) 603. 
15. 273 U. S. 132. 
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making. However, it would not be necessary for them to make that proof in order 
to get an injunction ; personally I should be satisfied if any one of them proved that 
the defendants’ advertisements had diverted, or would divert, his customers. If he 
did so I should enjoin the defendants from continuing to get customers that way, just 
as I should enjoin them from getting customers by any other fraud. 

Moreover, I should go further. This, I agree, is a “spurious” class action 
under Rule 23 (a) (3) ; I also agree that the California Apparel Creators, Inc., has 
no standing to complain. However, there are 75 individual merchants who have 
joined as plaintiffs; and it well may be that collectively they could prove that some 
of them must have lost, or were losing, customers by the advertisements, although 
they could not identify the individual sufferers. That would be enough, to my mind, 
to support an injunction in favor of all the 75 against the defendants; and my 
justification is this: By hypothesis the defendants are injuring some one or more 
of the group; and he or they would get an injunction if they could be ascertained: 
the others are not so entitled only because they have not been able to prove that 
they do not as yet need one. Faced with a choice between denying any remedy to 
those to whom a remedy is due, and extending it to those who do not need it, I 
should not hesitate. It seems to me that the joinder now allowed under Rule 23 (a) 
(3) may, and should, be read to accomplish such a change in addition to allowing 
several actions to be tried at once. 

We are affirming a summary judgment cutting off the plaintiffs from any 
trial because they have not been able in their affidavits to make out a prima facie 
case. I cannot agree to that. In trials of this kind the issues are as vagrant and 
vague almost, if not quite, as in prosecutions under the anti-trust acts. In all cases 
where the fraud is not stark and bare the issue tried is how an indefinite number 
of unknown and unascertainable buyers will understand a false advertisement or 
label. It is the last kind of action in which to invoke the remedy of summary judg- 
ment. Indeed, when I see, as I am constantly seeing more and more, the increasing 
disposition to make use of that remedy, I cannot help wondering whether there is 
not danger that it may not rather impede than advance the administration of justice. 
It is an easy way for a court with crowded dockets to dispose of them, and the habit 
of recourse to it may become—indeed, for myself I think it already has become— 
a denial of that thorough, though dilatory, examination of the facts on which justice 
depends even more than upon a studious examination of the law; for a mistake of 


law can always be reviewed. Speed and hurry ought to be antipodes of judicial 
behavior. 


PFOTZER, et at. v. AQUA SYSTEMS, INCORPORATED, Et At. 
No. 241—C. C. A. 2—July 23, 1947 


SHERMAN Act—CONTRACTS IN RESTRAINT OF TRADE—GENERAL. 

Where defendant, Aqua, having factual monopoly of the making of hydraulic gasoline 
distribution systems, by contract with Flotation Company, new entrant into the field, licensed 
Flotation, under certain patents relating to the hydraulic system, within three territorial 
groups of states and agreed not to license anyone else within Group One but reserved the 
right to grant licenses in the other two groups of states and to compete with Flotation in 
the first group of states; Aqua agreeing, however, to sell its systems and patented parts 
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at prices not less than 15 percent higher than the prices paid by Flotation for such systems 
and patented parts; and Aqua agreeing to share the profits equally with Flotation, on any 
sales made at such advanced prices, in the first group of states; and Flotation agreed not 
to install any system other than defendant’s, nor to manufacture the patented parts, and 
Flotation further agreed to buy the patented parts at prices fixed in the contract, with 
graduated royalties based partly on the capacity of the storage tanks and partly on the terri- 
tory in which they were installed; the contract held unlawful on its face, as showing that 
it was meant to restrict the sales of each company to its own territory, in violation of the 


doctrine that competitors may not divide between themselves the territory within which 
they would otherwise compete. 


SHERMAN AcT—CONTRACTS IN—RESTRAINT OF TRADE—PATENT LICENSES. 

Ownership of patents upon some of the constituent parts by defendant, Aqua, held not to 
relieve it from violation of the Sherman Act, by restrictions in the contract which prevented 
it from making and selling the patented articles; and the power to compel Flotation to pay 
territorial graduated royalties, held beyond the scope of the patent monopoly because once 
defendant, Aqua, sold the patented parts it lost control over their disposition and over any 
contract by which their price might be fixed in an installation. 

SHERMAN AcT—EvIDENCE—GENERAL. 


Record of conviction, upon a plea of nolo contendere, for violation of the Anti-Trust Acts, 
held admissible to impeach credibility of witness. 


Where there is doubt as to competency of evidence, Rule 43 (a) admonishes Courts to 
admit it rather than exclude it. 


Correspondence and documentary evidence, tending to prove that defendant, Aqua, had 


acquiring a monopoly and throwing light upon its efforts to maintain it, held relevant and 
admissible. 


Deposition of defendant, Kaestner, taken on examination before trial held admissible if 


he was an officer of defendant, Aqua, when it was taken; and admissible, in any event, to 
contradict his testimony on the stand. 


Appeal from District Court for Southern District of New York. 
Suit for treble damages under the Sherman Act, by Edmond Pfotzer and Emil 


J. Pfotzer against Aqua Systems, Incorporated and Albert C. Kaestner. Plaintiffs 
appeal from judgment for defendants. Reversed. 


Frederick W. P. Lorenzen, New York, N. Y., for appellants. 
Louis J. Wolff, New York, N. Y., for appellees. 


Before L. Hanp, CuaseE and Crark, Circuit Judges. 


L. Hanp, C. J.: 


This appeal is from a judgment for the defendants, entered upon the verdict of 
a jury in an action to recover treble damages for a conspiracy to violate Sections 1 
and 2 of the Sherman Act.’ The only points raised are errors alleged to have been 
committed by the judge during the course of the trial. The first and most important 
of these is his failure to charge the jury properly as to the rights of the plaintiffs 
and the liability of the defendants under the statutes involved. The next is his 
exclusion of the record of a conviction upon a plea of nolo contendere, offered to 
impeach the defendant, Kaestner, when he was upon the stand. The last was the 
exclusion of certain correspondence and documents to which the defendants were 
parties. We shall take up these in their order; but to the understanding of the 
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case it is necessary to make some statement of the facts, as the evidence permitted 
the jury to find them. 

The plaintiffs are partners in the general construction business, and were in 
1940 more especially engaged in work for the United States Government. In 
July of that year, they entered into a contract with the “Bureau of Yards and 
Docks” of the Navy, to build a naval air station at Pensacola, Florida: a large job, 
part of which was a “hydraulic gasoline and oil distribution system.” Such a dis- 
tributing system depends upon the principle that gasoline, being lighter than water, 
will float upon the surface; and that it is therefore possible to use a tank containing 
both gasoline and water, forcing the gasoline out at the top by increasing the water 
pressure below, and filling gasoline in at the top by drawing water from the bottom. 
Such a system involves a number of valves, strainers, traps, lines and tanks and 
other apparatus, the details of which did not appear in the evidence and which it 
is not necessary to know. The Aqua Company was the patentee of a number of 
the parts which were necessary to the assembly; but, so far as we can gather, it 
had no patent upon the assembly as a whole. The defendant, Kaestner, implied 
as much in his testimony, although the system as a whole was at times referred 
to as a “patented system.” On August 13, 1940, the plaintiffs asked both the 
Aqua Company and another corporation—Flotation Systems, Inc.—to bid upon 
the materials and service necessary for the installation of such a system at Pensacola; 
and on the fifteenth, the Aqua Company did submit a bid of $6,573.00 for the 
“detailed plans, specifications, operating instructions,” for the necessary “special 
parts,”’—patented parts—and for the supervision of the installation of the system. 
The plaintiffs eventually accepted this bid, the defendants furnished the parts and 
did the work promised and the plaintiffs paid all but the last 10 percent of the 
agreed price. The action is to recover three times the difference between the amount 
so paid and the reasonable cost of the installing of the system, had the defendants 
not unlawfully restrained competition. 

The Aqua Company was organized in 1925 and in 1928 took over the business 
of its only competitor at that time, the Farr Company, after which until 1938 
there was no other company making a hydraulic gasoline distribution system. In 
that year or 1939 two other companies came into the field in California and com- 
bined to form the Flotation Company, just mentioned. On January 12, 1940, the 
Aqua Company and the Flotation Company made a contract the substance of which 
was as follows: In consideration of stipulated royalties and of the purchase of its 
patented parts and its services, the Aqua Company licensed the Flotation Company 
under thirty patents relating to the hydraulic system within “three territorial groups’ 
of states. The Aqua Company promised not to license anyone else within “Group 
One,” but reserved the right, not only to grant licenses in the other two “sroups,” 
but to compete with the Flotation Company in “Group One.” In this competition 
it promised, however, “to quote and sell its patented systems and patented parts ..-. 
at a figure not less than 15 percent higher than the price which FLOTATION pays 
for said patented system and patented parts”; and to share the profits equally with 
the Flotation Company, if it made any contracts at such an advance. The Flotation 
Company promised not to install any other system than the defendants’, assembled 
with the patented parts; and not to manufacture the patented parts. “Group One’ 
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assigned to the Flotation Company consisted roughly of the Pacific Coast states ; 
the rest of the country—except Alabama and Missouri—was reserved to the Aqua 
Company. The Flotation Company agreed to buy the patented parts at prices shown 
in two appended price lists—A and B—but it was free to buy unpatented parts 
where it pleased. If the Flotation Company bought “List A” parts, it would pay a 
royalty of one cent a gallon on the capacity of its storage tanks installed in “Group 
One”; one and one-half cents on those installed in “Group Two”; and two cents on 
those installed in “Group Three.” If it bought “List B” parts, it would pay $500 
as a royalty on each tank installed in “Group One”; $600, in “Group Two”; and 
$650, in “Group Three.” 

On August 16, the Aqua Company, which had received the plaintiffs’ request 
for a bid, wrote to the Flotation Company suggesting that it “should not quote”— 
to the plaintiffs—‘“less than $6800” for the patented parts necessary for the system, 
and concluding as follows: “for your information, Pfotzer did not get a price from 
us before he put his bid in and he was considerably low on the job. They, further- 
more, do not have a very strong credit rating and apparently lack working capital. 
On terms, therefore, I would quote them 25 percent with the order, 50 percent 
sight draft bill of lading, balance 30 days thereafter.’ The terms eventually agreed 
on between the Aqua Company and the plaintiff were considerably easier than these 
(10 percent on execution of the agreement, 40 percent on bills of lading, another 
40 percent thirty days thereafter, and 10 percent on the completion of the whole 
job). On the other hand the Flotation Company on August 22, not only bid $7453 
for the same work, but imposed as terms exactly those suggested by the Aqua Com- 
pany. By 1940 or 1941 the Aqua Company’s system may have ceased to be the 
only hydraulic gasoline distribution system available; another and cheaper system 
was at least in experimental use, called the “Bowser” system. The differences be- 
tween this system and the Aqua system the testimony did not clearly describe; 
apparently the principal one was in the position and electrical operation of the 
“shut-off valve.” The plaintiffs submitted to the naval authorities an estimate of 
the cost of installing the “Bowser” system and sought to have it substituted; but 
they were unsuccessful, and on March 15, 1941, they entered into the contract with 
the Aqua Company. 

On March 17, 1942, the grand jury for the Southern District of New York 
returned an indictment against the defendants and others, including the Flotation 
Company, charging them with a conspiracy to violate the Anti-Trust Acts; on 
December 9 of that year both defendants pleaded nolo contendere to this indictment, 
and the Aqua Company was fined $10,000, and Kaestner was fined $6,250. While 
Kaestner was on the stand, the plaintiffs offered the record of this prosecution to 
impeach his credibility; but the judge excluded it. The plaintiffs also offered in 
evidence the correspondence between one, Wrightson, who had charge of the installa- 
tion of gasoline distribution systems for the Navy, and Kaestner, which, they argued, 
showed the intimacy of the two, and went to support an inference that the defend- 
ants had successfully induced Wrightson to insist upon the installation of their 
own distribution system. This the judge excluded. The plaintiffs also offered in 

evidence a report, dated February 11, 1940 (the proper date would seem to have 
been 1941) from one, Sullivan, an employee, to Kaestner, indicating that Sullivan 
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had been in communication with the naval authorities, and that they proposed to 
hold the plaintiffs strictly to their contract. It is possible to interpret this report as 
also showing that it was Sullivan who had prevailed upon the authorities to adopt 
this position. Part of this the judge admitted, part he excluded. Finally the judge 
excluded parts of the depositions of Kaestner, taken before trial. 

On its main outlines the plaintiffs’ case was two-fold: first, the Aqua Company 
had originally established a monopoly on all the producing capacity of hydraulic 
gasoline distribution, by buying out the Farr Company and later by making the 
contract with the Flotation Company. As corroborating evidence of this purpose 
they also depended upon th correspondence between Kaestner and Wrightson, the 
admissions in the report of Sullivan, and the Flotation Company’s acceptance of the 
suggestion to overbid the Aqua Company’s bid. Second, they argued that the con- 
tract with the Flotation Company was by its terms unlawful, because it restrained 
competition by what was in substance a division of territory. With this as a premise 
the plaintiffs say that the judge wholly failed properly to explain the law to the jury, 
or to make clear the issues upon which the case turned ; and this is the first question 
to be considered. After some preliminary remarks which are not relevant, the 
judge stated: “Now, the gravamen of this action is that a monopoly existed. In 
consequence of that the plaintiffs were required by the specifications to install a sys- 
tem which could only be furnished by the defendant Aqua or Flotation.” In this 
he was stating the plaintiffs’ position ; and he next stated the defendants’: i.c., “that 
any of the parts required, or effective substitutes could be procured.” Next he 
spoke of damages; and, as we understand him, on the theory that the Aqua Com- 
pany’s patents were relevant to the issue of damages, he mentioned Section 68 of 
the Patent Law, which allows the United States to use patented material and con- 
fines the patentee to a claim against the Treasury. He called the jury’s attention 
to the fact that the Navy Department had inserted a provision in the contract that 
the plaintiffs should hold the Government harmless for any infringement of its 
patent ; but he added that the contract of the defendant corporation gave the plain- 
tiffs a license under their patents. We are not clear that we understand this part 
of the charge and we speak of it principally because it introduced the only passage 
which can be thought to be an instruction upon the issue of monopoly, and which 
we quote in the margin.” This the judge immediately followed by the statement 
that a patent was a monopoly not condemned by the statute; and that “a patent 
license agreement is legal unless used to creat monopoly not embraced within the 
scope of the patent.” He then told the jury to examine the details of the contract 
between the Aqua Company and the Flotation Company, “and say whether upon 
the facts in this case there is an expressed or a reasonable inferrable intent to create 
a monopoly.” He concluded by reading Section 1 of the Sherman Act and Section 
5 of the Clayton Act. 


ee ee 


2. “Now you should apply in that respect the rule of reason whether the plaintiffs, as con- 
tracting engineers, exercised that degree of care and caution that would be expected of a reason- 
ably prudent man under those circumstances, or whether they were precluded from so doing 
by the existence of a monopoly which ‘consists in the ownership or control of so large a part 
of the market supply or output of a given commodity as to stifle competition, restricted the 
freedom of commerce, and give the monopolist control over prices.’ ”’ 
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If the passage which we have quoted is to be understood as an instruction that 
the jury were to find the plaintiffs guilty of a monopoly, if they had acquired the 
kind of control which he there defined, we will not say that it might not have been 
adequate upon the issue of monopoly; and might not have justified the judge’s 
refusal of those detailed requests which the plaintiffs asked him to make and which 
he refused. We are however, left in doubt whether the passage should be so under- 
stood, occurring as it did in the midst of a discussion of patents as lawful monopolies. 
Upon hearing it in its context we should not have understood it as covering the 
plaintiffs’ general claim of monopoly, but as confined to the defendants’ misuse of 
their patents. Moreover, what took place later makes it clear that this is how the 
judge himself understood them. After the jury had been out for a few hours, they 
came back and asked for “a copy of the applicable passage of the Sherman Anti- 
Trust Law and the Clayton Act.” The judge again read Section 1 of the Sherman 
Act, and Section 1 of the Clayton Act, as he had done before; and then the follow- 
ing colloquy took place: The plaintiffs’ counsel said: “Your Honor, the complaint 
also claims the violation of Section 2 of the Sherman Act, the provision dealing 
with monopoly. I think the case was tried on the theory that that section may also 
have been violated here. The Court: I haven’t heard anything about that in this 
case but I will read Section 2 (examining )—no, I decline to read Section 2 because 
Section 2 as I read it is not pertinent here.” Thereupon the jury retired, and after 
they had gone out the discussion shows that the judge supposed Section 2 applied 
only to criminal prosecutions. Plainly he had never meant to leave to the jury the 
issue as to how far the Aqua Company had since 1928 gathered into its hands the 
construction of competing hydraulic gasoline distribution systems. The plaintiffs’ 
requests, though by no means models, called his attention to this position clearly 
enough to require, if not his acceptance of their clumsy verbiage, at least some plainer 
statement of the issue than he had given. 

Moreover, whatever may be thought of the way in which the issue of monopoly 
was left to the jury that of “restraint of trade” was certainly inadequate, for to read 
the words of Section 1 of the Sherman Act told the jury nothing. Even though 
we were to concede that what he had said just before doing so, was equivalent to 
saying that the contract between the Aqua Company and the Flotation Company 
was lawful unless the licensing provisions were meant “to create a monopoly,” the 
instruction was nevertheless wrong, for the contract was unlawful on its face. As 
to “Group One” the Aqua Company promised not only to add 15 percent to the 
prices which it charged the Flotation Company for the “patented system and patented 
parts”; but, if it got any contract in that “group” it agreed to divide the profits 
equally with the Flotation Company. This not only insured a margin of 15 percent 
to the Flotation Company, but, if that margin did not protect the Flotation Company 
against competition, gave it half the Aqua Company’s profit, a damper upon that 
company’s competition which might well prove effective. Conversely, the graduated 
royalties which the Flotation Company agreed to pay tended to confine it to “Group 
One,” as the provisions just mentioned tended to confine the Aqua Company to 

“Groups Two and Three.” These reciprocal promises show that the contract was 
meant to restrict the competition of each company to its own territory; and, while 
it did not—at least theoretically—set up impenetrable boundaries between the 
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“groups,” it was within the doctrine which first took express form in the Supreme 
Court in Addyston Pipe and Steel Company v. United States: i.e., that competitors 
may not divide between themselves the territory within which they would otherwise 
compete. The judge should not have left to the jury the issue whether the contrac 
was unlawful, he should have charged them, as the plaintiffs asked him to do, that 
it was unlawful by its terms. 

The possession by the Aqua Company of patents upon some of the constituent 
parts was no excuse for the restrictions thus imposed. Indeed, these were not con- 
fined to the patented parts, for the Aqua Company promised to add 15 percent to 
the prices which the Flotation Company paid for the “patented system and patented 
parts,” and the Flotation Company promised to pay royalties on the total gallonage 
of the tanks, or on each tank installed. However, it would not have made the least 
difference, if the restrictions had been limited to the patented parts. Its possession 
of the patents did not give the Aqua Company any immunity from Section 1 of the 
Sherman Act, for it restricted its freedom to make and sell the patented articles and 
that freedom it derived from the common law, not from the patent law.* On the 
other hand, the power of the Aqua Company to compel the Flotation Company to 
pay graduated royalties cannot be based upon the fact that the installations of the 
Flotation Company were to contain patented parts. Once the Aqua Company had 
sold the parts, it lost all control over their disposition by the Flotation Company, 
and over any contract by which their price might be fixed in an installation.’ 

The next alleged error is the exclusion of the record of the indictment against 
Kaestner and his sentence under the plea of nolo contendere, offered to impeach 
his cross-examination. We do not understand that the plaintiffs assert that this 
was admissible under Section 5 of the Clayton Act ;° plainly it was within the proviso, 
being a consent judgment entered before any testimony had been taken. Moreover, 
as a new question there is plausibility in the argument that the very purpose of the 
plea. nolo contendere, is limited to disposing of the prosecution in which it is entered; 
and that, just as it is not to be treated as an admission of the “operative’’ facts in 
another action, so it is not to be treated as an admission of facts which may impeach 
a witness in another action. Such indeed is the law of Massachusetts and of New 
Hampshire ;* on the other hand in a number of jurisdictions it has been held that 
a conviction on such a plea is as competent to impeach a witness as one entered on 
a plea of guilty or on a verdict.6 We cannot see that the decision of the Court of 
Appeals of New York in People v. Daiboch, has any bearing upon the question: 
true, the court there declared that a plea of nolo contendere—incidentally not known 
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in New York—was not to be taken “as an admission of the facts alleged in the 
indictment” (p. 129), but nobody has ever thought that it was. While there may 
be no logical basis for distinguishing between these two uses of the admission, logic 
has nothing to do with the doctrine anyway, because indubitably the plea does admit 
the facts and is intended to do so. The only relevant question is what are the limita- 
tions which the law assures the accused that he will be entitled to invoke, if he files 
the plea. That is a mere question of what the courts have decided—one alternative 
is no more rational than the other—and, so far as we can see, the greater number 
of jurisdictions allow the conviction as evidence to impeach a witness. Where there 
is a doubt as to the competency of evidence, Rule 43 (a) admonishes us to admit 
it rather than to exclude it; and for that reason we think it should have been here 
admitted. In all such cases there is of course the danger that the jury will use the 
plea as an admission of the “operative” facts; but that is equally true of a convic- 
tion on a plea of guilty or on a verdict. Whether the attempt is ever practicable 
to limit its use to the witness’ credibility, and whether, if not, its use is an injustice, 
are not open questions for us. 

There remains only the competency of the other documents which the judge ex- 
cluded. The correspondence between Kaestner and Wrightson, coupled with the 
Sullivan report, were rationally relevant to the question whether Kaestner and the 
Aqua Company were trying to influence the naval authorities to keep out of any other 
hydraulic gasoline distribution systems. It was not necessary to prove that there 
was any corrupt bargain between them; it was enough, if the correspondence threw 
light upon the efforts of the Aqua Company, and served to prove they had acquired 
control, and meant to keep it. That made the correspondence admissible on the 
issue of monopoly. The deposition of Kaestner taken before trial was admin- 
sible as evidence: in chief, if Kaestner was an officer of the Aqua Company when 
it was taken (Rule 26 (d) (2)); and in any event, to contradict his testimony on 
the stand (Rule 26 (d) (1)). 

There was some evidence of damages. 

Judgment reversed; new trial ordered. 





HASKELITE MANUFACTURING CORPORATION v. PLYMOLD 
CORPORATION 


No. 5324—C. C. P. A—June, 17, 1947 


TrabE-MARKs—DIsTINCTIVE DIsPLay. 

“Plymold” printed in capital letters, diminishing in height from each end of the word 
toward the center, so that the top arrangement forms an obtuse angle, and the bottom of 
the letters is in a straight line, and with horizontal lines extending from the legs of the 
middle letter “M,” so that the letters “Old” appear over the right extension, and the letters 
“Ly” appear over the left extension, held not distinctively displayed. 

TRADE-MARKS—CONFUSING SIMILARITY—CoRPORATE NAME. 

Use of “Plymold” as trade-mark constitutes appropriation of corporate name “Plymold 

Corporation.” 
TRADE-MARKS—CANCELLATION OF REGISTRATION. 
Registration of “Plymold,” not distinctively displayed, cancelled on petition of corpora- 
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tion of same name, incorporated prior to filing of application, since registrant was not entitled 
to use of mark on date of application. 


Appeal from Commissioner of Patents. 
Registrant appeals from decision cancelling registration. Affirmed. 
Fred Gerlach for appellant. 


Emery, Booth, Townsend, Miller & Weidner, and Irving U. Townsend, Jr., for 
appellee. 


Jackson, J.: 


This is an appeal from a decision, 68 U. S. P. Q. 95, of the Commissioner of 
Patents, by the First Assistant Commissioner, affirming that of the Examiner of 
Interferences sustaining appellee’s petition for cancellation of appellant’s registra- 
tion. 

The proceeding was brought pursuant to Section 13 of the Trade-Mark Act 
of 1905 (15 U. S. C. A. 38). 

Appellant’s application for registration, under the provisions of the Trade-Mark 
Act of 1905, of its involved mark “Plymold,” as applied to “. . . . Unfinished Ply- 
wood Shapes in the Form of Shells and Panels... .” was filed September 24, 1942, 
and the mark was registered June 8, 1943. July 22, 1942, was alleged to have been 
the date of the first use of the mark as applied to its goods. 

Appellee was incorporated under the name of Plymold Corporation on July 10, 
1942. 

In the petition for cancellation it was alleged that appellant's registered mark 
so closely resembles the mark “Plytube”’ of appellee, registered on October 5, 1943, 
under the Act of 1920, and applied to goods of the same descriptive properties as 
those of appellant, that it was likely to cause confusion in trade. It was further 
alleged that the notation “Plymold” is descriptive of appellant’s goods and also con- 
stitutes an appropriation of appellee’s corporate name. 

The allegations of the petition were traversed by answer and both parties took 
testimony and many exhibits were received in evidence. 

It was held below that appellant’s registered mark is merely the corporate name of 
appellee and is not distinctively displayed. 

Appellant’s mark is printed in capital letters with the middle letter “M” having 
lines extending from the legs thereof in horizontal fashion, over the left extension 
of which appear the letters “Ly” and over the right extension the letters “Old.” 
The letters “P” and “D” are the longest letters. The letters “Ly” and “Ol” pro- 
gressively diminish in height from each end of the word toward the center letter 
“M,” which is the shortest letter in the mark. In other words the bottom of the 
letters is in a straight line and the top arrangement thereof is in the shape of an 
obtuse angle. 

It is clear that appellant’s mark is petitioner’s corporate name. Holly Molding 
Devices v. Esquire, Inc., 32 C. C. P. A. (Patents) 935, 148 F. (2d) 355, 65 
wD. Poh To. 

It is equally clear that appellant’s mark is not distinctively displayed. Jn r¢ 
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American Steel and Wire Co. of New Jersey, 23 C. C. P. A. (Patents) 841, 81 F. 
(2d) 397, 28 U.S. P. Q. 348. 

Appellant contends that because the use of its mark precedes appellee’s adoption 
of its corporate name there is no legal basis for cancellation. 

Section 5 of the Act (15 U. S. C. A. Sec. 85) prohibits the registration of a 
mark which consists merely of “. ... the name of an individual, firm, corporation, 
or association not written, printed, impressed, or woven in some particular or dis- 
tinctive manner... .” That prohibition, as was stated by the commissioner, is 
absolute and contains no limitation as to the time of adoption of either the name 
or the mark. In his decision he cited the case of National Dairy Products Corpora- 
tion v. Allied Mills, Inc., 469 O. G. 773, 30 U. S. P. Q. 274, an opposition proceed- 
ing, to support that statement and further said that such prohibition relating to 
registration of corporate names has been consistently followed in the Patent Office 
and has been recently affirmed in the case of Ex parte Brown & Williamson Tobacco 
Corporation, 166 Ms. D. 934, 68 U. S. P. Q. 21. 

From the commissioner’s decision it appears that the Patent Office has not here- 
tofore been called upon to apply the provisions of Section 5, supra, in a cancella- 
tion proceeding where the precise question, as is here involved, was presented. 

Section 13 of the Act provides that any person who shall deem himself injured 
by the registration of a trade-mark may at any time apply to the Commissioner of 
Patents for cancellation thereof and that if it appears after a hearing before the 
examiner in charge of interferences that the registrant ““. . . . was not entitled 
to the use of the mark on the date of his application thereof, . . . . and the examiner 
shall so decide, the commissioner shall cancel the registrati« n.” 

There can be no question but that the registration of another’s corporate name to 
acompetitor is a manifest injury to the corporation. The Abestone Co. v. The Philip 
Carey Manufacturing Co., 41 App. D. C. 507, 1914 C. D. 146. 

Since appellee was a corporate entity prior to the date upon which appellant 
made application for registration, appellant was not entitled to the exclusive use of 
its mark at the date thereof and, therefore, the registration was granted inadvertently 
in direct violation of Section 5. Howard Co. v. Baldwin Co., 48 App. D. C. 437, 

1924 C. D. 310, 313. Since that section was violated appellant was not entitled to 
such use of its mark on the date of its application as would give it the right to 
registration and, therefore, Section 13 clearly is authority under which cancellation 
of appellant’s registration is proper. 

The decision of the commissioner is affirmed. 


By reason of illness, Garrett, Presiding Judge, was not present at the argument 
of this case and did not participate in the decision. 
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STANDARD OIL COMPANY OF NEW JERSEY v. THE ALDEN 
SPEARE’S SONS CO. 


No. 5295—C. C. P. A.—June 3, 1947 


TRADE-MArKsS—Worps Not CoNFUSINGLY SIMILAR—PARTICULAR INSTANCES. 
“Kutkon” held not confusingly similar to “Kutwell,” stipulated to have acquired secondary 
meaning and used on substantially identical goods. 
TRADE-MarKs—Marks CAPABLE OF EXCLUSIVE APPROPRIATION—PARTICULAR INSTANCES. 


“Kutkon,” superimposed on depiction of spear, held not descriptive of cutting lubricant, 
TRADE-MARKS—CONFUSING SIMILARITY—GENERAL. 
In determining question of likelihood of confusion, while it is improper to “dissect” 
marks, it is proper to analyze the opposed marks. 
When arbitrary syllable “Kon” is added to descriptive syllable “Kut,” entire mark js 
sufficiently differentiated from “Kutwell” to be entitled to registration, because of descriptive 
nature of “Kutwell,” though it has acquired secondary meaning. 


Appeal from Commissioner of Patents. 
Opposer appeals from dismissal of opposition. Affirmed. 


Thomas L. Mead, Jr., for appellant. 
John E. R. Hayes, for appellee. 


Jackson, J.: 


Appellee filed in the United States Patent Office an application, Serial No. 
462,237, dated July 22, 1943, for registration of its trade-mark “Kutkon,” super- 
imposed upon the depiction of a spear, as applied to a cutting lubricant. 

Appellant opposed the registration as being likely to cause confusion in trade 
under Section 5 of the Trade-Mark Act of 1905, relying upon its use of the trade- 
mark “Kutwell” as applied to soluble cutting oil, cutting oil and lubricating oils 
and greases. 

The case was submitted upon an agreed statement of facts in which it is dis- 
closed that appellant is the prior user of its mark. 

The Examiner of Interferences, holding that the goods of the parties are sub- 
stantially identical, was of the opinion that the only issue present involved the 
similarity of the respective marks. The examiner pointed out that the mark of 
appellant is descriptive of the character and quality of the goods to which it is 
applied and, while the mark of appellee contains the descriptive syllable “Kut,” the 
mark was held, when considered as a whole, to sufficiently distinguish from the 
mark of appellant as to negative likelihood of confusion in trade. Therefore, he 
dismissed the notice of opposition and adjudged that appellee is entitled to the 
registration sought. 

Appellant requested reconsideration of the examiner’s decision, alleging that he 
had failed to give proper consideration to the wide use by appellant of its trade- 
mark and did not consider that it is so well known in the trade by reason of con- 
tinued use since 1916 that it has acquired a secondary meaning as indicating origin 
in appellant of the goods to which it is applied; that the examiner had failed to 
give sufficient weight to the great volume of sales, as appears in the stipulated facts, 
of appellant’s cutting oil under its involved trade-mark long prior to the use by 
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appellee of the mark sought to be registered. The examiner reaffirmed his original 
decision, stating that the matters alleged in appellant’s request for reconsideration 
had been carefully considered by him. 

Upon appeal the Commissioner of Patents, by Leslie Frazer, First Assistant 
Commissioner, affirmed the decision of the examiner. In his decision, 67 U. S. P. Q. 
220, the commissioner noted that appellant had used its mark since March, 1916 in 
connection with substantially identical merchandise as that of appellee and stated he 
was of opinion that although appellant’s mark is descriptive and hence not registrable 
as a technical trade-mark, it was sufficient for the purpose of bringing an opposition 
proceeding. He held, however, that the descriptive character of appellant’s mark 
must be considered in judging the question of likelihood of confusion, citing Hall 
v. The Pennzoil Co., Etc., 29 C. C. P. A. (Patents) 933, 126 F. (2d) 506, 53 
U. S. P. Q. 61. The commissioner pointed out that the reasoning of the court 
there applies to the facts here for the reason that the only resemblance between the 
marks in issue is in the common descriptive symbol “Kut.” 

He commented upon cases cited by appellant, among which he said those most 
nearly in point are: Abraham & Straus, Inc. v. Truval Manufacturers, Inc., 31 
C.C. P. A. (Patents) 731, 138 F. (2d) 77, 59 U. S. P. Q. 162; Marshall Field & 
Co. v. R. H. Macy & Co., 28 C. C. P. A. (Patents) 807, 115 F. (2d) 921, 47 
U.S. P. Q. 433. He noted that in each of those cases the decision of the court 
was based upon a finding that the entire marks of the parties suggested character or 
quality of the goods and distinguished the instant case from those cited by appellant 
by pointing out that appellee’s mark is suggestive of character or quality of its 
goods only with respect to the first syllable “Kut” and that the second syllable is 
completely arbitrary as opposed to the completely descriptive character of appel- 
lant’s mark. 

From the commissioner’s decision, this appeal was taken. 

In his brief and oral argument here counsel for appellant contends that the 
decision appealed from should be reversed for the alleged reason that the involved 
marks of the parties are confusingly similar when used on goods of the same 
descriptive properties that the marks had been dissected by the tribunals below and 
not considered in their entireties; that proper weight had not been accorded to the 
fact that appellant’s mark had acquired a secondary meaning; and that appellee 
being a newcomer ni the cutting lubricant field should not be permitted to register a 
mark said to be quite similar to that of appellant. 

It is clear that there are similarities between the marks “Kutwell” and “Kutkon” 
and that they are applied to goods of the same descriptive properties. It is in effect 
admitted by appellant that its mark “Kutwell” is essentially descriptive of the char- 
acter and quality of the goods to which it is applied. The mark sought to be regis- 
tered, while its first syllable would indicate its character or quality in the cutting 
of metal, when considered as a whole, may not properly be held to be a mark descrip- 
tive of the character or quality of appellee’s goods. 

We are of opinion that the decisions below did not “dissect” the marks into 
their component parts as contended by appellant. In the comparison of trade-marks 
in this type of litigation it has been held many times by this court that it is proper 
to analyze the opposed marks as an aid to a decision as to confusing similarity. 
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That is what was done in this case by the Examiner of Interferences and the com- 
missioner. Using such proper analysis the tribunals below came to the conclusion 
that the mark of appellant is wholly descriptive and that the mark sought to be 
registered by appellee is descriptive only in its first syllable. When the arbitrary 
syllable ‘“‘Kon”’ is added to the descriptive syllable “Kut,” in our opinion the entire 
mark of the appellee may not be considered descriptive and so differentiates from 
the mark of appellant that it is entitled to registration. 
We find no error in the decision appealed from and accordingly it is affirmed. 


BLAND, J., dissenting : 


In addition to what I have said in dissenting in West Disinfecting Company vy. 
Lan-O-Sheen Company (Patent Appeal No. 5284), handed down concurrently 
herewith, which case involves the trade-marks “Lustersheen” and “Lan-O-Sheen,” 
I wish to point out that in the instant case there is an issue not presented in the 
other case and, as far as I know, never presented to any court before. 

The record shows that the trade-mark of the Standard Oil Company of New 
Jersey, “Kutwell,” has been used since 1916 on a tremendous volume of cuttinb 
oil and other oils and greases and that each y2ar there is an enormous increase in 
the volume of goods sold under the “Kutwell” mark. It is stipulated in the record 
as follows: 


(8) The term Kutwell has been so widely used by opposer and is so well known in the 
trade, that the same has acquired a “secondary” meaning, indicating origin in opposer of 
the goods so marked. 


The mark, though descriptive and not registrable under the Trade-Mark Act 
of 1905, is entitled to protection, and one of the ways to protect it is to oppose the 
registration of a similar mark where confusion might result, because registration 
implies the exclusive right to use. 

In matters with which we are here concerned, the goods are identical—cutting 
oil. That “Kutkon” and “Kutwell” are so similar in sound and appearance and 
meaning that confusion would be inevitable if a large business was done under the 
“Kutkon” mark is clearly obvious. If I am wrong on the question of the similarity 
of the marks, practically every decision that we have ever written denying registra- 
tion of similar marks was decided incorrectly. 

The majority arrive at the conclusion that “Kutkon” is registrable on the spe- 
cious reasoning pointed out in the case handed down concurrently herewith, herein- 
before referred to. 

The majority have not considered the issue as to whether or not one with a 
good mark with a secondary meaning has the right to successfully oppose the regis- 
tration of a similar mark where confusion would be likely to result. It is true the 
majority hold that there is such dissimilarity as to obviate the likelihood of confu- 
sion, but it is clear that the result is arrived at by considering the descriptive char- 
acter of appellant’s mark when that matter is unimportant under the stipulated facts. 

The Assistant Commissioner held that opposer’s mark, though non-registrable, 
entitled him to. oppose but that, owing to its descriptive character, he was of the 
opinion that there would be no confusion. I know of no authority which supports 
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that conclusion, particularly where it is conceded that the descriptive mark has 
acquired a secondary meaning. If the mark is a good mark and has a secondary 
meaning and in sound, appearance, and meaning is so similar to the mark opposed 
as to be likely to promote confusion, the fact that the mark is non-registrable does 
not make a particle of difference. 

There is no authority for permitting the registration of a similar mark over an 
opposition based upon a descriptive mark which has a secondary meaning, and it 
must be remembered that it is stipulated that it has a secondary meaning and has 
been used for thirty-one years in a large volume of business. Unquestionably the 
“Kutwell” mark, having acquired a secondary meaning, can be protected in the 
equity courts and I have not the slightest doubt that the appellee can be enjoined 
from using its “Kutkon” mark. If this is true, it seems clear that it should not be 
registered. 

It would be purposeless here to cite the many, many cases in which we have 
refused registration for marks where there was a far greater difference between them 
than prevails here, and if this decision becomes a precedent it will be unfortunate 
for the owners of valuable marks which have acquired a secondary meaning. 

When it is conceded that the descriptive term “Kutwell” has acquired a secondary 
meaning, all reasoning with reference to its descriptive character is out of place. 

Of course, under the facts of the case as presented in the instant record, in 
equity a district court probably can order the mark “Kutkon” cancelled from the 


register after enjoining its use. It certainly can do so after July 5, 1947, when the 
Lanham Act becomes effective. 


It seems futile, in view of the doctrine that doubts should be resolved against 
the newcomer, to permit the registration of this mark which is so similar to the 
mark “Kutwell” and is used upon identical goods. 


BASIC FOOD MATERIALS, INC. v. KEYES FIBRE COMPANY 
No. 5308—C. C. P. A.—June 3, 1947 


TRADE-MARKS—Worps INCAPABLE OF EXCLUSIVE APPROPRIATION—PARTICULAR INSTANCES. 
“Bake-Rite” held merely descriptive of paper baking pans and not entitled to registra- 


tion. 
Appeal from Commissioner of Patents. 
Applicant appeals from the Commissioner’s decision reversing Examiner of 


Interferences dismissal of opposition and decision that applicant was entitled to 
register. Affirmed. 


Oberlin, Limbach & Day (Edwin R. Hutchinson and Almon S. Nelson of coun- 
sel), for appellant. 


Hall & Houghton (Joseph Y. Houghton of counsel), for appellee. 


HATFIELD, J.: 


This is an appeal in a trade-mark opposition proceeding from the decision of 
the Commissioner of Patents reversing the decision of the Examiner of Interferences 
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dismissing appellee’s notice of opposition and holding that appellant was entitled 
to register the trade-mark ‘“‘Bake-Rite” for use on paper baking pans. 

In its application for registration, appellant stated that it had used its trade- 
mark on its goods since about November 3, 1942. 

Appellee is the owner of trade-mark registration No. 346,336, issued May 25, 
1937, for the trade-mark “Bakoware” for use on “containers made from molded 
pulp for baking or serving hot foods or liquids.” 

Appellee alleged in its notice of opposition that it had used its mark long prior 
to the claimed use by appellant of its trade-mark; that the goods of the parties 
possessed the same descriptive properties; and that the respective marks of the 
parties were confusingly similar. 

In his decision, the Examiner of Interferences stated that it was apparent from 
the record that appellee was the first to use its trade-mark on its goods; that the 
goods of the parties possessed the same descriptive properties; and that the only 
issue in the case was whether the marks of the parties were confusingly similar. 

The Examiner of Interferences further held that the prefix “Bak” or “Bake,” 
“common to the marks of the parties,” is merely descriptive of the character or 
quality of the goods of the respective parties. Held, however, that the difference 
between the remaining portions of the marks of the parties—“Rite” in appellant’s 
mark and “oware” in appellee’s mark—were so dissimilar that confusion in trade 
was not likely to occur by the concurrent use of the respective marks of the parties 
on their goods. The examiner, accordingly, dismissed the notice of opposition and 
held that appellant was entitled to register its mark. 

On appeal, the Commissioner of Patents reversed the decision of the Examiner 
of Interferences, holding that the prefix “Bake” in appellant’s mark and the prefix 
“Bak” in appellee’s mark were merely descriptive of the character or quality of 
the goods of the respective parties; that the marks of the parties were confusingly 
similar, whether “either or both” should be considered descriptive “in whole or in 
part.”” The commissioner stated, however, that the validity of appellee’s registered 
mark was not open to question in an opposition proceeding. The commissioner 
also held, ex parte, that the word “Bake” in appellant’s mark was merely descrip- 
tive and that as the suffix “Rite” is a phonetic equivalent of the word “right,” ap- 
pellant’s mark was merely descriptive of the character or quality of its goods; and 
that, therefore, the mark was not entitled to be registered and, accordingly, reversed 
the decision of the Examiner of Intereferences. 

It is contended here by counsel for appellant that the marks are not confusingly 
similar, although used on substantially identical goods, and that appellant’s mark 
is not merely descriptive of its goods because it does not describe the “composition 
or structure” of appellant’s paper baking pan but, on the contrary, “refers to a pos- 
sible result which may be obtained by its use. It does not describe the goods. It 
is fancifully suggestive ; not descriptive.” 

Appellant’s trade-mark does not merely refer to a “possible result which may 
be obtained by its use.” On the contrary, it was intended to convey to the pur- 
chasing public that substances used in appellant’s paper baking pans would be 
properly and satisfactorily baked. There is no suggestion in the trade-mark that 
it might possibly produce good results. 
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Section 5 of the Trade-Mark Act of February 20, 1905, U. S. C., title 15, 
Section 85 (b), provides that trade-marks may not be registered which are “merely 
_,..» descriptive of the goods with which they are used, or of the character or 
quality of such goods.” 

Although several cases are discussed in the brief of counsel for appellant in an 
attempt to support their argument that appellant’s trade-mark is not descriptive, 
we deem it unnecessary to refer to them here, as they are not helpful in the deter- 
mination of the issue of descriptiveness here presented. 

We are of opinion that appellant’s mark “Bake-Rite” is not merely fanciful or 
suggestive of appellant’s goods but is merely descriptive of the character or quality 
of its goods in that it describes the result to be obtained by the use of its paper 
baking pans. 

The suffix “Rite,” as stated by the Commissioner of Patents, means merely that 
by the use of appellant’s paper baking pans the article to be baked will be properly 
and satisfactorily baked, a term which any other manufacturer of similar paper 
baking pans would have a right to so describe its goods. 

Owing to our conclusion that appellant’s trade-mark is merely descriptive of the 
character or quality of the goods on which it is used, and as it is not registrable under 
the Trade-MarkAct of February 20, 1905, and as the purpose of the opposition pro- 
ceeding was to prevent the registration of appellan’t mark, it is unnecessary that we 
consider the question of the confusing similarity of the marks of the respective 
parties. 

For the reasons stated, the decision of the Commissioner of Patents is affirmed. 

By reason of illness, Garrett, Presiding Judge, was not present at the argument 
of this case and did not participate in the decision. 





265 TREMONT STREET, INC. v. HAMILBURG, Et aL.* 
S.J. Ct. Mass.—June 3, 1947 


UnFaiR COMPETITION—FIRM NAMES—PARTICULAR INSTANCES. 

In absence of proof of wrong-doing, defendant’s use of firm name “Shubert Jewelry Co.” 
and price tags marked “Shubert” and “guaranteed,” in connection with jewelry and money- 
lending business, held not to constitute unfair competition with plaintiff’s nearby “Shubert 
Theatre.” 


Businesses of plaintiff and defendant held not competitive; and court below held not 
plainly wrong in finding no liklihood of confusion. 


Appeal from Superior Court, Suffolk County, Mass. 
Suit for unfair competition and to remove encroachment. Plaintiff appeals from 
decree for defendant. Reversed. 


M. E. Gallagher (W. P. Everts with him), both of Boston, Mass., for plaintiff. 





*Eprtor’s Nore: Only that part of decision dealing with unfair competition is reported. 
Remainder of decision, based on Massachusetts Real Property Law furnishing grounds for re- 
versal of decree below, is omitted. 





584 THE TRADE-MARK REPORTER 37 T.-M. Rep. 

aaa a i a aaa 

B. R. Slobodkin (H. M. Pakulski with him), both of Boston, Mass., for defendant 
Hamilburg. 


H. H. Rudofsky and S. Andelman, for defendant Zinn, submitted a brief. 


Before Frtetp, Chief Justice, and Lummus, Ronan, WILKINS and Spatping, 
Justices. 


WILKINS, J.: 


The plaintiff owns and operates the “Shubert Theatre” at 265 Tremont Street. 
Boston. The defendant Zinn under the name of “Shubert Jewelry Co.” conducts 
a jewelry, and, to a small extent, a money lending businss at 253 Tremont Street 
in a store on the first floor of a two-story building at 253-261 Tremont Street owned 
by the defendant Hamilburg. The plaintiff is also the lessee of the entire second 
floor of Hamilburg’s building. By this bill in equity the plaintiff seeks to enjoin Zinn 
from displaying a sign containing the name “Shubert” on or above the premises 
occupied by Zinn; to enjoin Zinn from displaying in his store windows in connec- 
tion with articles advertised for sale the words “Shubert Guarantee”; to enjoin 
Hamilburg from allowing Zinn or anyone to erect any sign on the outside wall of 
the second floor of the building ; and to enjoin Zinn from erecting any sign on the 
outside wall of the second floor. The judge, after hearing, filed “findings and order 
for decree,” and pursuant thereto a final decree was entered dismissing the bill. The 
plaintiff appealed. The evidence is reported. 

The plaintiff was incorporated in this Commonwealth in 1909 as the “Shubert 
Holding Company.” and has since owned and operated the “Shubert Theatre.” In 
1942 its name was changed to “265 Tremont Street, Inc.” Its capital stock is 
owned by two brothers, Lee and Jacob J. Shubert of New York, who, with a third 
individual, comprise the board of directors. The Shubert brothers for about forty 
years “have been leading owners of legitimate theatrical properties and leading 
theatrical producers of the country,” with theatres in Boston, New York, Philadel- 
phia, Chicago, and other cities. Their name appears in a large marquee sign in 
front of the theatre at 265 Tremont Street and in a still larger one above the theatre. 
They own and operate six theatres in Boston, and in 1945 spent over $200,000 in 
the Boston area in all types of advertising of the name “Shubert” in connection 
with theatrical productions. The plaintiff and the Shubert brothers have no busi- 
ness interests in and around Boston other than the theatre business and their real 
estate holdings incident thereto. 

The “Shubert Jewelry Co.” was established in 1941 by one William }. 
Shoostine, at 229 Tremont Street in the theatrical district, near the Majestic 
Theatre, another “Shubert” theatre. In 1943 Shoostine transferred the business 
to one Jacob Shubert (not the Jacob J. Shubert connected with the plaintiff) and 
one Morningstar. In January, 1944, they in turn transferred to Zinn the business, 
including the right to use the name “Shubert Jewelry Co.” which had been con- 
tinuously used since August, 1941. That name at that time was prominently dis- 
played on two signs on the store premises at 229 Tremont Street, which were in 4 
building owned “by the Shubert interests (Jacob J. Shubert and Lee Shubert).” 
Zinn continued to display merchandise with the same price tags as had been used 
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by his predecessors, and tags containing the words “Shubert” and “guaranteed.” 
Failing to secure a new lease because of a dispute over the removal of the name 
“Shubert” from the signs, Zinn moved the Jewelry business to its present location 
at 253 Tremont Street. Hamilburg’s leases to the plaintiff and to Zinn are respec- 
tively dated May 1, 1944, and September 1, 1944. Zinn with the permission of 
Hamilburg erected “belt” signs on the premises at 253 Tremont Street, one on the 
Tremont Street side reading “Shubert Jewelry Co. Diamonds—Watches,” and one 
on the alley side reading “Loans, Diamonds—Watches and Jewelry.” 

The judge’s ‘findings and order for decree” contained the following: ‘The 
plaintiff and the defendant Zinn are not in fact rivals for the trade which the de- 
fendant Zinn secures. The name Shubert Jewelry Co. used by the defendant Zinn 
has not misled and is not likely to mislead those with whom the parties deal and 
among whom they look to for business. The defendant Zinn has never attempted 
to pass off his goods as the plaintiff’s or to deceive the public. The defendant Zinn 
has never attempted to pass himself off as the plaintiff or to pass off his goods 
as the plaintiff’s goods. The defendant Zinn has never misled or deceived the 
public into the belief that his business is conducted under auspices of the plaintiff, 
and the public has not been and is not likely to be misled or deceived. No confusion 
of identity between the plaintiff’s theatre and the defendant Zinn’s business has 
arisen and no fraud, deceit, or unfair competition on the part of the defendant Zinn 
has been shown by the plaintiff. The plaintiff and the defendant Zinn are not 
engaged in competitive enterprise. The burden is upon the plaintiff to show that 
the defendant Zinn is conducting . . .. business in such a manner as to mislead the 
public into believing that in trading with him they are doing business with the 
plaintiff. Although actual deception of the public need not be shown, the plaintiff 
must prove that the conduct of the defendant Zinn is such that it is reasonably 
probable that such deception will result unless the defendant is restrained... . 
There was no competition between the plaintiff and the defendant Zinn.” 

The fact that the parties do not solicit the same trade from the same customers 
in the same territory at the same time is an end of the matter, according to the 
contentions of Zinn, and he relies upon such cases as Carney Hospital v. McDonald, 
227 Mass. 231; Hub Dress Manuf. Co. v. Rottenberg, 237 Mass. 281; Loew's 
Boston Theatres Co. v. Lowe, 248 Mass. 456, and John L. Whiting-J. J. Adams Co. 
v. Adams-White Brush Co., 260 Mass. 137. On the other hand, the plaintiff argues 
that the trend of judicial decisions is away from denying remedy for an unauthorized 
use of a trade-name merely because actual competition is lacking. It cannot be 


gainsaid that that is true. There is a large and growing body of authority to that 
effect.’ 





































1. Aunt Jemima Mills Co. v. Rigney & Co., 247 F. 407 (C. C. A. 2). Akron-Overland 
Tire Co. v. Willys-Overland Co., 273 F. 674 (C. C. A. 3). Anheuser-Busch, Inc. v. Budweiser 
Malt Products Corp., 295 F. 306 (C. C. A. 2). Vogue Co. v. Thompson-Hudson Co., 300 F. 
09 (C.C. A. 6). Wall v. Rolls-Royce of America, Inc., 4 F. 2d 333 (C. C. A. 3). Vogue 
Co. v. Vogue Hat Co., 12 F. 2d 991 (C. C. A. 6). Yale Electric Corp. v. Robertson, 26 F. 
24972 (C. C. A. 2). L. E. Waterman Co. v. Gordon, 72 F. 2d 272 [24 T.-M. Rep. 347] 
(C.C. A. 2). Adolph Kastor & Bros., Inc. v. Federal 'Trade Commission, 138 F. 2d 824 
(C.C. A. 2).. Dwinell-Wright Co. v. National Fruit Products Co., Inc., 140 F. 2d 618 [34 
T.-M. Rep. 128] (C. C. A. 1). Lady Esther, Ltd. vy. Lady Esther Corset Shoppe, Inc., 317 
Il. App. 451. Walter v. Ashton, 1902, 2 Ch. 282. See Restatement: Torts, Section 730; 
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The judge in his “findings and order for decree” said, “I am aware of the case 
of Tiffany & Co. v. Tiffany Productions, Inc., 147 Misc. (N. Y.) 679, affirmed 
237 App. Div. (N. Y.) 801, affirmed 262 N. Y. 482, and the Federal authorities 
which it is claimed decided that ‘use of another’s name will be enjoined, irrespective 
of whether there is actual competition between parties,’ but I do not believe that it 
is the law of this Commonwealth.” Whether that statement is correct, we need 
not decide. After its effective date, G. L. (Ter. Ed.) c. 110, Section 7A, as inserted 
by St. 1947, c. 307,’ will govern this matter. We now have no occasion for abstract 
discussion of academic principles. The present case does not render that course 
necessary. The plaintiff has not brought itself within the rule of law for which it 
contends. 

There is nothing about the “Shubert Jewelry Co.” shop or the conduct of its 
business which would lead the public reasonably to believe that it was owned, 
operated, or sponsored by the plaintiff or by the “Shubert Theatre.” At least the 
judge was not plainly wrong in not so finding. On the findings a person of ordinary 
intelligence would not think the theatre owners were the owners or operators of 
this jewelry and money lending business. No likelihood of deception appearing, the 
plaintiff cannot prevail in this aspect of the case even though the absence of com- 
petition be treated as no objection. Yale Electric Corp. v. Robertson, 26 F. 2d 972, 
974 (C. C. A. 2). L. E. Waterman Co. v. Gordon, 72 F. 2d 272, 273 [24 T.-M. 
Rep. 347] (C. C. A. 2). Certain-teed Products Corp. v. Philadelphia & Suburban 
Mortgage Guarantee Co., 49 F. 2d 114, 115 (C. C. A. 3). Yale & Towne Manuf. 
Co. v. Rose, 120 Conn. 373, 377-378. Restatement: Torts, Section 730, com- 
ment b; Section 731. 148 Am. L. R. 63-64, 89. 52 Am. Jur., Trade-Marks, Trade- 
Names, and Trade Practices, Section 99. See Norton v. Chioda, 317 Mass. 446, 
451; Silbert v. Kerstein, 318 Mass. 476, 479. 


















EASTERN COLUMBIA, INC. v. WALDMAN 
No. 19878—S. Ct., Cal—June 13, 1947 


TRADE-NAMES—CONFUSING SIMILARITY—PARTICULAR INSTANCES. 

“Western Columbia” held confusingly similar to “Eastern Columbia,” used as trade- 
name for similar business. 

Unrair COMPETITION—INJUNCTION—SCOPE OF RELIEF. 

Where confusion results from defendant’s use of trade-name confusingly similar to plain- 
tiff’s trade-name, which has acquired secondary meaning, plaintiff is entitled to a practical 
injunction; and use of a distinguishing phrase is insufficient. 

When words have acquired secondary significance designating origin, there is little if 
anything left to distinguish them from arbitrary trade-marks and absolute injunction is 
proper to prevent unfair competition. 


SS nl 


Derenberg, Trade-Mark Protection and Unfair Trading, Section 36; Nims, Law of Unfair 
Competition and Trade-Marks (3d ed.) Section 374; 38 Harv. L. Rev. 370; 40 Harv. L. Rev. 
813, 824; 75 U. of Pa. L. Rev. 197, 206; 148 Am. L. R. 12; 52 Am. Jur., Trade-Marks, Trade- 
Names, and Trade Practices, Section 97. ae 

2. This statute was approved May 2, 1947, and reads: “Likelihood of injury to business 
reputation or of dilution of the distinctive quality of a trade-name or trade-mark shall be a groun 
for injunctive relief in cases of trade-mark infringement or unfair competition notwithstanding 
the absence of competition between the parties or of confusion as to the source of goods oF 
services.” 
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Courrs—INJUNCTIONS—GENERAL. 
Whether permanent injunction should issue is question of law where ultimate facts are 
undisputed and Appellate Court may determine the issue without regard to trial court’s 
conclusions. 


Appeal from Superior Court, Los Angeles County, California. 
Suit by Eastern Columbia, Inc., against Jules Waldman for unfair competition. 
Plaintiff appeals from judgment granting partial relief. Modified and affirmed. 


Benjamin, Liberman & Elmore and Aaron Elmore, both of Los Angeles, Calif., 
for appellant. 
Hugh B. Rotchford, Los Angeles, Calif., for respondent. 


Before Gipson, Chief Justice, and SHENK, EpMoNps, CARTER, TRAYNOR, 
ScHAUER and SPENCE, Justices. 


CARTER, J.: 


Plaintiff is a corporation and it and its predecessors have been engaged for many 
years in the retail merchandising business in Los Angeles, including the handling 
of furniture, wearing apparel and household equipment under the trade-name 
“Eastern,” “Columbia,” and “Eastern-Columbia.” The corporation bearing the 
latter name resulted from a merger of Eastern Outfitting Company and Columbia 
Outfitting Company. The two predecessors acquired a right in the names “Eastern” 
and “Columbia” respectively, and since 1939, plaintiff has used the trade-name 
“Eastern Columbia” and acquired property rights and good-will therein. 

In 1944, defendant commenced in Los Angeles a retail furniture upholstery and 
decorating business under the name of Western Columbia Decorators. Thereafter 
defendant dropped the word “Decorators” from his business name and has continued 
under that name to conduct a retail furniture and household appliance business. 
The trial court found that the use by defendant of that name is “misleading, con- 
fusing and deceptive to the public generally; that it has, does and will, lead the 
public into believing that in dealing with defendant at his said place of business 
it is and will be dealing with plaintiff and that plaintiff is conducting a branch store 
at defendant’s said place of business; that the use and appropriation of said trade- 
name by defendant in connection with his said business constitutes unfair competi- 
tion and already has and will continue to result in irreparable damage to plaintiff” ; 
that defendant used the name “with the express design and purpose of defrauding 
plaintiff, its customers and patrons, and the public generally, and with the express 
design and purpose of appropriating for his use and benefit the good-will and busi- 
ness and reputation of the plaintiff and to divert the same from the plaintiff to the 
defendant ; that the appropriation and use by the defendant of the word ‘Columbia’ 
in combination with the word ‘Western’ as his trade-name is similar and identical 
to the use of the word ‘Columbia’ in combination with the word ‘Eastern’; that 
in visual appearance and sound and appropriation and use of the combination of 
words ‘Western Columbia’ suggests the words ‘Eastern Columbia’ and constitutes 
unfair competition and that the same is inequitable and unjust and constitutes a 
fraud upon the public and will cause in jury to the plaintiff’s business and good-will.” 
Injunctive relief was awarded plaintiff restraining defendant “from using, in 
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any manner, the words ‘Western Columbia’ alone as the name or designation of 
his business” and “from using, in any manner, the words ‘Western Columbia’ as 
the name or designation of his business, jointly or in conjunction with any other 
word or words, unless such other word or words shall be of the same size type or 
lettering, and of the same design or style, as the words ‘Western Columbia.’ ” 

Plaintiff appeals from the decrec, asserting it is improperly limited in its scope 
and the defendant should have been enjoined from using “Western Columbia” as the 
name of his business either alone or in combination with other words. 

The findings establish that the plaintiff owns the trade-name of “Eastern Co- 
lumbia”; that the use of the words “Western Columbia” by defendant in his busi- 
ness, misleads and deceives the public and invades plaintiff’s right in that trade 
name ; that the defendant used such words with the intent of impairing and infringing 
upon plaintiff’s trade-name right and defrauds it and the public; that the use of the 
words “Western Columbia’ will confuse and deceive the public and result in a 
passing off as plaintiff's business. Under these circumstances it is difficult to find 
any justification for permitting defendant to use those words at all in his business 
whether alone or in conjunction with other words. There is no commercial neces- 
sity for him to use them. They are not necessary to describe his business or the 
products he sells such as there might be if they had other than a fanciful meaning 
with no geographic significance. The court found that they had acquired a fanciful 
rather than a geographic meaning. If, as the court found, they are deceptive and 
misleading, it is apparent that they would continue to be so even though used in 
conjunction with other words descriptive of the business. It would accomplish 
nothing to enjoin defendant from making a use of the words which would deceive 
the public, and then permit such use. That is precisely what the court did in the 
case at bar. Practical relief should have been given. It is obvious that the require- 
ment that subject matter be added to the words in question to the effect that there 
was no connection between the two businesses would be ineffective. It would be 
fraught with the practical danger of abuse in the many and varied ways that the 
words are used in a business such as advertising, answering telephone calls and the 
like. 

It is asserted by defendant that an absolute injunction will not be granted for 
the infringement of the right to use a word in what is called a “secondary meaning” 
as distinguished from a technical trade-mark. Where words have acquired, as is 
established beyond dispute in this case a fanciful meaning—a meaning that has no 
connection with their common meaning, it may be more properly said that such 
meaning is their primary meaning insofar as their use in business is concerned. 
Their common meaning has dropped into the background. Otherwise no right to 
use them to the exclusion of others would have been acquired. When, however, 
words have acquired such a sense and are the subject of the good-will and reputa- 
tion of a business which they designate, there is little if anything left to distinguish 
them from a trade-mark, a symbol, characters or words which have no common 
meaning and which are artificial, insofar as the scope of protection afforded to the 
one who has the prior right. An absolute injunction is proper where defendant’s 
conduct is unlawful. Callmann, Unfair Competition and Trade-Marks, vol. 2, 
pp. 1501-2. The protection afforded trade-names which have acquired the status 
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here reached is treated in the same category as trade-marks, where it is not neces- 
sary that the competitor use the words to describe his product. See Hanover S. 
Milling Co. v. Metcalf, 240 U. S. 403, 412-413; U-Drive-It Co. v. Wright & Taylor, 
270 Ky. 610; Pecheur Lozenge Co. v. National Candy Co., 36 F. Supp. 730 [31 
T.-M. Rep. 56], reversed 122 F. 2d 318 [31 T.-M. Rep. 240], vacated 315 U. S. 
666 [32 T.-M. Rep. 194]; 150 A. L. R. 1067; Derenberg, Trade-Mark Protection 
and Unfair Trading, p. 335; Rest., Torts, Section 717 et seq.; 53 Har. L. Rev. 
1289; 30 Cal. L. Rev. 168, 183-184. An injunction may be granted restraining 
defendant from infringing plaintiff’s trade-name and “The injunction issued under 
the rule stated in this section may be absolute or qualified. Its scope depends upon 
the circumstances of the case. It may enjoin all denominative use of the infringing 
designation, leaving the defendant free to use it non-denominatively. Or it may 
enjoin even a non-denominative use which is likely to lead to confusion. And, 
conversely, it may permit a denominative use when it is accompanied by effective 
precautions to avoid confusion. It may only enjoin certain use without mentioning 
those permitted or it may expressly state what uses are permitted and what precau- 
tions are to be taken by the defendant. .. . 


In the determination of the scope of the injunction, the manner in which the plaintiff 
is harmed, the possible means by which that harm can be avoided, the justification advanced 
for the defendant’s conduct, the inconvenience that would be caused to the defendant by 
each of the several means of avoidance and their effects upon the competition between the 
goods of the plaintiff and those of the defendant are generally important factors. Thus, if 
the defendant acted in good faith, or if plaintiff’s goods are sold in a market of expert 
buyers who subject the goods and their marks to careful inspection, or if absolute pro- 
hibition of defendant’s conduct would prevent legitimate competition by him with the 
plaintiff, the scope of the injunction may be narrower than when the converse oi these 
conditions exists. Infringement of a trade-mark does not necessarily call for a broader 
injunction than does infringement of a trade-name; but the differences between a trade- 
mark and a trade-name are to be taken into account in assigning values to the foregoing 
factors. 

d. Personal and geographical names and descriptive words. Typical instances of the 
the use of the qualified injunction are found in cases in which the defendant’s use in his 
business of his own name or the name of the place in which his goods are manufactured 
is claimed to infringe the plaintiff’s trade-mark or trade-name. In such cases the defend- 
ant hsa good reason to use the name and an absolute injunction may not be necessary to 
afford the plaintiff adequate protection. Appropriate relief may therefore be given by an 
injunction which permits the defendant to continue the use of the name but requires him 
to take precaution against deception of prospective purchasers by accompanying the name 
with a distinguishing legend or by other appropriate means. If, however, the name is 
not that of the defendant or of the place in which his goods or their ingredients are pro- 
duced, there is no reason for the defendant’s use of the name in the face of any danger of 
deception, and an absolute injunction is appropriate.” Rest., Torts, Section 744, com. c-d. 


It is urged that the scope of the injunction was a subject for the exercise of the 
trial court’s discretion and there is no showing of abuse here. Whether a permanent 
injunction should issue becomes a question of law where the ultimate facts are 
undisputed and in such a case the appellate court may determine the issue without 
regard to the conclusion of the trial court. Thompson v. Moore Drydock Co., 
27 Cal. 2d 595; Richards v. Dower, 64 Cal. 62; Isert v. Diecks, 195 Cal. 569; 
Carolina Pines, Inc. v. Catalina Pines, 128 Cal. App. 84. 
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The judgment is therefore modified by striking therefrom the words “unless 
such other word or words shall be of the same size type or lettering, and the same 
design or style, as the words “Western Columbia,” and as so modified, is affirmed. 





CARBOLOY COMPANY, INC. v. GENERAL AIRCRAFT EQUIPMENT, 
INC. (PANELECTRIC CORPORATION, ASSIGNEE, SUBSTITUTED) 


Commissioner of Patents—June 3, 1947 


TRADE-MARKS—CONFUSING SIMILARITY—GENERAL 
Fact that goods are sold to discriminating class of purchasers is not controlling if the 
contested marks so nearly resemble each other as to be likely to cause confusion; in any 
event, such facts have not been proved and should not be assumed. 
TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Tuncarloy” held confusingly similar to “Carboloy,” used on substantially identical goods. 


Appeal from Examiner of Interferences. 

Trade-mark opposition by Carboloy Company, Inc., against General Aircraft 
Equipment, Inc. (Panelectric Corporation, assignee substituted). Applicant ap- 
peals from decision sustaining opposition. Affirmed. 


Watson, Bristol, Johnson & Leavenworth, New York, N. Y., for Carboloy Com- 
pany, Inc. 
Roberts B. Larson, Washington, D. C., for Panelectric Corporation. 


Frazer, F. A. C.: 


This is an appeal from the decision of the Examiner of Interferences sustain- 
ing the opposition of Carboloy Company, Inc., to registration of the word “Tuncar- 
loy” as a trade-mark for “metal cutting machine tools, namely, solid tool bits, tipped 
tool bits, cutters, drills, taps, reamers, and partly finished solid tool bits, tipped 
tool bits, cutters, drills, taps and reamers.”’ Applicant claims to have used its mark 
since July 14, 1944. 

The case was submitted upon a stipulation of facts, from which it appears that 
opposer is the owner of the trade-mark “Carboloy,” appropriated to substantially 
identical merchandise, and registered February 2, 1943. Opposer’s priority of use 
is thus established, and the only question to be determined is whether or not the 
marks of the parties bear such close resemblance as to be likely to confuse the public 
or to deceive purchasers. 

Applicant argues that “in view of the discriminating class of purchasers to 
whom the goods are sold,” confusion is unlikely. But there is no evidence to sup- 
port applicant’s assertion that sales are confined to “the technically educated tool 
engineer and production executive ;” and the propriety of assuming the existence of 
facts of this character “is, to say the least, very questionable.” Lever Brothers Co. 
v. Butler Manufacturing Co., 24 C. C. P. A. 1000, 88 F. 2d 842. Moreover, “the 
fact that the merchandise is sold to a discriminating class of purchasers . . . . if 
established . . . . would not be controlling here if the contested marks so nearly 
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resemble one another as to be likely to cause confusion.” Celanese Corporation of 
America v. E. I. du Pont de Nemours & Co., 33 C. C. P. A. 857, 154 F. 2d 143. 

Applicant’s mark includes the first and last syllables of opposer’s mark. And 
while it may be, as applicant contends, that the syllable “loy” would be regarded 
by purchasers as an abbreviation of the word “alloy,” its suggestiveness is pre- 
cisely the same in both marks; as is also that of the common syllable “car,” which 
to many would doubtless suggest carbon or carbide. Thus the two marks “Tun- 
carloy” and “Carboloy” do not differ greatly in significance, and “the cadence or 
lilt of one when uttered is quite similar to that of the other.” Parfum L’Orle, Inc. 
v. McKesson & Robbins, Incorporated, 33 C. C. P. A. 806, 152 F. 2d 1022. 

Resolving doubts against the newcomer, as was done in Parke, Davis & Co. v. 
G. F. Harvey Co., 31 C. C. P. A. 879, 141 F. 2d 132, it is my opinion that the op- 
position was properly sustained ; and the decision of the Examiner of Interferences 
is accordingly affirmed. 





EX PARTE VAN RAALTE COMPANY, INC. 


Commissioner of Patents—June 11, 1947 


TrRADE-MAarKs—Worps CAPABLE OF EXCLUSIVE APPROPRIATION 
“Because you love nice things,” held descriptive of clothing such as slips, gloves, hosiery, 
lingerie and underwear and inherently incapable of functioning as a trade-mark. 


Appeal from Examiner of Trade-Marks. 


Application for registration by Van Raalte Company, Inc. Applicant appeals 
from decision refusing registration. Affirmed. 


Mock & Blum, New York, N. Y., for applicant. 
Frazer, F. A. C.: 


On the ground that it is descriptive of the goods to which appropriated, the Ex- 
aminer of Trade-Marks refused to register the expression “‘because you love nice 
things” as a trade-mark for “women’s, misses’ and children’s slips, gloves, hosiery, 
lingerie, and underwear.” Applicant appeals. 

It was the examiner’s opinion that the mark is descriptive in that it “signifies 
merely that the applicant’s goods are nice things which will satisfy a discriminating 
buyer who is appreciative of quality and superior workmanship.” It may be that 
he unduly expanded its significance ; but certainly the mark informs the purchaser, 
rightly or wrongly, that the articles upon which it appears are “nice things.” And 
to that extent at least it is descriptive, in much the same sense that “Handkerchiefs 
of the Year” was held to be descriptive in the case of Burmel Handkerchief Corpora- 
tion v. Cluett, Peabody & Co., 29 C. C. P. A. 1024, 127 F. 2d 318 [32 T.-M. Rep. 
306}. 

But in that case the court further held that “the notation inherently cannot func- 
tion as a trade-mark,” and I think that is equally true of applicant’s mark. It is of 
the same character as the expression “For Pure Enjoyment,” which was refused 
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registration in Ex parte Kram, 571 O. G. 521, 64 U.S. P. Q. 308, because “devoid 
of trade-mark significance.” And that case was prosecuted under the Act of 1920, 
which permits registration of descriptive marks, while the instant application is 
presented under the Act of 1905. 

For the reasons indicated, the examiner’s refusal to register is affirmed. 


THE ARROW IMPORTING COMPANY, INC. (NAME CHANGED TO STERN 
APPAREL CORPORATION) v. DRIESEN, MEYER & ORONSKY 
(RAINGARD, INCORPORATED, AssIGNEE, SUBSTITUTED) 


Commissioner of Patents—June 30, 1947 


CANCELLATION—PLEADING AND PRACTICE—MOTION TO CONSOLIDATE. 

Motion to remand and consolidate cancellation with recently filed cancellation proceed- 
ing against registration of respondent’s mark under 1920 Act, denied where motion was 
filed over seven months after appeal from dismissal of petition to cancel 1905 Act registration 
of respondent’s mark and hearing on recent petition was not due for another eleven months. 

CANCELLATION—DAM AGE—GENERAL. 

Estoppel may be invoked only by person prejudiced by conduct relied upon to create 
estoppel. 

Unless petitioner is injured by registration, its invalidity, if established, is immaterial. 

In cancellation proceeding involving a technical trade-mark, use by petitioner on or about 
time of filing petition must be established; petitioner’s use in advertising held insufficient. 

Rejection of petitioner’s application to register mark on respondent’s registration held 
not to constitute damage to petitioner because petitioner was not entitled to register due to 
the fact that petitioner had discontinued use of the mark two years prior to filing applica- 
tion. 

TRADE-MARK—ABANDONMENT—NAKED ASSIGNMENT. 

Where, despite language in purported assignment of mark, “together with the good-will 
of the business . . . ,” evidence shows that no good-will was transferred, nor was intended 
nor expected to be by either party to transaction, the purported assignment constituted an 
abandonment by assignor and assignee took nothing thereby. 


Appeal from Examiner of Interferences. 


Cancellation proceeding by The Arrow Importing Company, Inc. (name changed 
to Stern Apparel Corporation), against Driesen, Meyer & Oronsky (Raingard, 
Incorporated, assignee, substituted). Petitioner appeals from decision dismissing 
petition. Affirmed. 


Robb & Robb, Cleveland, Ohio, for Stern Apparel Corporation. 
Charles Sonnenreich, New York, N. Y., for Raingard, Incorporated. 


FRAZER, F. A. C.: 


The Arrow Importing Company, Inc. (now by change of name, Stern Apparel 
Corporation ), appeals from the decision of the Examiner of Interferences dismissing 
its petition to cancel trade-mark registration No. 190,487, issued October 14, 1924, 
under the provisions of the Act of February 20, 1905, to Driesen, Meyer & Oronsky. 
The registration was renewed in October, 1944, to respondent’s alleged predecessor 
in interest. 





37 T.-M. Rep. ARROW IMPORTING v. DRIESEN 593 


The examiner’s decision was rendered on June 18, 1946, and the notice of appeal 
was filed on July 6. On February 27, 1947, petitioner filed its motion that the case 
be remanded to the Examiner of Interferences ; that it be consolidated with a recently 
instituted cancellation proceeding involving a registration of respondent’s mark under 
the Act of March 19, 1920; and that the examiner consider the effect of that regis- 
tration upon the validity of the registration here sought to be canceled. 

The 1920 registration was issued on October 29, 1946. Petitioner applied for 
its cancellation on February 27, 1947. That proceeding is now set for hearing be- 
fore the Examiner of Interferences on January 6, 1948. In my opinion the pro- 
posed delay in disposing of the instant case is not warranted by the showing pre- 
sented. Petitioner urges that by accepting a registration of its mark under 1920 
Act, for goods of the same descriptive properties as those named in its registration 
under the Act of 1905, respondent has admitted the latter to be invalid and is 
estopped to be heard to the contrary. I am unable to adopt that reasoning. The 
doctrine of estoppel may be invoked only by one who is in some way prejudiced by 
the conduct relied on to create the estoppel, and clearly no such situation exists 
here. Nor am I able to agree with petitioner that the proposed consolidation “would 
save time and expense which would otherwise be required to duplicate evidence 
already taken.” Such evidence, “so far as relevant and material,’ may be used in 
the second proceeding under the express provisions of Rule 157 of the Rules of 
Practice. 


The motion is denied. 
The mark of the registration sought to be cancelled is the word “Raingard.” 


The goods to which it is appropriated are described as “outer suits and overcoats 
for males.” Petitioner argues that the registration and its renewal are invalid, and 
that in any event the registered mark has been abandoned. 

Prior to the issuance of this registration there had been registered to a third 
party the trade-mark “Rayngard” for “waterproof and weatherproof coats.” Since 
that mark is substantially the same as “Raingard,” and the goods of the two registra- 
tions are of the same descriptive properties, petitioner contends that the second 
registration was void ab initio because prohibited by statute. But unless petitioner 
is injured by the registration, its invalidity, if established, does not concern petitioner 
in this proceeding. Pittsburgh Brewing Co. v. International Trade, Finance & 
Export Co., 470 O. G. 949, 30 U. S. P. Q. 210. 

The registration and the registered mark were assigned to respondent’s prede- 
cessor, “together with the good-will of the business in connection with which the said 
mark is used.” It appears quite conclusively from the evidence, however, that no 
good-will was transferred, nor was intended or expected to be by either party to the 
transaction. I am thus inclined to agree with petitioner that the assignment worked 
an abandonment by the assignor, and that the assignee took nothing thereby. Kelly 
Liquor Co. v. National Brokerage Co., 26 C. C. P. A. 1110, 102 F. 2d 857 [29 T.-M. 
Rep. 279]. But here again petitioner is in no position to complain unless it is injured. 

In 1934 petitioner began use of the trade-mark “Raingard” in connection with 
raincoats. It continued such use until it had exhausted its supply of imported 
materials, which became unavailable shortly after Pearl Harbor. Its last sale was 
made in October, 1942. The petition to cancel was filed on May 16, 1945. Because 
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petitioner was not then using the mark, the Examiner of Interferences dismissed 
the petition to cancel on authority of Old Monk Olive Oil Co. v. Southwestern 
Coca-Cola Bottling Co., 28 C. C. P. A. 1091, 118 F. 2d 1015 [31 T.-M. Rep. 203]. 
Petitioner still had a garment bearing its mark at the time testimony was taken, 
which is in evidence as an exhibit. In addition to that, as stated in the brief: 


Petitioner-appellant herein has shown continued advertising of its trade-mark product, 
continued demand of the trade for its trade-mark products, and continued efforts to keep 
in touch with the situation trying to get back into production as soon as possible to get 
essential parts to manufacture the quality of goods petitioner had previously made. This 
evidence . . . . clearly shows that petitioner had never abandoned its trade-mark rights, 
never had any intention of abandoning them, but, on the contrary quite an evident intention 
to continue using the mark. 


Under these circumstances petitioner argues that “the case at bar is easily dis- 
tinguishable” from the Old Monk case, but a re-examination of that case has con- 
vinced me that it controls the issue of law presented. The facts were somewhat 
different; but the rule was definitely announced that “in a cancellation proceeding 
involving a technical trade-mark, use by the petitioner of the mark on or about the 
time of filing his petition must be established.” And use in advertising does not 
constitute trade-mark use. Sears, Roebuck & Co. v. Old Colony Shoe Co., 23 
C. C. P. A. 1039, 82 F. 2d 709 [26 T.-M. Rep. 293]. The Examiner of Inter- 
ferences did not hold that petitioner had abandoned its mark, nor does his decision 
permit of any such inference. The situation in that regard is the same as in the 
Old Monk case, where the court said: 


In conclusion we would observe that no question of abandonment by appellant of its 
mark is here involved, but only the question of its use on or about the time of the filing 
of its petition for cancellation. If it was not using its mark at that time, it was not injured 
by the existence of appellee’s registration. 


The examiner devoted a considerable portion of his decision to a discussion of 
petitioner’s claim that it was damaged by reason of the rejection of its application 
to register the word “Raingard” in view of the registration sought to be canceled. 
Petitioner now points out that “the question of petitioner-appellant’s right to register 
the trade-mark ‘Raingard’ is not in issue in this case’; but nevertheless argues at 
length that the examiner’s ruling, that “the rejection of petitioner’s mark on respond- 
ent’s registration is immaterial,’ was erroneous. 

Petitioner’s application to register was filed September 13, 1944, approximately 
two years after it had discontinued use of the mark. Accordingly, it was not then 
entitled to the proposed registration, regardless of respondent’s asserted rights. 
Motlow v. Oldetyme Distillers, Inc., 24 C. C. P. A. 1094, 88 F. 2d 732 [27 T.-M. 
Rep. 262]. And I agree with the examiner that since “petitioner has no right of 
registration it cannot be injured by a refusal of such registration.” 

The decision is affirmed. 
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GOODALL SANFORD, INC. v. BROWDY 


Commissioner of Patents—July 3, 1947 


TRADE-MARKS—CONFUSING SIMILARITY—GENERAL. 


Addition of infringer’s name to confusingly similar mark held not sufficient to avoid con- 
fusion. 


TRADE-MARKS—Worps INCAPABLE OF EXCLUSIVE APPROPRIATION—PARTICULAR INSTANCES. 


“Spring Weight” held descriptive of cotton piece gooods. 
TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES. 

Composite mark consisting of words “Spring Weight,” printed in two slanting lines 
against outline of a peach blossom, and the name “Browdy” in heavier letters of different 
style above the center and to the right of the design, held confusingly similar to “Springweave” 
used on piece goods and wearing apparel. 


Appeal from Examiner of Interferences. 


Petitioner for cancellation, appeals from dismissal of petition. Reversed. 


Borowsky & Burrows, New York, N. Y., for Goodall Sanford, Inc. 
Arthur Greenberger, New York, N. Y., for Browdy. 


FRAZER, F. A. C.: 


Goodall Sanford, Inc., appeals from the decision of the Examiner of Interferences 
dismissing its petition to cancel trade-mark registration No. 413,898, issued May 15, 
1945, under the provisions of the Act of March 19, 1920, to Benjamin G. Browdy. 


The registered mark consists in the words “Spring Weight,” printed in two 
slanting lines against the outline of a peach blossom, and the name “Browdy,” in 
heavier letters of different style, slightly above the center and considerably to the 
right of this composite design. It is appropriated to “cotton goods in the piece.” 
The labels filed with the application to register are for gabardine. 

The case was submitted on a stipulation of facts, It is stipulated that continu- 
ously since about August 1, 1941, petitioner has used “the trade-mark ‘Springweave’ 
on its textile products,” which it sells “to others who manufacture same into wearing 
apparel and to whom petitioner grants a license to use its said trade-mark on such 
manufactured articles.” It is further stipulated that respondent’s mark has been 
used since March 23, 1944; that the goods of the parties “have the same descriptive 
properties”; and that “the sole question to be determined in this cancellation is 
whether respondent’s mark consisting of the words ‘Browdy Spring Weight’ and 
design, as shown in registration No. 413,898, is confusingly similar within the 
meaning of the trade-mark statute to the mark ‘Springweave’ used by petitioner.” 

Because the words of respondent’s mark are thus reversed in the stipulation, 
it is argued that they must be so read in comparing the marks. I am unable to adopt 
that reasoning. In the registration and on respondent’s labels the two portions of 
the mark are entirely independent of each other, and might well be regarded as two 
separate trade-marks. And in any event the addition of respondent’s name to a 
notation otherwise confusingly similar to petitioner’s mark is not alone sufficient to 
avoid confusion. Celanese Corporation of America v. E. I. du Pont de Nemours 
& Co., 33 C. C. P. A. 857, 154 F. 2d 143 [36 T.-M. Rep. 130]; C. B. Shane Corpo- 
ration v. Desmond’s, 31 C. C. P. A. 779, 139 F. 2d 502. 
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Respondent further argues that the words “Spring Weight” as used in his mark 
“would not have the slightest significance to the purchasing public as indicating the 
origin of the goods.” That was also the examiner’s view, who added that “the 
name ‘Browdy’ is the dominating portion of the mark and the term by which the 
respondent’s goods would be known to the purchasing public in identifying them 
as to source.” But if that be true, the occurrence of the words “Spring Weight” 
in the mark is difficult to explain. True they are descriptive; but as applied to the 
goods involved, their meaning is obviously the same as that of the word “Spring- 
weave.” And since they also resemble that word in sound and appearance, I am 
clearly of the opinion that the two marks are confusable, and that the petition to 
cancel should have been sustained. 

The decision is reversed. 





REPUBLIC STEEL CORPORATION v. UTILITY TRAILER 
MANUFACTURING COMPANY 


Commissioner of Patents—July 3, 1947 


TRADE-MARKS—GOoDS OF THE SAME DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES. 

Alloy steel castings and forgings held goods of the same descriptive properties as steel, 
alloy steel, and iron and steel bars and sheet bars. 

TRADE-M ARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES. 

Composite mark consisting o fthe word “Utiloy,” appearing above the letter “U” within 
a triangle, held confusingly similar to “Uloy,” used on similar goods. 

TRADE-MARKS—Goops OF THE SAME DESCRIPTIVE PROPERTIES—GENERAL. 

Goods need not be directly competitive in order to constitute merchandise of the same 
descriptive properties. 

TRADE- MARKS—LIKELIHOOD OF CONFUSION—GENERAL. 

It is not controlling that applicant sells only to a discriminating class of purchasers, 
who deal directly with applicant, if the marks are so similar as to be likely to cause con- 
fusion. 

Neither applicant’s good faith, the derivation of the prefix “Uti,” nor the common use 
of the suffix “loy,” alters the fact that, considered as a whole, the marks are confusingly 
similar. 


Appeal from Examiner of Interferences. 


Trade-mark opposition by Republic Steel Corporation against Utility Trailer 


Manufacturing Company. Applicant appeals from decision sustaining opposition. 
Affirmed. 


Watts T. Estabrook and Richey & Watts, both of Washington, D. C., for Republic 
Steel Corporation. 


Mason & Graham, Los Angeles, Calif., for Utility Trailer Manufacturing Company. 
Frazer, F. A. C.: 


This is an appeal from the decision 0 fthe Examiner of Interferences sustaining 
the opposition of Republic Steed Corporation to the application of Utility Trailer 
Manufacturing Company for registration of a trade-mark, appropriated to “alloy 
steel castings and forgings,” and claimed to have been used since June 1, 1936. 
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The mark is described in the examiner’s decision as “consisting of the notation 
‘Utiloy’ appearing above the letter ‘U’ within a triangle.” 

The opposition was sustained on the ground that applicant’s mark is confusingly 
similar to the trade-mark “Uloy,” registered September 26, 1922, for “steel, alloy 
steel, and iron and steel bars and sheet bars.” The registration has been renewed, 
and is now owned by opposer. 

Obviously the goods thus described in the application and the registration have 
the same descriptive properties. And the fact that opposer’s use of its mark appears 
to have been restricted in recent years to “copper bearing steel sheets and sheet 
bars” is irrelevant. Lactona, Incorporated v. Lever Brothers Co., 32 C. C. P. A. 
704, 144 F. 2d 891 [34 T.-M. Rep. 331]. Also I think there can be no serious 
question but that the marks of the parties bear such near resemblance “as to be 
likely to cause confusion or mistake in the mind of the public or to deceive pur- 
chasers.”” “Uloy” might well be termed a telescoped version of “Utiloy.” Thymo 
Borine Laboratory v. Winthrop Chemical Co., 33 C. C. P. A. 1104, 155 F. 2d 402 
[36 T.-M. Rep. 204]. And “Utiloy” is clearly the dominating portion of applicant’s 
mark. 

It is stipulated that applicant’s goods and the goods of opposer “marketed under 
the respective trade-marks here in issue are not directly competitive,” and that 
“applicant’s customers are discriminating concerns” who “deal only directly with 
applicant.” But trade practices may change, and goods need not be directly com- 
petitive in order to constitute merchandise of the same descriptive properties. Nor 
is it of controlling importance that applicant sells only to a discriminating class of 
purchasers, if the marks are so similar as to likely to cause confusion. Celanese 
Corporation of America v. E. I. du Pont de Nemours & Co., 33 C. C. P. A. 857, 
154 F. 2d 143 [36 T.-M. Rep. 130]. 

It is further stipulated : 


That applicant has been engaged in business continuously for over thirty years under 

_ the business name of Utility Trailer Manufacturing Company; that the prefix term “Uti,” 

consists of the first two syllables of the name “Utility” ; that the suffix term “loy” is a term 

commonly used by various concerns dealing in alloy metals as a suffix for trade-names 

or trade-marks; and that it is a common practice for various concerns dealing in alloy 

metals to use as a trade-mark or trade-name the term ‘loy’ prefixed with some syllable 
derived from the business name of such concerns. 


Applicant’s good faith is thus established, but neither the derivative of the prefix 
nor the common use of the suffix serves to alter the fact that “Utiloy” is confusingly 
similar to “Uloy.” 

The decision of the Examiner of Interferences is affirmed. 


a 
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PLASTI-KOTE, INC. v. THE LOWE BROTHERS COMPANY 
Commissioner of Patents—July 11, 1947 


OPPOSITIONS—PLEADING AND PRACTICE—SUMMARY JUDGMENT. 

Under Rule 56 of the Rules of Civil Procedure, summary judgment dismissing opposi- 
tion should be granted if the marks in question are non-confusable as a matter of law; 
for that would dispose of case and other facts in issue would be immaterial. 

Where marks of the parties contain obvious similarities such as “Plax-Cote” and “Plasti- 
Kote,” used on identical goods, applicant is not entitled to summary judgment. 


Trade-mark opposition by Plasti-Kote, Inc., against Lowe Brothers Company. 

Applicant petitions that Examiner of Interferences be instructed to decide mo- 
tion for summary judgment or that Commissioner decide motion. Petition and 
motion both denied. 


Munn, Liddy & Glaccum, New York, N. Y., for Plasti-Kote, Inc. 
Thomas J. McDowell and John F. Pearne, Cleveland, Ohio, for The Lowe Brothers 
Company. 


Frazer, F. A. C.: 


The Lowe Brothers Company, whose application to register a trade-mark is 
involved in the above entitled opposition proceeding, petitions “that the Honorable 
Commissioner of Patents, in the exercise of his supervisory authority, instruct the 
Examiner of Trade-Mark Interferences to decide applicant’s motion for summary 
judgment (filed April 19, 1947) on the merits, or, alternatively, that he follow 
the procedure adopted in Kaylon, Incorporated v. Gordon-Lacey Chemical Products 
Co. (71 U.S. P. Q. 185, 169 Ms. Dec. 179) and decide said motion on the merits.” 

The sole ground of the motion is that “the mark ‘Plax-Cote,’ which applicant is 
seeking to register, does not ‘so nearly resemble’ either of the marks ‘Plasti-cote’ 
and ‘Plasti-Kote’ relied upon by opposer ‘as to be likely to cause confusion or mis- 
take in the mind of the public or to deceive purchasers’ within the meaning of Sec- 
tion 5 (b) of the Trade-Mark Act of 1905, when the marks are ‘appropriated to 
merchandise of the same descriptive properties.’ ” 

In denying the motion the Examiner of Interferences pointed out that Rule 56 
of the Rules of Civil Procedure, under which it purports to have been filed, provides 
for the rendition of judgment forthwith only “if the pleadings, depositions, and ad- 
missions on file, together with the affidavits, if any, show that, except as to the 
amount of damages, there is no genuine issue as to any material fact and that the mov- 
ing party is entitled to a judgment as a matter of law.” He then observed that 
since “no evidence of any description has been filed in support of the applicant’s 
case,” other matters of fact than the similarity of the marks “‘are yet to be resolved.” 

I agree with petitioner that if the marks in question are non-confusable as a 
matter of law, then the other facts in issue are immaterial; for that would dispose 
of the case. But the examiner further held that “the marks of the parties contain 
obvious similarities, and the question whether they are likely to be confused in 
use in any event is deemed not to be so clear as to warrant terminating this case 
by a ninterlocutory rather than a final judgment.” Notwithstanding petitioner’s 
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argument tothe contrary, I think he thus considered the merits of petitioner’s mo- 
tion. 

The goods to which the marks are respectively applied are both paints. In 
other words they are not merely of the same descriptive properties, but identical. 
And numerous decisions of the Patent Office and the Court of Customs and Patent 
Appeals could be cited where trade-marks for identical merchandise, which were 
much less nearly alike than are these, have been held to be confusingly similar. 
Had the examiner granted the motion for summary judgment his decision would 
have been clearly erroneous, and would doubtless have been reversed on appeal. 

Kaylon, Incorporated v. Gordon-Lacey Chemical Products Co., relied on by 
petitioner, is in point only to the extent that it recognizes my authority to “decide 
said motion on the merits” as alternatively requested in the petition. The motion is 
accordingly denied, as is also the petition in all other respects. 


ROHM & HAAS COMPANY v. NEW PLASTIC CORPORATION 
Commissioner of Patents—July 15, 1947 


TRADE-M ARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES. 


“Flex-O-Cryst” held confusingly similar to “Plexiglas,” used on substantially identical 
merchandise. 


TRADE-MARKS—CONFUSING SIMILARITY—GENERAL. 
Viewed as a whole, the marks are confusable because the first two syllables of each are 


practically indistinguishable in sound and the last syllables are regarded as having the 
same meaning. 


OpposiTions—Dousts RESOLVED AGAINST NEWCOMER. 


Any doubt as to confusing similarity of the marks must be resolved against newcomer. 
TRADE- MARK—OPPOSITIONS—EVIDENCE. 


Where no testimony was taken to show that goods of the parties are sold to discriminat- 
ing classes of purchasers, such facts may not be assumed. 
Appeal from Examiner of Interferences. 
Trade-mark opposition by Rohm & Haas Company against New Plastic Corpo- 
ration. Applicant appeals from decision sustaining opposition. Affirmed. 


John F. Bergin and T. Wallace Quinn, both of Philadelphia, Pa., for Rohm & Haas 
Company. 


Francis D. Ammen, Los Angeles, Calif., for New Plastic Corporation. 


Frazer, F. A. C.: 


This is an appeal from the decision of the Examiner of Interferences sustaining 
the opposition of Rohm & Haas Company to the application of New Plastic Corpora- 
tion for registration of the notation “Flex-O-Cryst” as a trade-mark for “hard, 
semi-hard, and soft rods, sheets, and tubing composed of synthetic resins for use in 
the manufacture of various articles of merchandise.” The mark is claimed to have 
been used since February 24, 1944. 

Opposer relies upon its ownership of the trade-mark “Plexiglas,” registered 
June 6, 1939, for substantially identical merchandise. 

It was the examiner’s opinion that the two marks “are so nearly alike in sound 
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as to be reasonably calculated to cause confusion in trade and deception of pur- 
chasers.” If that were their only resemblance I would be inclined to agree with 
applicant that confusion is unlikely. But in so far as they have any significance, I 
think that is also quite similar ; for “glas” suggests “glass,” and by dictionary defini- 
tion “-cryst” is a combining form for “crystal.” And in several senses, “glass” 
and “crystal” are synonymous. Since the first two syllables of the marks are prac- 
tically indistinguishable in sound, and their last syllables may be regarded as the 
same in meaning, I am constrained to share the examiner’s view that the marks as 
a whole are confusable. At least the question is not free from doubt, and it is well 
established that doubts must be resolved against the newcomer in the field. 

Applicant bases a considerable portion of its argument upon the assumption 
that the goods of the parties are sold “to discriminating classes of purchasers, 
thereby minimizing any likelihood of confusion of the marks as might otherwise 
exist.” No testimony was taken, however, and I am not at liberty to assume the 
existence of facts not in evidence. Lever Brothers Co. v. Butler Manufacturing 
Co., 24 C. C. P. A. 1000, 88 F. 2d 842 [27 T.-M. Rep. 227]. 

The decision of the Examiner of Interferences is affirmed. 


NEW ENGLAND GLASS WORKS, INC. v. UNTERMEYER, ROBBINS 
& CO. 


Commissioner of Patents—July 15, 1947 


CANCELLATION—PLEADING AND PRACTICE—MOTION TO DISMIss. 

Petition for cancellation, failing to allege that the goods of petitioner and registrant, to 
which the mark is applied, have the same descriptive properties, held fatally defective and 
properly dismissed on motion. 

Petitioner’s pleading must be sufficient in itself independently to state a cause of action; 
and defects therein may not be cured by reference to allegations of respondent in another 
case. 


Appeal from Examiner of Interferences. 
Cancellation proceeding by. New England Glass Works, Inc., against Untermeyer, 


Robbins & Co. Petitioner appeals from decision granting motion to dismiss. 
Affirmed. 


Barlow & Barlow, Providence, R. I., for New England Glass Works, Inc. 
Charles H. Brown, Baldwin, N. Y., and Dean, Fairbank & Hirsch, New York, 
N. Y., for Untermeyer, Robbins & Co. 


Frazer, F. A. C.: 


New England Glass Works, Inc., appeals from the decision of the Examiner of 
Interferences dismissing its petition to cancel trade-mark registration No. 393,349, 
issued February 10, 1942, under the provisions of the Act of February 20, 1905, to 
Untermeyer, Robbins & Co. 

The petition was dismissed on motion because of its “failure to state a claim 
upon which relief can be granted.” Rule 12 (b), Rules of Civil Procedure. Since 
the petition does not allege that the goods to which petitioner applies its trade-mark 
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have the same descriptive properties as those for which respondent’s mark is regis- 
tered, it is “fatally defective.” Mishawaka Rubber and Woolen Manufacturing Co. 
v. Bradstone Rubber Co., 27 C. C. P. A. 888, 109 F. 2d 219. Nor is the defect 
cured by petitioner’s assertion that in another case respondent made such allegation. 
United States Time Corporation v. Medicated Products Co., 597 O. G. 609, 72 
U. S. P. Q. 377. Petitioner’s pleading “must be sufficient in itself independently 
to state a cause of action.” Polaroid Corporation v. Sun Glass Industries, Inc., 
581 O. G. 522, 67 U. S. P. Q. 239. 
The decision is affirmed. 


McKESSON & ROBBINS, INCORPORATED v. CHARLES OF THE RITZ., 
INC. 


Commissioner of Patents—July 16, 1947 


TRADE-MAarKs—Goops OF DIFFERENT DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES. 
Toilet soap, perfumes, colognes and dusting powder held goods of different descriptive 
properties from wine. 
OPpposITIONS—PLEADING AND PrActTICE—MoOrIoNns TO DIsMISss. 
Applicant on moving to dismiss admits allegations of notice of opposition as to goods 
sold by opposer; but opposer does not allege use of mark on goods similar to applicant’s. 


Appeals from Examiner of Interferences. 
Trade-mark oppositions by McKesson & Robbins, Incorporated against Charles 


of the Ritz, Inc. Opposer appeals from decisions granting applicant’s motions to 
dismiss. Affirmed. 


Samuel Herrick, Washington, D. C., for McKesson & Robbins, Incorporated. 
Mock & Blum, New York, N. Y., for Charles of the Ritz, Inc. 


Frazer, F, A. C.: 


These are appeals in two trade-mark opposition proceedings from decisions of 
the Examiner of Interferences dismissing the notices of opposition on motion. 

Charles of the Ritz, Inc., applied for registration of the word “Directoire” as a 
trade-mark for “toilet soap” in one application, and for “perfumes, colognes, and 
dusting powder” in the other. Both applications were opposed by McKesson & 
Robbins, Incorporated, on the ground that the proposed registrations were barred 
by reason of opposer’s prior registration of the same mark for wine. The motions 
to dismiss were made and granted on the ground that the goods respectively involved 
in each case are of different descriptive properties. I share that view. 

Opposer points to allegations in the notices of opposition to the effect that “for 
more than one hundred and thirteen years opposer has been making and selling the 
very goods upon which applicant proposes to use its mark,” and correctly states 
that for the purpose of the motions to dismiss applicant has admitted the truth of 
such allegations. But it is not alleged that opposer has sold any goods other than 
wine under the trade-mark in question. 

The decisions are affirmed. 
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VALPO COMPANY v. SOLIS, ENTRIALGO Y COMPANIA 
Commissioner of Patents—July 18, 1947 


CANCELLATION—DAMAGE—GENERAL. 
Any substantial doubts should be resolved in favor of registrant whose mark has been 


registered for long period (over 10 years), though 1905 Act permitted filing of petition to 
cancel “at any time.” 


Unless marks are obviously confusable, injury must be shown by evidence and may not 
be presumed. 


TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES. 
“Forbidden Love” held not confusingly similar to “Love Lane,” used on similar goods. 
TRADE-MARKS—WorpDs INCAPABLE OF EXCLUSIVE APPROPRIATION—PARTICULAR INSTANCES. 
“Amour” having been held descriptive of perfume, there can be no distinction, in a trade- 
mark sense, between the French word and its English equivalent, “Love.” 


Appeal from Examiner of Interferences. 
Petition to cancel registration by Valpo Company against Solis, Entrialgo y 
Compania. Registrant appeals from decision cancelling registration. Reversed. 


James R. McKnight, Chicago, Il., for Valpo Company. 
Otto Munk, New York, N. Y., for Solis, Entrialgo y Compania. 


Frazer, F. A. C.: 


This is an appeal from the decision of the Examiner of Interferences sustaining 
the petition of Valpo Company to cancel trade-mark registration No. 334,967, issued 
May 19, 1936, under the provisions of the Act of February 20, 1905, to Solis, 
Entrailgo y Compania. 

The mark of the registration sought to be cancelled is the notation “Forbidden 
Love.” It is appropriated to a long list of toilet preparations, including perfumes. 
The petition to cancel is predicated upon petitioner’s ownership of a mark consisting 
essentially in the words “Love Lane,” registered for perfumes on November 16, 
1926. No testimony was taken by either party. 

While the statute provides that a petition to cancel a trade-mark registration 
may be filed “at any time” by one who “shall deem himself injured,” it seems to 
me that substantial doubts should be resolved in favor of a prima facie owner whose 
mark has been so long registered as has respondent’s. And though injury may be 
presumed in a proper case, I think such presumption is unwarranted, in the absence 
of supporting evidence, unless the mark of the petitioner and the mark of the re- 
spondent may be regarded as so nearly alike as to be obviously confusable. “ 

In my opinion “Love Lane” and “Forbidden Love” may not be so regarded. 
The two expressions, viewed as a whole, differ in appearance and have no similarity 
in meaning. The word “Love” is of course common to both; but it comes first in 
petitioner’s mark, and last in respondent’s, and is combined with radically different 
words. The examiner says it has “an arbitrary meaning as applied to the goods 
in question,” and petitioner insists that it is “the dominant word of each of the trade 
marks.” But as long ago as 1927, in the case of Parfumerie Roger & Gallet v. 
Wanamaker, 57 App. D. C. 267, 20 F. 2d 283, the Court of Appeals of the District 
of Columbia held that its French equivalent, “Amour,” had “come into use as a 
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descriptive term among those familiar with perfumery.” And there can be no 
distinction in a trade-mark sense between the French word and the English word. 
The situation is not unlike that presented in Miles Laboratories, Inc. v. Foley & 
Co., 32 C. C. P. A. 714, 144 F. 2d 888 [34 T.-M. Rep. 335], where the court 
observed that neither party “could successfully contend that it is entitled to preempt 
the field with respect to marks having ‘Vita’ as a portion thereof, and thus exclude 
all others from the use of any mark composed in part of that term,” because it was 
“a well known and commonly used term. . . . having a well understood significance.” 

Since petitioner has failed to prove itself injured by the registration of respond- 
ent’s mark, the petition to cancel should have been dismissed; and the decision of 
the Examiner of Interferences is accordingly reversed. 


EX PARTE BROWN & HALEY 
Commissioner of Patents—July 18, 1947 


TRADE-M ARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES. 

Composite mark, consisting of the word “Mountain” and representation of a white moun- 
tain, clouds, trees and a lake, all inclosed in concentric circles, for candy, held confusingly 
similar to composite marks containing representations of mountains and respectively dominated 
by “Smoky Mountain,” “Orange Mountain” and “Peanut Mountain,” used on similar goods. 

TRADE-M ARKS—REGISTRABILITY—GENERAL. 


That one or more of the reference registrations may have been improperly allowed over 
the others, does not help applicant’s case. 


Appeal from Examiner of Interferences. 


Application by Brown & Haley for registration of trade-mark. Applicant 
appeals from refusal of registration. Affirmed. 


Cook & Robinson, Seattle, Wash., for applicant. 
FRAZER, F. A. C.: 


In view of four prior registrations, the Examiner of Trade-Marks rejected this 
application to register a mark for “candy bars,” which he correctly describes as “con- 
sisting of the word ‘Mountain’ and the representation of a mountain, showing clouds, 
trees, and what appears to be a lake, all inclosed within a border formed by two 
concentric circles.” Applicant appeals. 

One of the registered marks relied on by the examiner is the notation “White 
Mountain” for “marshmallows.” The other three, all appropriated to candies, are 
composite marks including representations of mountains, and respectively dominated 
by the expressions, “Smoky Mountain,” “Orange Mountain” and “Peanut Moun- 
tain,’ just as applicant’s mark is dominated by the word “Mountain.” W. B. 
Roddenbery v. Kalich (C. C. P. A.), 158 F. 2d 289, 72 U. S. P. Q. 138. The 
“White Mountain” mark is perhaps the most pertinent, because the mountain of 
applicant’s mark is definitely white. But the others are all valid references. They 
differ no more from applicant’s mark than does “Gate House” from “Town House,” 
which the court held to be confusingly similar in J. S. Ivins’ Son, Inc. v. United 


Biscuit Co. (C. C. P. A.), 158 F. 2d 397, 72 U. S. P. Q. 121. Nor does it help 





604 THE TRADE-MARK REPORTER 37 T.-M. Rep. 


applicant’s case that one or more of the reference registrations might have been 
improperly allowed over the others. J. S. Ivins’ Son, Inc. v. Lamont, Corliss & 
Co. (C. C. P. A.),158 F. 2d 399, 72 U. S. P. Q. 120; In re Sears, Roebuck & Co., 
20 C. C. P. A. 710, 132 F. 2d 341 [33 T.-M. Rep. 80]. 

The decision is affirmed. 


EX PARTE EVERSHARP, INC. 
Commissioner of Patents—July 18, 1947 


TRADE-MAarKS—Worps CAPABLE OF EXCLUSIVE APPROPRIATION—PARTICULAR INSTANCES. 


“Presentation” held suggestive, rather than descriptive of fountain pens and mechanical 
pencils. 


Appeal from Examiner of Trade-Marks. 


Application by Eversharp, Inc., for registration of trade-mark. Applicant ap- 
peals from refusal of registration. 


Cromwell, Greist & Warden, Chicago, IIl., for applicant. 
Frazer, F. A. C.: 


On the ground that it is merely descriptive of the goods, the Examiner of Trade- 
Marks refused to register the word “Presentation” as a trade-mark for “fountain 
pens and mechanical pencils.” Applicant appeals. 

In his statement on appeal the examiner said : 


Fountain pens and mechanical pencils are goods which lend themselves favorably as 
gifts or presents. When these goods are attractively packaged, or otherwise, and labeled 
“Presentation,” they indicate to the purchaser that they are appropriate gifts for his 
particular needs. 


I agree with applicant that such reasoning is somewhat “imaginative” and “far- 
fetched.” I think purchasers would be more likely to construe the mark as an indi- 
cation that something new is being introduced to the public. In either sense, I regard 
it as suggestive rather than descriptive. 

The decision is reversed. 


THE WILLIAM CARTER COMPANY v. SCHWARTZ (WILLIAM B. 
SCHWARTZ & CO., INC., ASSIGNEE, SUBSTITUTED) 


Commissioner of Patents—July 18, 1947 


CANCELLATION—COUNTERCLAIM—Mori10n TO DIsMIss. 
Counterclaim, merely alleging confusing similarity of petitioner’s registered mark to 
previously registered marks of third parties, dismissed, on motion, for failure to state a cause 


of action. 

Appeal from Examiner of Interferences. 

Trade-mark cancellation by The William Carter Company against William B. 
Schwartz (William B. Schwartz & Co., Inc., assignee, substituted). Schwartz 
counterclaimed and appeals from decision dismissing counterclaim. Affirmed. 
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Rowland V. Patrick, Boston, Mass., for The William Carter Company. 
Henry Langsam, Philadelphia, Pa., for William B. Schwartz & Co., Inc. 


FRAZER, F. A. C.: 


The William Carter Company petitioned to cancel a trade-mark registration 
issued to William B. Schwartz under the Atct of February 20, 1905. In his answer, 
Schwartz included a counterclaim seeking cancellation of a registration pleaded in 
the petition. The Examiner of Interferences dismissed the counterclaim on motion. 
The case is before me on appeal from that action. 

The motion to dismiss was granted pursuant to Rule 12 (b) of the Rules of 
Civil Procedure, on the ground that the counterclaim fails “to state a claim upon 
which relief can be granted.” It is there alleged merely that petitioner’s mark is 
confusingly similar to certain previously registered marks appropriated to merchan- 
dise of the same descriptive properties. As stated by the examiner: 


In order to maintain the counterclaim, it must be made to appear that the respondent 
as against the petitioner possesses a superior right in respect of the marks of the parties. 
The respondent has asserted no such right in this case. On the contrary, it appears that 
the registered marks on which the counterclaim is based belong to strangers hereto. The 
question of possible conflict between any of these marks and that of the petitioner obvi- 
ously is of no proper concern to the respondent. 


Since it is thus clearly apparent that the counterclaim does not state facts suffi- 
cient to constitute a cause of action, its dismissal was well-nigh mandatory ; and the 
decision appealed from is accordingly affirmed. 


ALBERS MILLING COMPANY v. STALEY MILLING COMPANY 
Commissioner of Patents—July 23, 1947 


TRADE-MARKS—Goops OF THE SAME DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES. 
Hog and pig feed held goods of the same descriptive properties as mixed calf food. 
TRADE-M ARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES. 


“Pig Mama,” the word “Pig” being disclaimed, held confusingly similar to “Calf-Manna,” 
the word “Calf” being disclaimed, used on similar goods. 
Appeal from Examiner of Interferences. 
Trade-mark opposition by Albers Milling Company against Staley Milling Com- 
pany. Applicant appeals from decision sustaining opposition. Affirmed. 


George L. Wallace, Milwaukee, Wis., for Albers Milling Company. 
C. Earl Hovey, Kansas City, Mo., for Staley Milling Company. 


Frazer, F. A. C.: 


This is an appeal from the decision of the Examiner of Interferences sustaining 
the opposition of Albers Milling Company to the application of Staley Milling Com- 
pany for registration of the notation “Pig Mama,” claimed to have been used since 
June, 1939, as a trade-mark for “hog and pig feed.” The descriptive word “Pig” 
is disclaimed “apart from the mark shown in the drawing.” 








606 THE TRADE-MARK REPORTER 37 T.-M. Rep. 





The opposition was sustained on the ground that applicant’s mark is confus- 
ingly similar to a mark conssiting essentially in the word “Calf-Manna,” which was 
registered to opposer for “mixed calf food” on April 25, 1933. The word “Calf” 
is disclaimed in the registration. 

Neither party took testimony. 

The goods of the parties are obviously of the same descriptive properties ; and 
applicant concedes that they are “closely related,” but points out that “there is 
nevertheless a difference between such goods which should have been considered by 
the Examiner of Interferences.” The only difference apparent from the record is 
that one intended primarily for the feeding of pigs, and the other for the feeding 
of calves ; and I am not convinced that they might not be interchanged. In any event 
it would seem that a farmer who is familiar with opposer’s calf feed may well assume 
that opposer also puts out a pig feed, and identifies it as such. In other words, if 
applicant’s mark were “Pig Manna” the inference would be inescapable that the 
feed bearing such mark was produced by the manufacturer of “Calf-Manna.” Thus 
the decisive question is whether “Mama” and “Manna” differ sufficiently to dis- 
tinguish applicant’s goods from the goods of opposer. 

Applicant asserts that “it is clearly obvious that the term ‘Mama’ and the term 
‘Manna’ cannot be confused under any consideration for there is no similarity of 
meaning, appearance, sound, spelling or significance.” I agree with applicant, as 
did the examiner, that the two words “possess nothing in common as to meaning.” 
But in appearance and sound I think they are so nearly alike as to render the marks 
as a whole readily confusable when applied to the particular goods involved And 
even were there room for doubt in that regard, such doubt must be resolved in 
opposer’s favor. 

The decision is affirmed. 





EX PARTE FAIRY SILK MILLS 
Commissioner of Patents—July 25, 1947 


TRADE-Marks—Goons OF THE SAME DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES. 
Tricot and Milanese fabrics in the piece made of cotton, silk, rayon, nylon and combina- 
tions of these yarns, held goods of the same descriptive properties as cotton voile. 
TRADE-MARKS—CONFUSING SIMILARITY—GENERAL. 


Applicant for registration of “faerie,” having owned registration of a mark, for the 
same goods, which is dominated by “faerie,” for eight years, held entitled to benefit of doubt 
as to confusing similarity to “Fairyspun,” so the mark should be passed for publication. 
Appeal from Examiner of Trade-Marks. 


Application for registration of trade-mark of Fairy Silk Mills. Applicant 
appeals from refusal of registration. Reversed. 


Kimmel & Crowell, Washington, D. C., for applicant. 
Frazer, F. A. C.: 


In view of a prior registration of the trade-mark “Fairyspun,” appropriated to 
“cotton voile,” the Examiner of Trade-Marks rejected this application to register 
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the word “faerie” as a trade-mark for “tricot and Milanese fabrics in the piece made 
of cotton, silk, rayon, nylon and combinations of these yarns.” Applicant appeals. 

Obviously applicant’s goods and those of the registration are of the same descrip- 
tive properties ; and were the question of one of first impression, I should be inclined 
to agree with the examiner that the two marks are confusingly similar. But in 1939 
applicant was granted registration of a mark for the same goods, which is dominated 
by the word “faerie.”” And in the absence of opposition, it has long been the rule 
that “after a mark has once been registered its owner is entitled to the benefit of 
any reasonable doubt as to the registrability of the same or a closely similar mark 
upon a subsequent application to register.” Ex parte New York Evening Journal, 
Inc., 505 O. G. 1034, 42 U. S. P. Q. 467. 

I think there is sufficient difference between the marks here involved to create 
such a doubt, and that the case should be passed for publication. Should the owner 
of the “Fairyspun” registration then oppose, applicant’s right to register will of 
course be subject to reexamination. 

The decision is reversed. 





B. T. BABBITT, INC. v. LANDON P. SMITH, INC. (NAME CHANGED TO 
RED DEVIL TOOLS) 


Commissioner of Patents—July 30, 1947 


TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES. 

The words “Red Devil,” held confusingly similar to composite mark comprising the 
word “Red Devil” and picture of devil colored red. 

TRADE-MARKS—Goops OF THE SAME DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES. 

Bodies of intermingled metallic ribbon-like abrasive elements for hand use for cleaning 
and scouring metallic and other surfaces, held goods of the same descriptive properties as 
cleanser or cleaning, scouring, or washing powder. 

OpposITIONS—EVIDENCE—J UDICIAL NOTICE. 

Specimen of applicant’s merchandise being in evidence, bearing applicant’s trade-mark 
and plainly labeled “pot cleaner,” held that judicial notice may properly be taken that pot 
cleaners and washing powders are frequently used together, at the same kitchen sink and 
for the same general purpose. 

TRADE-MARKS—Goops OF DIFFERENT DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES. 

Hand tools, including wall scrapers and putty knives, held goods of different descriptive 

properties from pot cleaners. 
TRADE-MARKS—ACOQUISITION OF RIGHTS—GENERAL. 

Applicant’s prior use of same trade-mark, on goods of different descriptive properties, 
held immaterial in contest with opposer having priority with respect to use of the mark on 
class of goods involved in opposition. . 


Appeal from Examiner of Interferences. 

Trade-mark opposition by B. T. Babbitt, Inc., against Landon P. Smith, Inc. 
(name changed to Red Devil Tools). Applicant appeals from decision sustaining 
opposition. Affirmed. 


Emery, Varney, Whittemore & Dix and Louis Otten, both of New York, N. Y., 
for B. T. Babbitt, Inc. 
Walter C. Ross, Springfield, Mass., for Red Devil Tools. 
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Frazer, F. A. C.: 


The Examiner of Interferences sustained the opposition of B. T. Babbitt, Inc., 
to the application of Landon P. Smith, Inc., for registration of the notation “Red 
Devil” as a trade-mark for “bodies of intermingled metallic ribbon-like abrasive 
elements for hand use for cleaning and scouring metallic and other surfaces.” Appli- 
cant appeals. 

The opposition was sustained on the ground that applicant’s mark is confusingly 
similar to a mark previously used and registered by opposer for “cleanser or clean- 
ing, scouring, or washing powder.” This mark comprises the words “Red Devil,” 
and a picture of his satanic majesty lined for the color red. Obviously it bears a 
resemblance to applicant’s mark as to be readily confusable therewith if appropri- 
ated to merchandise of the same descriptive properties. 

In holding that applicant’s goods and those listed in opposer’s registration do 
have the same descriptive properties, the Examiner of Interferences observed that : 


Opposer’s scouring powder would normally be purchased by housewives and would 
be used for cleaning pots and pans as is applicant’s device, and indeed both articles might 
be used together for the same household chores. 


Applicant asserts that “nothing in the record indicates that the goods have been 
used together, are likely to be, or they are adapted for conjoint use.” Furthermore, 
applicant insists that its goods are improperly classified, and that it should be per- 
mitted to amend its application so as to describe them as a particular kind of abrad- 
ing tool. But the only article in evidence bearing applicant’s trade-mark that could 
possibly fall within the present description of merchandise is plainly labeled a “pot 
cleaner.” 

And I think judicial notice may properly be taken that pot cleaners and washing 
powders are frequently used together, at the same kitchen sink, and for the same 
general purpose. Nor would the proposed amendment change the character of the 
goods. 

Applicant owns several registrations of the same trade-mark for various hand 
tools, including wall scrapers and putty knives; and the evidence indicates that as 
to these articles applicant’s use of the mark antedates opposer’s earliest use in 
connection with its scouring preparation. Contrary to applicant’s contention, how- 
ever, such prior use is of no consequences here; for I agree with the Examiner of 
Interferences that applicant’s tools and its pot cleaners are of different descriptive 
properties. 

The decision is affirmed. 
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